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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


CrviL_ DIVISION 
Civil Action No. 1205-67 


JOHN E. LINDBERG, JR., 
Plaintiff, 
Vv 


EDWARD J. BRENNER, COMMISSIONER OF PATENTS, 
Defendant. 


COMPLAINT IN NATURE OF MANDAMUS 


1. This action arises under the Patent Act of 1952, 
Title 35, Sections 3 and 7 of which this Court has juris- 
diction under Title 28 USC, Section 1361. 


2. The plaintiff, John E. Lindberg, Jr., is a resident 
of Lafayette, State of Claifornia, whose post office ad- 
dress is 1211 Upper Happy Valley Road, Lafayette, Cali- 
fornia. 


3. The defendant, Edward J. Brenner, is the duly ap- 
pointed, qualified Commissioner of Patents, with offices 
at the Department of Commerce, 14th & E Streets, N.W., 
Washington, D. C. 


4. On August 11, 1964, John E. Lindberg, Jr. the 
plaintiff, filed an application for Letters Patent in the 
United States Patent Office, now bearing Serial No. 390,- 
259 and entitled Nose-Cone Cooling Of Space Vehicles. 


5. On March 30, 1966, the above noted application for 
Letters Patent was finally rejected by the Examiner in 
the Patent Office. 


6. On June 29, 1966, an appeal from the final rejec- 
tion of the Examiner was properly taken to the Board of 
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Appeals of the Patent Office, a Brief on Appeal was timely 
filed and an oral hearing was conducted before the Board 
of Appeals on February 16, 1967. 


7. On February 28, 1967, a decision was mailed by 
the Board of Appeals (Exhibit 1 attached hereto) indi- 
cating for the first time, to the knowledge of attorneys 
for applicant, that the Board of Appeals which heard the 
Appeal was composed of one Examiner-in-Chief and two 
Acting Examiners-in-Chief, this composition of the Board 
of Appeals not complying with the requirements of Title 
35|United States Code, Sections 3 and 7 (Exhibit 2 at- 
tached), this fact going unnoticed at that time. 


8. After reviewing the decision of the Board of Ap- 
peals, the attorneys for applicant were still unaware that 
the Board of Appeals which wrote the decision was im- 
properly empanelled in view of the requirements of Title 
35, United States Code Sections 3 and 7. 


9. The fact that the Board of Appeals which heard 
and decided the appeal was improperly empanelled was 
first realized when the Request for Reconsideration had 
been prepared and was about to be filed on March 29, 
1967, and was then brought to the attention of the office 
of the principal attorney. 


10. After receiving a paper from the Board of Appeals 
mailed April 18, 1967, denying the Request for Recon- 
sideration, the question of validity of the Board of Ap- 
peals was discussed with the Solicitor of the Patent Office 
and a Petition to the Commissioner was filed May 1, 1967, 
requesting that the decision of the Board of Appeals be 
vacated. 


(11. By a paper mailed May 5, 1967, and received in 
California on May 10, 1967, the Petition to the Commis- 
sioner was denied and the Board of Appeals hearing the 
appeal in this case was declared by the Patent Office to 
be properly empanelled. 
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12. The requirement for the composition of the Board 
of Appeals is set forth in Title 35 United States Code, 
Section 7, (Exhibit 2). 


18. The definition of an Examiner-in-Chief is set forth 
in Title 35 United States Code, Section 3 (Exhibit 2). 


Wherefore plaintiff prays that 


(1) This Court order the Commissioner of Patents to 
vacate the decision of the Board of Appeals on the ground 
that the Board of Appeals hearing the appeal and ren- 
dering the decision was not properly constituted and did 
not comply with Title 35 United States Code, Sections 
3 and 7. 


(2) This Court order the Commissioner of Patents to 
empanel a properly constituted Board of Appeals to hear 
the oral arguments and render a decision on the appeal 
from the final rejection of the Examiner in plaintiff’s 
application for Letters Patent, Serial No. 390,259, filed 
August 11, 1964. 


(3) This Court order the Commissioner of Patents to 
empanel a properly constituted Board of Appeals not in- 
cluding any members of the prior improperly empanelled 
Board of Appeals to hear the oral arguments and render 
a decision on the appeal from the final rejection of the 
Examiner in plaintiff’s application for Letters Patent, 
Serial No. 390,259, filed August 11, 1964. 


(4) This Court provide any other remedies which would 
be just and proper in this case. 


/s/ Jay M. Cantor 
JAY M. CANTOR 
Attorney for Plaintiff 
Of Counsel: 552 Pennsylvania Building 

A. DonHAM OWEN Washington, D. C. 20004 
ROBERT E. WICKERSHAM 
310 Sansome Street 
San Francisco, California 94104 
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EXHIBIT 1 
IN THE UNITED STATES PATENT OFFICE 
Group No. 220—Paper No. 16 


Appeal No. 697-63 
Heard: February 16, 1967 


Mailed Feb. 28, 1967, U. S. Patent Office Board of Appeals 


BEFORE THE BOARD OF APPEALS 


Ex parte JOHN E. LINDBERG, JR. 


Application for Patent filed August 11, 1964, 
Serial No. 390,259. Nose-Cone Cooling of Space Vehicles. 


A. DoNHAM OWEN for appellant. 


Before BREWRINK, Examiner-in-Chief and GORECKI and 
Kent, Acting Examiners-in-Chief. 


Kent, Acting Examiner-in-Chief. 


This is an appeal from the decision of the Examiner 
finally rejecting claims 1 to 4 and 9 to 12, the only claims 
now in the case. Several amendments were presented 
subsequent to the appeal in order to overcome inconsist- 
encies in certain of the claims. We note the Examiner 
refused entry of the amendment filed on September 27, 
1966. 
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[Caption omitted in printing.] 


Joseph Schimmel, Solicitor 
United States Patent Office 
Washington, D. C. 20281 
Attorney for Defendant 


ANSWER TO COMPLAINT 


To the Honorable the Judges of the United States District 
Court for the District of Columbia 


1. Defendant admits the allegation of this paragraph 
of the complaint that the Court has jurisdiction under 
28 U.S.C. 1861. Defendant denies the allegation that this 
action arises under 35 U.S.C. 3 and 7. 


2. Defendant admits the allegations of this paragraph 
of the complaint upon information and belief. 


3-6. Defendant admits the allegations of these para- 
graphs of the complaint. 


7. Defendant admits the allegations of this paragraph 
of the complaint respecting the mailing on Feb. 28, 1967 
of a decision of the Board of Appeals in application Serial 
No. 390,259, but defendant denies, for reasons hereinafter 
given, the allegations respecting the composition of the 
Board of Appeals. Further, defendant is without knowl- 
edge or information sufficient to form a belief as to the 
truth of the remaining allegations of this paragraph, and, 
therefore, defendant denies said allegations. 


8, 9. Defendant is without knowledge or information 
sufficient to form a belief as to the truth of the allegations 
of these paragraphs of the complaint, and, therefore, de- 
fendant denies said allegations. 


10-13. Defendant admits the allegations of these para- 
graphs of the complaint. 
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FURTHER ANSWERING, defendant denies that plain- 
tiff is entitled to the orders requested in the prayers of 
the complaint for the reasons given and in view of the 
authorities cited and relied upon by the First Assistant 
Commissioner in a decision dated May 5, 1967, denying 
a petition to vacate the decision of the Board of Ap- 
peals in application Serial No. 390,259, affirming the 
examiner’s rejection of the claims of that application. 
Profert of said decisions is hereby made. 


Respectfully submitted, 


/s/ Joseph Schimmel 
Solicitor, U. S. Patent Office 
Attorney for Defendant 


[Caption omitted in printing.] 


INTERROGATORIES TO EDWARD J. BRENNER, 
COMMISSIONER OF PATENTS IN THE ABOVE 
ENTITLED AND NUMBERED ACTION, PRO- 
POUNDED BY JOHN E. LINDBERG, JR., PLAIN- 
TIFF, IN ACCORDANCE WITH RULE 33 OF THE 
FEDERAL RULES OF CIVIL PROCEDURE 


The Plaintiff, John E. Lindberg, Jr., propounds the 
following list of interrogatories under Rule 33 of the 
Federal Rules of Civil Procedure and requests that they 
be'answered by the defendant, Edward J. Brenner, Com- 
missioner of Patents, or his Counsel within thirty (30) 
days of their service: 


INTERROGATORY NUMBER ONE: 


| List the name of each Examiner-in-Chief (persons 
| appointed by the President of the United States with 
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the advice and consent of the Senate) who was a 
member of the Board of Appeals of the Patent Office 
during the period January 1, 1950 to June 30, 1967. 


INTERROGATORY NUMBER TWO: 


For each Examiner-in-Chief listed in the answer to 
interrogatory number one, state when each com- 
menced service and completed service as an Exam- 
iner-in-Chief. 


INTERROGATORY NUMBER THREE: 


For each of the Examiners-in-Chief listed in the 
answer to interrogatory number one, list the number 
of Boards of Appeal hearing cases on appeal on 
which each said Examiner-in-Chief was a member. 


INTERROGATORY NUMBER FOUR: 


For each of the Examiners-in-Chief listed in the 
answer to interrogatory number three, list the num- 
ber of cases on appeal on which each Examiner-in- 
Chief sat as a member of the Board of Appeals for 
the periods as follows: 


(a) January 1, 1950 to June 30, 1950; 
(b) July 1, 1950 to December 31, 1950; 
(ec) January 1, 1951 to June 30, 1951; 
(d) July 1, 1951 to December 31, 1951; 
(e) January 1, 1952 to June 30, 1952; 
(f) July 1, 1952 to December 31, 1952; 
January 1, 1953 to June 30, 1953; 
July 1, 1953 to December 31, 1953; 
January 1, 1954 to June 30, 1954; 
July 1, 1954 to December 31, 1954; 
January 1, 1955 to June 30, 1955; 
July 1, 1955 to December 31, 1955; 
(m) January 1, 1956 to June 30, 1956; 
(n) July 1, 1956 to December 31, 1956; 
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(o) January 1, 1957 to June 30, 1957; 
(p) July 1, 1957 to December 31, 1957; 
(q) January 1, 1958 to June 30, 1958; 
(r) July 1, 1958 to December 31, 1958; 
(s) January 1, 1959 to June 30, 1959; 
(t) July 1, 1959 to December 31, 1959; 
(u) January 1, 1960 to June 30, 1960; 
'(v) July 1, 1960 to December 31, 1960; 
(w) January 1, 1961 to June 30, 1961; 
(x) July 1, 1961 to December 31, 1961; 
(y) January 1, 1962 to June 30, 1962; 
'(z) July 1, 1962 to December 31, 1962; 
(aa) January 1, 1963 to June 30, 1963; 
(bb) July 1, 1963 to December 31, 1963; 
(cc) January 1, 1964 to June 30, 1964; 
(dd) July 1, 1964 to December 31, 1964; 
(ee) January 1, 1965 to June 30, 1965; 
(ff) July 1, 1965 to December 31, 1965; 
(gz) January 1, 1966 to June 30, 1966; 


(hh) July 1, 1966 to December 31, 1966; 
(ii) January 1, 1967 to June 30, 1967. 


INTERROGATORY NUMBER FIVE: 


| For each of the time periods listed as (a) to (ii) in 
i interrogatory number four, list the total number of 


i appeals heard by the Board of Appeals of the Patent 
Office. 


INTERROGATORY NUMBER SIX: 


' State the number of cases heard by the Patent Office 
Board of Appeals during the period commencing 
January 1, 1950 and ending December 31, 1952. 


INTERROGATORY NUMBER SEVEN: 


| In how many of the appeals set forth in the answer 
' to interrogatory number six was an acting exam- 
' iner-in-chief (a member of the Board of Appeals not 


9A 


appointed by the President of the United States with 
the advice and consent of the Senate) a member of 
the Board of Appeals. 


INTERROGATORY NUMBER EIGHT: 


In how many of the appeals listed in the answer to 
interrogatory number seven was more than one act- 
ing examiner-in-chief a member of the Board of 
Appeals. 


INTERROGATORY NUMBER NINE: 


How many patent examiners were qualified in the 
opinion of defendant to act as examiners-in-chief on 
February 16, 1967 in accordance with 35 U.S.C. 7. 


INTERROGATORY NUMBER TEN: 


How many of the patent examiners listed in the an- 
swer to interrogatory number nine are not examiners- 
in-chief (appointed by the President of the United 
States with the advice and consent of the Senate). 


INTERROGATORY NUMBER ELEVEN: 


List the number of years of service in the Patent 
Office of each Examiner-in-chief listed in the answer 
to interrogatory number one before each said exam- 
iner was appointed to the Board of Appeals by the 
President of the United States. 


INTERROGATORY NUMBER TWELVE: 


List the number of years of service in the Patent 
Office of each patent examiner listed in the answer 
to interrogatory number nine. 


INTERROGATORY NUMBER THIRTEEN: 


What is the lowest primary examiner grade. 
INTERROGATORY NUMBER FOURTEEN: 
How is the “primary examiner grade” defined. 
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INTERROGATORY NUMBER FIFTEEN: 


\What is the minimum number of years service re- 
quired in the Patent Office to become an examiner of 
“primary examiner grade”. 


INTERROGATORY NUMBER SIXTEEN: 


‘How many patent examiners were of “primary ex- 
aminer- grade” on February 16, 1967. 


INTERROGATORY NUMBER SEVENTEEN: 


|How many patent examiners were there in the active 
employ of the Patent Office on February 16, 1967. 


INTERROGATORY NUMBER EIGHTEEN: 


' How is “or higher” defined by defendant in the clause 
“primary examiner grade or higher”. 


INTERROGATORY NUMBER NINETEEN: 


| How many patent examiners who were not appointed 


| by the President were in grade higher than primary 
examiner grade on February 16, 1967. 


INTERROGATORY NUMBER TWENTY: 


How many examiners-in-chief (members of the Board 
‘of Appeals appointed by the President of the United 
' States) were there on February 16, 1967. 


Respectfully submitted, 


JAY M. CANTOR 
Attorney for Plaintiff 
552 Pennsylvania Bldg. 
Washington, D.C. 20004 


[Certificate of service omitted in printing.] 
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MOTION FOR SUMMARY JUDGMENT 
BY DEFENDANT 


Defendant moves the Court to grant summary judgment 
for the defendant on the grounds that there is no genuine 
issue as to any material fact and that defendant is en- 
titled to a judgment as a matter of law. 


Submitted herewith in support of the motion are (1) 
the statement of material facts required by Local Rule 
9(h), (2) decision dated May 5, 1967 of the First Assist- 
ant Commissioner in the Patent Office, and (3) relevant 
points and authorities. 


An oral hearing is requested. 
Respectfully submitted, 
/s/ Joseph Schimmel 
Solicitor, United States 


Patent Office 
Attorney for Defendant 


JACK E. ARMORE, 
Of Counsel. 


July 28, 1967 
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POINTS AND AUTHORITIES 
'IN SUPPORT OF DEFENDANT’S MOTION 
FOR SUMMARY JUDGMENT 


1.' By his complaint, plaintiff seeks to have this Court 
order the defendant, the Commissioner of Patents, to va- 
cate the decision of the Board of Appeals in application 
Serial No. 390,259 on the ground that “the Board was 
not properly constituted” under Sections 3 and 7 of Title 
35, United States Code, because there were two acting 
examiners-in-chief on that panel of the Board of Appeals. 
The ‘Court was also requested to order the defendant “to 
empanel a properly constituted Board of Appeals” to hear 
and decide this case, the new panel not to include any 
members of the previous panel. The burden of plaintiff’s 
complaint is that Sections 3 and 7 of Title 35, United 
States Code, do not permit more than one acting exam- 
iner-in-chief to sit on a panel of the Board of Appeals 
hearing and deciding a case. 


2. Only Section 7 of Title 35, United States Code, is 
relevant to the issue at bar. This section provides, in 
pertinent parts, that the Commissioner “may designate 
any patent examiner of the primary examiner grade or 
higher * * * to serve as examiner-in-chief” and that “Not 
more than one such primary examiner shall be a member 
of the Board of Appeals hearing on appeal”. Thus, the 
statute requires that acting examiners-in-chief are to be 
selected from two classes of examiners, viz., (1) primary 
examiners and (2) examiners of a higher grade than 
primary examiner. The only relevant further limitation 
on the composition of the Board is that it may not contain 
“more than one such primary examiner”; this provision 
is clearly a specific limitation on the number of primary 
examiners on a given panel but not on the number of 
examiners above the grade of primary examiner and does 
not ‘prohibit the presence of both a primary examiner and 
an examiner above that grade on the panel hearing an 
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appeal. There is nothing in the statute that prohibits the 
simultaneous presence of two acting examiners-in-chief on 
a Board of Appeals, providing no more than one is a 
primary examiner. 


3. Section 7, in all of its quoted provisions and else- 
where, is clear and unambiguous in its meaning. The 
statute must be held to mean exactly what it says. Since 
the language of the statute is so plain and lacks ambigu- 
ity or inconsistency, it is well settled that recourse to 
interpretative aids, such as legislative history, is pre- 
cluded. 


Lake County v. Rollins, 180 U.S. 662, 670-671; 
United States v. Missouri Pacific Railroad Co., 278 
US. 269, 277-278. 


4. The corresponding paragraph in Section 7 of the 
preceding repealed Title 35 (Act of March 4, 1950; Title 
35, United States Code, Appendex II, page 808) reads 
as follows: 


The Commissioner, when in his discretion consid- 
ered necessary to maintain the work of the board of 
appeals current, may designate any examiner of the 
primary grade or higher, having the requisite ability, 
to serve as examiner-in-chief for periods not exceed- 
ing six months each, and any examiner so designated 
shall be qualified to act as a member of the board 
of appeals. Not more than one primary examiner 
shall be among the members of the board of appeals 
hearing an appeal [emphasis added]. 


There can be no conceivable ambiguity in the provision 
of the prior law that “Not more than one primary exam- 
iner shall be among the members of the Board of Appeals 
hearing an appeal”. Thus, the prior law would implicitly 
permit at least two acting members on a panel if no more 
than one was a primary examiner. The Board of Appeals 
itself so construed the earlier Section 7 in holding a Board 
properly constituted when it consisted of an examiner-in- 
chief and two acting examiners-in-chief, one a Supervisory 
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Exarniner and the other a Primary Examiner; Ex parte 
Beyerstedt, 108 USPQ 189, 191. Careful reading of the 
present and preceding Section 7, with respect to the des- 
ignation of acting Board members, makes it manifest 
that no substantive change was made. 


5.' The fact that the present Section 7, affecting desig- 
nation of acting members of the Board, represents no 
change over the preceding Section 7 is recognized in an 
authoritative work on “Patent Office Practice” by Archie 
R. McCrady (Fourth Edition, 1959, Margit Publications, 
Box '11-C, Pasadena, California) which states as follows 
(sentence bridging pages 334-335) : 


‘A Board made up of a Primary Examiner, a Super- 
ivisory Examiner, and an Examiner-in-Chief does not 
‘violate the proviso of the statute that ‘Not more than 
ione such primary examiner shall be a member of the 
Board of Appeals hearing an appeal.’ [citing Ex 
‘parte Beyerstedt, supra, at footnote 11]. 


This portion of the McCrady text is attached as Exhibit 
1. It is of interest to note that the Beyerstedt decision, 
rendered by the Board under the language of the previous 
statute, was considered applicable by McCrady to the 
present statute. 


6. Title 35 of the United States Code was effective on 
January 1, 1953 and the Patent Office has since that time 
continuously construed Section 7 thereof as permitting 
Board panels to be composed of more than one acting 
examiner-in-chief but with no more than one acting mem- 
ber who is a primary examiner. There were such panels 
in Ex parte Condon (January 30, 1953, 100 USPQ 166), 
Ex parte Freeman (March 31, 1953, 100 USPQ 315), 
and Ex parte Turinsky et al (July 16, 1958, 100 USPQ 
443). The latest noted reported Board decision from a 
similarly constituted panel is in Ex parte Dalton et al 
(May 27, 1966, 152 USPQ 68). In each of these four 
cases, the examiner was reversed and patents are reported 
to have issued. Manifestly, many other Board panels 
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similar to that involved in the case at bar have been con- 
vened to decide appeals since the authority to designate 
examiners-in-chief was first granted to the Commissioner. 
Many other such panels have reversed the examiner’s re- 
jections, resulting in the issuance of patents which may 
have clouds cast upon validity if the plaintiff here should 
prevail. For example, a cursory search of the volumes of 
the United States Patent Quarterly from 1955 to 1965 
shows numerous additional decisions by Board of Appeal 
consisting of two acting members and one permanent 
member, in which the examiner was reversed in whole 
or in part (Exhibit 2). Obviously, there are numerous 
decisions of the several Courts considering decision of 
similar Boards in which the Boards’ decisions were re- 
versed and patents granted. In all these instances, to 
hold now that those Boards were illegally constituted 
would cast a cloud upon the validity of the patents 
granted. 


7, It is an established practice of the courts to accord 
a substantial presumption of correctness to an adminis- 
trative intrepretation of a statute which has been con- 
sistently followed for a long period of time. In so holding 
in Allen v. United States Ex. Rel. Lowry, 26 App. D.C. 
8, 24, the Court of Appeals for the District of Columbia 
quoted the following from the opinion of the Supreme 
Court in Bate Refrigerating Co. v. Sulgberger, 157 U.S. 
1: 


* * * Tf there be reasonable ground for adopting 
either one of two constructions—this court, without 
departing from sound principle, may well adopt that 
construction which is in harmony with the settled 
practice of the executive branch of the government. 


The Supreme Court similarly held, in United States v. 
American Trucking Association, 310 U.S. 548, that the 
contruction of a statute by an agency charged with its 
administration is ordinarily given great weight. 
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8. When Congress has lodged power in an executive 
officer who is authorized to exercise his judgment or dis- 
cretion in carrying out his statutory duties, as the Com- 
missioner must when he designates members of the Board 
to hear particular appeals, the judicial authority cannot 
and ‘should not interfere with the exercise of his discre- 
tion, and it is only in those cases where the action of 
the officer is plainly erroneous and his interpretation of 
the statute is unreasonable and arbitrary that the Court 
should intervene. It is submitted that this salutory prin- 
ciple is manifestly applicable to the present case. 


9.. The matter of the composition of a Board panel 
consisting of an examiner-in-chief and two acting mem- 
bers, one a Supervisory Examiner and the other a Pri- 
mary Examiner, arose in the Court of Customs and Pat- 
ent Appeals in In re Wiechert, 54 CCPA —, 152 USPQ 
247, In that case, a majority of the Court decided that 
it could not consider the legality of the composition of 
the Board since the appellant had failed to file any reason 


of appeal raising that question and he had not on his own 
volition challenged the composition of the Board before 
the Court. The majority of the Court also held that, on 
the ‘facts of the case, its limited jurisdiction precluded 
consideration of that question. 


10. It is further submitted that the Board of Appeals 
in the case at bar was legally constituted in accord with 
the provisions of Section 7, Title 35, United States Code, 
and! that accordingly the complaint should be dismissed. 


Respectfully submitted, 


/s/ Joseph Schimmel 
Solicitor, United States 
Patent Office 
Attorney for Defendant 
JACK E. ARMORE 
Of Counsel 


July 28, 1967 
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STATEMENT OF UNDISPUTED MATERIAL FACTS 
UNDER LOCAL CIVIL RULE 9(h) 


1. On August 11, 1964, plaintiff filed patent applica- 
tion Serial No. 390,259 entitled “Nose-Cone Cooling of 
Space Vehicle”. (Complaint—paragraph 4) 


2. On March 30, 1966, the claims remaining in the 
application were finally rejected by the examiner as un- 
patentable over the prior art. (Complaint—paragraph 5) 


3. On June 29, 1966, an appeal from the final rejection 
of the examiner was taken to the Patent Office Board of 
Appeals, as provided by law, and appropriate proceedings 
were had including an oral hearing before the Board of 
Appeals on February 16, 1967. (Complaint—paragraph 
6) 


4, On February 28, 1967, the decision of the Board of 
Appeals affirming the examiner’s final rejection was 
mailed to applicant, and on a request for reconsideration 
filed March 29, 1967 the Board of Appeals on April 18, 
1967 adhered to its decision. (Complaint—paragraphs 7, 
9 & 10) 


5. The Board of Appeals which considered the present 
case consisted of an examiner-in-chief and two acting 
examiners-in-chief, one being the Director of Patent 
Classification and the other a Supervisory Patent Classi- 
fier; the latter having a grade corresponding to a primary 
examiner and the former a grade higher than that of a 
primary examiner. 


6. Section 7 of Title 35, United States Code, in perti- 
nent part, provides as follows: 


Whenever the Commissioner considers it necessary 
to maintain the work of the Board of Appeals cur- 
rent, he may designate any patent examiner of the 
primary examiner grade or higher, having the requi- 
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‘site ability, to serve as examiner-in-chief for periods 
‘not exceeding six months each. An examiner so desig- 
‘nated shall be qualified to act as a member of the 
‘Board of Appeals. No more than one such primary 
examiner shall be a member of the Board of Appeals 
hearing on appeal. 


7. On May 1, 1967, the plaintiff for the first time ob- 
jected to the composition of the Board in a petition to 
the Commissioner wherein the request was made to “quash 
the decision of the Board of Appeals” on the ground that 
it was “not properly empaneled as required by the stat- 
ute” (35 U.S.C. 7) inasmuch as the panel comprised two 
acting examiners-in-chief. 


8. On May 5, 1967, the First Assistant Commissioner 
in the Patent Office denied the petition for the reasons 
and! in view of the authorities cited in his decision. 


9. Plaintiff has exhausted his administrative remedies 
in this matter. 


Respectfully submitted, 


/s/ Joseph Schimmel 
Solicitor, United States 
Patent Office 
Attorney for Defendent 


JACK E. ARMORE 
Of Counsel 


July 28, 1967 
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U. S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
Washington 


Address Only 
[Emblem] The Commissioner of Patents 
Washington, D.C. 20231 
# 21 


Copy Mailed May 5, 1967, Commissioner’s Office 


May 5, 1967 
Re: Application of 
John E. Lindberg, Jr. 
Serial No. 390,259 
Filed August 11, 1964 
For: Nose-Cone Cooling Of 
Space Vehicles 


ON PETITION 


This is a petition requesting that the decision of the 
Board of Appeals in this case be vacated on the ground 
that the panel which rendered the decision was not con- 
stituted as required by Title 35, Section 7 of the United 
States Code. 


The pertinent portions of Title 35 Section 7 of the 
United States Code provide that the Commissioner “may 
designate any patent examiner of the primary examiner 
grade or higher” to serve as an examiner-in-chief and 
that “not more than one such primary examiner shall 
serve as a member of the Board of Appeals hearing an 
appeal” (emphasis added). The statute thus clearly pro- 
vides that two classes of examiners may serve as acting 
examiners-in-chief, namely (1) primary examiners and 
(2) examiners of higher grade than primary, and that 
not more than one member of the former class shall serve 
on the panel hearing an appeal. There seems to be no 
possible ambiguity in this language nor any reasonable 
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basis for construing “primary examiner” to mean “exam- 
iner of primary examiner grade or higher.” If it had 
been the Congressional intent to limit each designated 
member it would have been a simple matter to do so 
either by omitting the word “primary” from the expres- 
sion “such primary examiner” or by replacing it by 
“designated.” 


It must be assumed that the Congress had some purpose 
in inserting the word . . . primary “in the quoted expres- 
sion and the only reasonable purpose seems to be to limit 
the group of which only one can serve on a panel to pri- 
mary examiners. The meaning for which the petitioner 
contends simply deprives the word “primary” of any ef- 
fect and renders it wholly superfiuous. It is not thought 
proper to assume that this word was intended to have 
no effect whatever. 


It is elementary that the best evidence of what a legis- 
lature means by a statute is the language of the statute 


itself and that unless this is uncertain it is not proper to 
resort to other aids to interpretation. Since there is no 
ambiguity here it is not proper to speculate as to what 
Congress might or should have meant or as to what some 
particular official supposed it to have meant. 


It may be worth noting, however, that the expressed 
purpose of the provision in question is to enable the Com- 
missioner “to maintain the work of the Board of Appeals 
current” and if there were any ambiguity in the language 
that interpretation should be adopted which would best 
suit this end. It is apparent that an interpretation limit- 
ing the number of designated members to one on a panel 
would, in effect, limit the number of designated members 
to one half the number of permanent members and would 
thus severly limit the usefulness of the provision. At the 
present time, by reason of our unfilled vacancies there 
are now only eleven permanent examiners-in-chief and if 
it were necessary to assign two of these to each panel 
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the capacity of the Board to maintain its work reason- 
ably current would be seriously impaired. An interpre- 
tation of the statute which would bring about such a 
result should not be resorted to if this can be reasonably 
avoided. 


It is further to be noted that the Patent Office has 
consistently construed 35 U.S.C. 7, from the time of its 
enactment to the present as permitting a Board panel 
containing more than one designated member, so long as 
only one is a primary examiner. Such Boards were in- 
volved, for example, in Ex parte Freeman 100 U.S.P.Q. 
315; Ex parte Condon 100 U.S.P.Q. 166 and Ex parte 
Turinsky et al. 100 U.S.P.Q. 448; and decided early in 
1953, immediately after the present statute became effec- 
tive, and similar panels have been employed since that 
date in literally hundreds of cases; and decisions ren- 
dered by such panels have been repeatedly sustained by 
the Courts without question as to the legality of the panel. 
A holding at this late date that all such decisions have 
been nullities would case-serious doubt on many patents 
which have issued as the result of those decisions. 


It is a well-established practice of the courts to accord 
a substantial presumption of correctness to an adminis- 
trative interpretation of a statute which has been con- 
sistently followed over a long period of time. In making 
such a holding in Allen v. U.S. ex rel Lowry 1905 C.D. 
643, 116 0.G. 2253, the Court of Appeals of the District 
of Columbia quoted the following from the opinion of 
the Supreme Court of the United States in Bate Refrig- 
erating Co. v. Sulgberger 157 U.S. 1, 1895 C.D. 293: 


“Tf there be reasonable ground for adopting either 
one of two constructions—this Court, without departing 
from sound principle, may well adopt that construction 
which is in harmony with the settled practice of the ex- 
ecutive branch of the government.” 
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For the reasons given it is held, first, that the literal 
and only reasonable interpretation of 35 U.S.C. 7 permits 
the use of two designated members on a single Board 
panel, provided not more than one of them is a primary 
examiner, and, second, that even if the language of the 
statute be considered ambiguous, the interpretation just 
given should be adopted as best carrying out the legisla- 
tivei intent and because of long-continued and unques- 
tioned administrative interpretation. 


The petition is denied. 


The petitioner also requests that the time for seeking 
court review of the Board’s decision be suspended pend- 
ing determination of a mandamus action which he in- 
tends to file for review of the denial of his petition. Such 
an indefinite suspension on the basis of an event which 
has not yet taken place is not thought to be warranted. 
If an when such court review is sought and a mandamus 
action is filed suspension of the former proceeding will 
be further considered upon request. 


/s/ Edwin L. Reynolds 
First Assistant Commissioner 


A. DONHAM OWEN 
310 Sansome Street 
San Francisco, California 94104 


[Certificate of service omitted in printing.] 
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EXHIBIT 1 


Scientific Library, Dec. 29, 1961, U. S. Patent Office 


PATENT OFFICE PRACTICE 


The procedural law relating to the prosecution 
of applications before the United 
States Patent Office 


FOURTH EDITION 


by 
ARCHIE R. McCrapy 
Member of the bar: District of Columbia, 


Illinois, Indiana, Michigan, and 
Supreme Court of the United States 


MarGIT PUBLICATIONS 
Box 11-C 
Pasadena, California 
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Sol. 
T 
223.L2 
M3 
1959 
a.117 


Copyright 1946, 1950, 1959 


by 
ARCHIE R. McCrapy 


Printed by 


TYPECRAFT, INC. 
Pasadena, California 
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CH XXVI, RULES 191-198 § 230 


* * * * 


* * * A Board made up of a Primary Examiner, a Super- 
visory Examiner, and an Examiner-in-Chief does not vio- 
late the proviso of the statute that “Not more than one 
such primary examiner shall be a member of the Board 
of Appeals hearing an appeal.” 4 


* * * 


11 Ex parte Beyerstedt (BA:1952) 108 PQ 189 
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EXHIBIT 2 


| The decisions mentioned are reported as follows: 


104 USPQ 197 115 USPQ 148 133 USPQ 404 
104 — 202 115 — 395 135 — 37 
105 — 128 1160 — 70 135 — 195 
105 — 242 1146 — 592 137 — 444 
105 377 118 112 141 — 489 
106 420 118 180 143 305 
107 55 118 517 145 218 
107 329 118 541 146 586 
109 318 117 193 147 45 
110 325 117 302 147 74 
111 109 125 243 

113 207 126 418 

114 175 128 96 

114 557 128 97 

115 145 130 
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[Caption omitted in printing.] 


OPPOSITION TO INTERROGATORIES 


Now comes the defendant, Edward J. Brenner, Com- 
missioner of Patents, and in accordance with Rule 33 of 
the Federal Rules of Civil Procedure objects to the Inter- 
rogatories served by the plaintiff on July 28, 1967 for 
the reasons set forth in the accompanying Points and 
Authorities. 


A hearing on these objections is requested at the ear- 
liest practicable time. 


Respectfully submitted, 
/s/ Joseph Schimmel 
Solicitor, United States 


Patent Office 
Attorney for Defendant 


JACK E. ARMORE, 
Of Counsel 


August 7, 1967 
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POINTS AND AUTHORITIES 


1. Interrogatories 1 to 8, 11 and 20 request statistical 
information concerning the members of the Board of 
Appeals in the Patent Office covering the seventeen year 
span from 1950 to 1967. The interrogatories require, for 
that seventeen year period, the names of all members of 
the Board (past and present), their periods of service on 
the Board and in the Patent Office, the number of panels 
on which each member served for the entire seventeen 
years and also during each calendar semi-annual period 
for those years, totals and sub-totals of appeals, and the 
compositions of the panels with respect to number of act- 
ing members from January 1, 1950 to December 31, 1952. 
Interrogatories 9, 10 and 12 to 19 require an expression 
of opinion by the defendant as to the numbers of patent 
examiners qualified to be acting members of the Board, 
their years of service in the Patent Office, definitions or 
requirements for “primary examiner”, and the numbers 
of primary examiners and patent examiners in the Patent 
Office. 


2.| The interrogatories are entirely irrelevant to the 
issue of the case, which is also the issue posed by defend- 
ant’s Motion For Summary Judgment. The sole and dis- 
positive issue herein is whether the panel of the Board 
of Appeals which decided this case in the Patent Office 
was legally constituted under the provisions of Section 7 
of Title 35, United States Code. The issue presented is 
one of law; the defendant’s Statement of Undisputed 
Material Facts accompanying the Motion set out the only 
relevant facts in the case and those facts cannot be suc- 
cessfully disputed by the plaintiff. The information sought 
by the interrogatories could have no possible bearing on 
that issue, nor is such information calculated to lead to 
relevant evidence. Such immaterial and fruitless inter- 
rogatories have been uniformly held not to be proper. 


Harris v. U. S., 216 F.2d 690 
Wolf v. Dickinson, 16 F.R.D. 250 
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Keenan v. Texas Production Co., 84 F.2d 826 

Coca Cola Co. v. Diwi-Cola Laboratories, 30 F. Supp. 
275 

Mall Tool Co. v. Sterling Varnish Co., 11 F.R.D. 576 

New England Terminal Co. v. Graver Tank & Manur 
facturing Corp., 1 F.R.D. 411 

MeNelley v. Perry, 18 F.R.D. 360 

U. S. v. Strangland, 187 F. Supp. 539, affirmed, 242 
F.2d 843 

Newell v. Phillips Petroleum Co., 144 F.2d 338 


8. Moreover, gathering the requested information, in 
addition to having no relevancy whatsoever, would be an 
oppressive, time-consuming and costly imposition on the 
defendant. The interrogatories would require the devel- 
opment of sweeping statistical data which is not readily 
available and would involve many man-days of work to 
accumulate. Interrogatory 9, which calls for an opinion 
by defendant of the number of patent examiners qualified 
to act as Board members, would require a detailed evalu- 
ation and grading the qualifications of over 1000 patent 
examiners. 


Respectfully submitted, 


/s/ Joseph Schimmel 
Solicitor, U. S. Patent Office 
Attorney for Defendant 


JACK E, ARMORE 
Of Counsel 


August 7, 1967 


[Certificate of service omitted in printing.] 
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[Caption omitted in printing.] 


OPPOSITION TO MOTION 
FOR SUMMARY JUDGMENT BY DEFENDANT 


Plaintiff moves the Court to deny the Motion for Sum- 
mary Judgment by the defendant on the ground that 
there is a genuine issue as to material fact and that in- 
sufficient facts are of record for the Court to make a 
proper decision for defendant on the issues involved here- 
in and, alternatively, if there be not a genuine issue as 
to any material fact, that plaintiff is entitled to a Judg- 
ment as a matter of law as requested in plaintiff’s Cross 
Motion for Summary Judgment. 


Submitted herein in support of Plaintiff’s Opposition to 
the Motion by Defendant are relevant points and authori- 
ties. 


An oral hearing is requested. 
Respectfully submitted, 


Jay M. CANTOR 
Attorney for Plaintiff 


Of Counsel: 


A. DoNHAM OWEN 
Ropert E. WICKERSHAM 
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POINTS AND AUTHORITIES IN SUPPORT OF 
PLAINTIFF’S OPPOSITION TO MOTION FOR 
SUMMARY JUDGMENT BY DEFENDANT 


1. By his complaint, plaintiff seeks to have this Court 
order the defendant, the Commissioner of Patents, to va- 
cate the deficion of the Board of Appeals in application 
Serial No. 390,259 on the ground that the Board was 
not properly constituted under Sections 3 and 7 of the 
Title 35, United States Code, because there were two act- 
ing examiners-in-chief on that panel of the Board of Ap- 
peals. The Court was also requested to order the defend- 
ant to empanel a properly constituted Board of Appeals 
to hear and decide this case, the new Board not to include 
any members of the previous panel. Plaintiff’s complaint 
is based upon the fact that Section 7, interpreted in view 
of Section 3 of Title 35, U.S.C., does not permit more 
than one acting examiner-in-chief to sit on a panel of the 
Board of Appeals hearing and deciding a case. 


2. By his Answer, defendant denies that plaintiff is 
entitled to the orders requested in the prayers of the 
complaint and by Motion for Summary Judgment moves 
the Court to grant Summary Judgment for the defendant 
on the grounds that there is no genuine issue as to any 
material fact and that defendant is entitled to Judgment 
as a matter of law. 


3. Plaintiff contends that Summary Judgment for the 
defendant is not proper in this case for the reasons that 
(1) there is a genuine issue as to material facts pertinent 
to consideration of defendant’s Motion and (2) insufficient 
facts are of record for the Court to make a proper deter- 
mination of the issues pertinent to consideration of de- 
fendant’s Motion. These facts can only be made of record 
by proper discovery proceedings which plaintiff has at- 
tempted to do in part by submitting a set of interroga- 
tories which were served on defendant by plaintiff on 
July 28, 1967, and to which defendant has raised objec- 
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tions and filed an opposition thereto on the ground that 
the interrogatories are “entirely irrelevant to the issue 
of the case” and on the ground that they “would be an 
oppressive, time consuming and a costly imposition on 
the defendant”. A hearing on defendant’s objection to the 
interrogatories has been continued by mutual consent of 
the parties. 


4. Section 7 of Title 35, U.S.C., states in part: 


“Whenever the Commissioner considers it necessary 
to maintain the work of the Board of Appeals cur- 
rent, he may designate any patent examiner of the 
primary examiner grade or higher, having the requi- 
site ability, to serve as examiner-in-chief for periods 
not exceeding six months each. An examiner so des- 
ignated shall be so qualified to act as a member of 
the Board of Appeals. Not more than one such pri- 
mary examiner shall be a member of the Board of 
Appeals hearing on appeal.” (Emphasis ours). 


5. In order that a Board of Appeals be properly em- 
panelled, it must comprise “at least three members of 
the Board of Appeals, Board of Appeals members being 
defined in Section 3 of Title 35, U.S.C., as persons “ap- 
pointed by the President, by and with the advice and 
consent of the Senate.” As stated in Section 7, the Com- 
missioner may appoint acting examiners-in-chief but only 
within the bounds set forth in Section 7 as quoted in para- 
graph 4 supra. 


6. Title 35, U.S.C., is stated in the notes of the publi- 
cation “Patent Laws” as published by the United States 
Department of Commerce, to be the Patent Action of July 
19, 1952, and was to take effect on January 1, 1953, and 
apply to all applications for patents filed on or after such 
date. (Exhibit 1). 


7.| On these dates, namely July 19, 1952 and January 
1, 1953, the Patent Office was of certain organization 
with various layers of personnel starting with the Com- 
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missioner of Patents and working downward. On each 
of these two dates, patent examiners who were employed 
by the Patent Office were provided with definitions of 
their grade and primary examiners were at those times 
in a particular position in the organization of the Patent 
Office and were working under a specific job sheet which 
is presently not in existence and was not in existence on 
February 16, 1967, the date the appeal in this case was 
argued before the Board of Appeals or at any time there- 
after. It is therefore a serious question whether the term 
“primary examiner grade” as set forth in Title 35, U.S.C., 
Section 7 is referring to the same person which the Pat- 
ent Office is now urging to be a primary examiner. Plain- 
tiff believes that discovery will show that primary exam- 
iners today do not have the same duties or responsibilities 
as those who were primary examiners on July 19, 1952 
and/or January 1, 1953. Plaintiff also believes that dis- 
covery will show that primary examiners today do not 
fall at the same position in the organization chart of the 
Patent Office as they did on July 19, 1952 and/or January 


1, 1958, but that they would be at a lower level on the 
organization chart. 


8. Plaintiff also believes that discovery will show that 
a patent examiner of the primary examiner grade on July 
19, 1952 and/or January 1, 1953, was required to have 
a degree in law, whether this be on his job sheet or not. 
Plaintiff believes that by discovery proceedings it can be 
shown that substantially all primary examiners in the 
Patent Office had legal training at that time whereas many 
primary examiners today and at the time the appeal was 
heard did not have such training and were not required 
to either in writing or otherwise. All of this discovery 
would be required in determining whether the term “pri- 
mary examiner grade” as set forth in Title 35, U.S.C., 
Section 7 is referring to the same primary examiner 
grades as now constituted in the organization chart of 
the Patent Office. 
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9.'The defendant has stated in paragraph 5 in his 
“Statement Of Undisputed Material Facts” that “the 
Board of Appeals which considered the present case con- 
sisted of an examiner-in-chief and two acting examiners- 
in-chief, one being the Director of Patent Classification 
and the other a Supervisory Patent Classifier; the latter 
having a grade corresponding to a primary examiner and 
the former a grade higher than that of a primary exam- 
iner.” This statement is certainly not undisputed since 
plaintiff is without knowledge as to the truth of these 
statements. Nothing on the record shows this to be the 
case and this can only be proven by proper discovery pro- 
ceedings to which the defendant to date has objected. 
There is also no showing of facts in the record to prove 
that 'a Director of Patent Classification and/or a Super- 
visory Patent Classifier is a “patent examiner” as set 
forth in the statute. It would also have to be determined 
as a matter of fact, as stated hereinabove, whether the 
two acting examiners-in-chief did, individually, fulfill the 
requirements of Title 35, U.S.C., Section 7 under the defi- 
nition of “primary examiner grade or higher” at the time 
of passage of Title 35 U.S.C., or of the commencement of 
its implementations, namely July 19, 1952 or January 1, 
1953. For this reason, the “Statement of Undisputed 
Material Facts” as submitted by the defendant is not 
undisputed at all. 


10. In paragraph 3 under the paper “Points and Au- 
thorities in Support of Defendant’s Motion for Summary 
Judgment” the defendant states that “Section 7 in all of 
its quoted provisions and elsewhere, is clear and unam- 
biguous in its meaning. The statute must be held to mean 
exactly what it says. Since the language of the statute 
is so plain and lacks ambiguity or inconsistency, it is 
well’ settled that recourse to interpretive aids, such as 
legislative history, is precluded.” Cases are then cited. 
It is submitted that Section 7 is not clear and unambigu- 
ous since in the decision In re Wiechert 152 U.S.P.Q. 247 
(Exhibit 2) wherein two Judges rendered an opinion on 
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the issue, these Judges disagreed. This certainly is not 
a showing of clarity or unambiguity. In addition, the 
rule of statutory interpretation as urged by the defendant 
is contrary to decisions of the Supreme Court of the 
United States. For example, in United States v. Dicker- 
son, 310 U.S. 554, 562 (1940) Justice Murphy com- 
mented: 


“It would be anomalous to close our minds to per- 
suasive evidence of intention on the ground that rea- 
sonable men could not differ as to the meaning of 
the words. Legislative materials may be without pro- 
bative value, or contradictory, or ambiguous, it is 
true, and in such cases will not be permitted to con- 
trol the customary meaning of words or overcome 
rules of syntax or construction found by experience 
to be workable: They can scarcely be deemed to be 
incompetent or irrelevant. . . . The meaning to be 
ascribed to an Act of Congress can only be derived 
from a considerate weighing of every relevant aid 
to construction.” 


It would therefore follow that, whether the statute be 
clear or unclear, the Supreme Court has stated that the 
Court can look beyond the four corners of the document 
and, as stated hereinabove and in the opinion of Judge 
Smith in the In re Wiechert case, the statute certainly 
does seem to lack clarity. 

11. In paragraph 4 of defendant’s paper entitled 
“Points and Authorities in Support of Defendant’s Mo- 
tion for Summary Judgment” the defendant cites “Ex 
parte Beyerstedt, 103 U.S.P.Q. 189, 191 to support its 
arguments and then proceeds in paragraph 5 of the same 
paper to quote a work entitled, “Patent Office Practice” 
by Archie R. McCrady, to substantiate its argument. 
Plaintiff certainly cannot agree that the work of McCrady 
is an “authoritative work on Patent Office practice” and, 
furthermore, points out that the decision, Ex parte Beyer- 
stedt, is a decision by the Patent Office, not by the Court 
and the portion of MeCrady to which the defendant refers 
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is nothing more than a statement of what the Patent 
Office has concluded in Ex parte Beyerstedt. In other 
words,' McCrady is doing nothing more than stating what 
Patent Office policy is and citing a Patent Office decision 
to show this policy. Clearly the Patent Office decisions 
should have no weight in this Court since they are self 
serving and the reason for this action is that plaintiff 
does not agree with the Patent Office position and is here 
seeking redress from an illegal action by the Commis- 
sioner of Patents, the defendant in this case. 


12. The defendant states in paragraph 6 of his paper 
entitled “Points and Authorities in Support of Defend- 
ant’s Motion for Summary Judgment” that many Boards 
of Appeals have been empanelled in the past having one 
examiner-in-chief and more than one acting examiner-in- 
chief of the same type as in the present case. In attempt- 
ing to obtain the support of this Court for its actions, 
the Patent Office states that “Many other panels have 
reversed the examiner’s rejections, resulting in the issu- 
ance of patents which may have clouds cast upon validity 
if the plaintiff here should prevail.” This position by the 
Patent Office is without foundation. As stated by the 
defendant, those Boards of Appeals having two acting 
examiners-in-chief did not include examiners of lower 
than primary examiner grade. It is also well-known that 
the Commissioner has the authority and in fact does dele- 
gate power to primary examiners and higher to act in 
his behalf and as his agent in issuing patents. Therefore, 
an improperly empanelled Board of Appeals of the type 
used in the present case, though not legally empanelled as 
a statutory Board of Appeals, still has the right to act 
for the Commissioner and to legally allow a patent appli- 
cation’ which will mature into a patent. These improperly 
empanelled Boards of Appeals which reversed examiners 
did nothing more than act in accordance with the author- 
ity delegated to them by the Commissioner of Patents as 
his agent to act in his name to issue patents from the 
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Patent Office. There would be no question of a cloud cast 
on the validity of such patents issued by improperly em- 
panelled Boards of Appeals since these Boards did not act 
as statutory boards and did not have to do so to grant a 
patent. 


13. The only other problem that could arise would be 
the question of validity of patents granted by a higher 
Court wherein an improperly empanelled Board of Ap- 
peals affirmed the Examiner with subsequent appeal to 
the Court. Clearly, in such a case, only the appellant and 
the Court itself have a right to challenge the jurisdiction 
of the Courts. If no challenge is made, there is no one 
else to question the validity of the patents and there, 
again, can be no cloud cast upon the validity of patents 
granted in such manner. It would therefore follow that 
there can be no question or possibility of a cloud being 
case upon the validity of any patents granted which, 
during their pendency, passed through an improperly em- 
panelled Board of Appeals. It also follows from the well- 
known case of Erie Railroad vs. Tompkins 304 U.S. 64 
that the mere fact that errors have been made in the past 
and are now recognized does not mean that all prior 
cases in which there were errors must be reviewed or have 
any cloud cast thereon. 


14. It is further believed to be clear from the argu- 
ments set forth in plaintiff’s accompany Cross Motion 
For Summary Judgment that the construction of Title 
35, U.S.C., Section 7, as urged by defendant is contrary 
to the plain meaning of the words thereof and contrary 
to the legislative intent of Congress. 


It is believed clear that there is no reasonable ground 
for adopting the construction of Title 35 U.S.C., Section 
7 as urged by the defendant and certainly not without 
a consideration of all of the fact involved, most of which 
are not of record in the present case and can not be with- 
out proper discovery proceedings. If Summary Judgment 
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be proper, it should be granted in favor of the plaintiff 
as requested in Plaintiff’s Cross Motion For Summary 
Judgment for the reasons set forth in the Points and 
Authorities attached thereto. Accordingly, the Motion for 
Summary Judgment by Defendant is improper and should 
be dismissed. 


Respectfully submitted, 


JAY M. CANTOR 
Attorney for Plaintiff 
Of Counsel: 


A. DONHAM OWEN 
RoBerT E. WICKERSHAM 


(Caption omitted in printing.] 


CROSS MOTION FOR SUMMARY JUDGMENT 
BY PLAINTIFF 


Plaintiff moves the Court to grant summary judgment 
for the plaintiff on the grounds that, if there be no genu- 
ine issue as to any material fact, plaintiff is entitled to 
a judgment as a matter of law. 


Submitted herewith in support of the motion are (1) 
the statement of material facts required by Local Rule 
9(h)i, and (2) relevant points and authorities. 


An oral hearing is requested. 
Respectfully submitted, 


JAY M. CANTOR 
Attorney for Plaintiff 


Of Counsel: 
A. DONHAM OWEN 
ROBERT BE. WICKERSHAM 
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STATEMENT OF UNDISPUTED MATERIAL 
FACTS UNDER LOCAL CIVIL RULE 9(h) 


1. On August 11, 1965, plaintiff filed patent applica- 
tion Serial No. 390,259 entitled “Nose-Cone Cooling of 
Space Vehicle”. (Answer to Complaint—paragraph 4). 


2. On March 30, 1966, the claims remaining in the 
application were finally rejected by the examiner as un- 
patentable over the prior art. (Answer to Complaint— 
paragraph 5). 


3. On June 29, 1966, an appeal from the final rejec- 
tion of the examiner was taken to the Patent Office Board 
of Appeals, as provided by law, and appropriate proceed- 
ings were had including an oral hearing before the Board 
of Appeals on February 16, 1967. (Answer to Complaint 
—paragraph 6). 


4. On February 28, 1967, the decision of the Board 
of Appeals affirming the examiner’s final rejection was 
mailed to applicant, and on a request for reconsideration 
filed March 29, 1967, the Board of Appeals on April 18, 
1967, adhered to its decision. (Answer to Complaint— 
paragraphs 7, 9 and 10). 


5. The Board of Appeals which considered the present 
case consisted of an examiner-in-chief and two acting 
examiners-in-chief. 


6. Section 7 of Title 35, United States Code, in perti- 
nent part, provides as follows: 


“Whenever the Commissioner considers it necessary 
to maintain the work of the Board of Appeals cur- 
rent, he may designate any patent examiner of the 
primary examiner grade or higher, having the requi- 
site ability, to serve as examiner-in-chief for periods 
not exceeding six months each. An examiner so desig- 
nated shall be qualified to act as a member of the 
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Board of Appeals. No more than one such primary 
examiner shall be a member of the Board of Appeals 
hearing an appeal.” 


7. ‘Section 3 of Title 35, United Sttaes Code, in perti- 
nent part, provides as follows: 


i “A Commissioner of Patents, one first assistant 
commissioner, two assistant commissioners, and not 
more than fifteen examiners-in-chief, shall be ap- 
pointed by the President, by and with the advice 
and consent of the Senate.” 

8. \On May 1, 1967, the plaintiff for the first time ob- 
jected to the composition of the Board in a petition to 
the Commissioner wherein the request was made to “quash 
the decision of the Board of Appeals” on the ground that 
it was “not properly empanelled as required by the stat- 
ute” (35 U.S.C. 7) inasmuch as the panel comprised two 
acting examiners-in-chief. 


9. \On May 5, 1967, the First Assistant Commissioner 
in the Patent Office denied the petition. 


10. Plaintiff has exhausted his administrative remedies 
in this matter. 


Respectfully submitted, 


JAY M. CANTOR 
Attorney for Plaintiff 


Of Counsel: 


A. DONHAM OWEN 
RoBerRT E. WICKERSHAM 
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POINTS AND AUTHORITIES IN SUPPORT OF 
PLAINTIFF’S MOTION FOR SUMMARY JUDGMENT 


1. By his complaint, plaintiff seeks to have this Court 
order the defendant, the Commissioner of Patents, to 
vacate the decision of the Board of Appeals in application 
Serial No. 390,259 on the ground that the Board was 
not properly constituted under Sections 3 and 7 of the 
Title 35, United States Code, because there were two act- 
ing examiners-in-chief on that panel of the Board of Ap- 
peals. The Court was also requested to order the defend- 
ant to empanel a properly constituted Board of Appeals 
to hear and decide this case, the new panel not to include 
any members of the previous panel. Plaintiffs complaint 
is based upon the fact that Section 7, interpreted in view 
of Section 3 of Title 35, U.S.C. does not permit more than 
one acting examiner-in-chief to sit on a panel of the Board 
of Appeals hearing and deciding a case. 


2. Title 35, U.S.C., Section 7 requires that “Each ap- 
peal shall be heard by at least three members of the Board 
of Appeals, the members hearing such appeal to be desig- 
nated by the Commissioner.” The composition of mem- 
bers of the Board of Appeals is also set forth in Title 
35, U.S.C., Section 7 and comprises “The Commissioner, 
the assistant commissioners and the examiners-in-chief.” 
The definition of an examiner-in-chief member of the 
Board of Appeals is set forth in Title 35 U.S.C. Section 
8 where it is stated that: 


“A Commissioner of Patents, one first assistant com- 
missioner, two assistant commissioners, and not more 
than fifteen examiners-in-chief shall be appointed by 
the President, by and with the advice and consent of 
the Senate.” 


8. Title 35 U.S.C. Section 7 further states that: 


“Whenever the Commissioner considers it necessary 
to maintain the work of the Board of Appeals cur- 
rent, he may designate any patent examiner of the 
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primary examiner grade or higher, having the requi- 
site ability, to service as examiners-in-chief for pe- 
riods not exceeding six months each. An examiner 
so designated shall be qualified to act as a member of 
the Board of Appeals. Not more than one such pri- 
mary examiner shall be a member of the Board of 
Appeals hearing an appeal.” 


4, |Section 7 of Title 35 U.S.C. is unclear and ambigu- 
ous in its meaning. This fact is clear, for example, from 
reference to In re Wiechert, 152 U.S.P.Q. 247 (Exhibit 
2 of attached opposition to motion for summary judgment 
by defendant), which is the only case involving a United 
States Federal Court wherein Section 7 was involved. In 
this case, the United States Court of Customs and Patent 
Appeals was presented with the same issue as presented 
in this ease. The majority of the Court held that the 
Court had no jurisdiction over the issue and refused to 
render a decision thereon. Two of the five Judges dis- 
sented, these Judges stating that the Court did have 
jurisdiction and each of these two Judges rendered an 
opinion on the issue in this case. Of these dissenting 
Judges, Judge Almond concurred in the interpretation of 
Section 7 as advanced herein by the Commissioner of 
Patents. Judge Smith, on the other hand, prepared a 
lengthy and well documented dissent to Judge Almond’s 
opinion. It is therefore apparent that, of the two Judges 
who decided on the clarity and meaning of Section 7 of 
Title 35 U.S.C., there was lack of agreement. Such action 
certainly is inconsistent with a statement that the section 
of the act is “clear and unambiguous in its meaning”. 


5.| The language of Section 7, on its face, is not clear 
as stated by Judge Smith in his opinion (Exhibit 2) at 
page 263 wherein he stated that he did not find 35 U.S.C. 
Section 7 “plainly expressive of an intent not rendered 
dubious by the context of the act”. Judge Smith stated 
that he found that: 


“the main paragraph of Section 7 restricts the mean- 
ing of the exception stated therein and that the ex- 
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ception, as construed by the Commissioner, is repug- 
nent to the general purview of the section. Further 
the legislative history imports the true meaning to 
be attributed to the exception in Section 7.” 


Judge Smith then proceeds to set forth in great detail the 
legislative history of Section 7 of Title 35 U.S.C. and of 
the history of sections of similar type in prior patent 
statutes. This legislative history, as pointed out by Judge 
Smith, clearly shows that the intent of Congress was to 
retain the Board of Appeals as an independent “quasi- 
judicial” board of review independent of and beyond the 
control of the Commissioner of Patents. 


6. The learned opinion of Judge Smith (Exhibit 2) is 
presented herein by plaintiff in lieu of his own brief on 
the subject since Judge Smith’s decision substantially en- 
compasses plaintiff’s position in part. 

7, In addition to the position stated in the decision of 
Judge Smith (Exhibit 2), Report No. 2695 of the 79th 


Congress, 2d Session, which accompanied H.R. 4080 
(Exhibit 3), states as follows: 


“That the House recede from its disagreement to 
the amendment of the Senate to the text of the bill 
and agree to the same with an amendment as follows: 


In lieu of the matter proposed to be inserted by 
the Senate amendment insert the following: That 
notwithstanding the provisions of section 476 of the 
Revised Statutes (U.S.C., title 35, sec. 2), the Com- 
missioner of Patents is authorized to designate exam- 
iners of the principal examiner grade or higher, hav- 
ing the requisite ability, to serve as examiners in 
chief and such examiners so designated shall be fully 
qualified to act as members of the board of appeals 
constituted by section 482 of the Revised Statutes 
(U.S.C., title 35, see. 7): Provided, that no such 
examiner shall so serve for more than ninety days 
in any calendar year but thereafter they shall have 
authority to act and sign decisions and papers neces- 
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sary to complete action on cases heard during such 
ninety days: And provided further, That not more 
than one such examiner shall be among the members 
of the board of appeals hearing an appeal.” 


This bill, H.R. 4080, was the first to provide for the 
special exception whereby designated examiners could be 
appointed to the Board of Appeals by the Commissioner 
of Patents as stated at page 267 of Judge Smith’s opinion. 
The report leaves no doubt that only one designated exam- 
iner can be a member of a Board of Appeals. Nowhere 
in any materials subsequent to Report No. 2695 and to 
the passage of Title 35, U.S.C. Section 7 can anything be 
found indicating that any amended wording from that 
of Report No. 2695 was intended to provide a change in 
meaning. 


8. The “Statement Of The Managers On The Part Of 
The House” which forms page 3 of Report No. 2695 
(Exhibit 3) states as follows: 


i “The first section of the Senate amendment pro- 
vides that, notwithstanding the provisions of section 
476 of the Revised Statutes, the Commissioner of 
Patents is authorized to to designate examiners of 
the principal examiner grade or higher, having the 
requisite ability, to serve as examiners in chief. It 
also provides that examiners so designated shall be 
fully qualified to act as members of the board of 
appeals provided for by section 482 of the Revised 
Statutes. No examiner so designated shall serve as 
examiner in chief for more than 90 days in any 
calendar year, and not more than one such examiner 
shall be among the members of the board of appeals 
hearing an appeal.” 
Here 'again, the language is closer to that of the final bill 
as passed by Congress and, still, the language clearly 
allows only one designated examiner at most on a Board 
of Appeals. As stated above, no subsequent reports of 
any type indicate that changes in the wording of Title 
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35, U.S.C., Section 7 were intended to be a change in the 
law. 


9. The intent of Congress is even more clearly set 
forth in Report No. 1617 of the 81st Congress, 2d Session, 
which accompanied $.2328 (Exhibit 4) wherein, at page 
8, it is stated that changes to Title 35 U.S.C. Section 7 
are as follows: 


“The Commissioner, when in his discretion consid- 
ered necessary to maintain the work of the board 
of appeals current, may designate any examiner of 
the primary examiner grade or higher, having the 
requisite ability, to serve as examiner in chief for 
periods not exceeding six months each, and any exam- 
iner so designated shall be qualified to act as a mem- 
ber of the board of appeals. Not more than one pri- 
mary examiner shall be among the members of the 
board of appeals hearing an appeal.” 


In the discussion at pages 2 and 3 of this same Report 
it is stated as follows: 


“By reason of their training and experience, pri- 
mary examiners and examiners of the same or higher 
grade, such as supervisory examiners, interference 
examiners, and law examiners, are peculiarly fitted 
to serve as examiners in chief. In fact, examiners in 
chief are customarily selected from their ranks. Thus, 
their designation to serve as examiners in chief in 
the manner contemplated by the amendment would 
not involve any departure from the recruitment 
policy which has been adopted in this respect. Also, 
their services on the Board will provide opportunities 
for them to gain wider knowledge of the practices 
obtaining in divisions of the Patent Office other than 
their own, and of the arts and sciences generally as 
they develop and are exemplified in pending applica- 
tions for patents, as well as opportunities for them 
to demonstrate their abilities for future appoint- 
ments as permanent examiners in chief.” 


It will be noted that no differentiation is made between 
“primary examiners and examiners of the same or higher 
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grade, such as supervisory examiners, interference exam- 
iners and law examiners”. In fact, the discussion therein 
as well as at page 3 of Report No. 2557 of the 85th Con- 
gress, 2d Session (Exhibit 5) clearly shows that an ad- 
vantage of using designated examiners is to provide “a 
means of testing prospective new members”. Certainly 
it was not the intent of Congress to test prospective new 
members of the Board of Appeals wherein such prospec- 
tive members or effectively trainees made up a majority 
of the Board of Appeals. In fact, according to the inter- 
pretation of Section 7 as proposed by the Patent Office, 
2a Board of Appeals could be composed of three such 
trainees and no regular experienced examiners-in-chief. 
This clearly was not and could not have been the intent 
of Congress. 


10. In paragraph 3 under the paper “Points and Au- 
thorities in Support of Defendant’s Motion for Summary 
Judgment” the defendant states that “Section 7 in all of 
its quoted provisions and elsewhere, is clear and unambig- 
uous in its meaning. The statute must be held to mean 
exactly what it says. Since the language of the statute 
is so plain and lacks ambiguity or inconsistency, it is well 
settled that recourse to interpretive aids, such as legis- 
lative history, is precluded.” Cases are then cited. It is 
submitted that Section 7 is not clear and unambiguous. 
In the decision In re Wiechert 152 U.S.P.Q. 247 the two 
Judges who rendered an opinion on the present issue dis- 
agreed. This certainly is not a manifestation of clarity 
or unambiguity. In addition, the rule of statutory inter- 
pretation as urged by the Defendant is contrary to opin- 
ions of the Supreme Court of the United States. For 
example, in United States v. Dickerson, 310 U.S. 554, 562 
(1940) Justice Murphy commented: 


“Tt would be anomalous to close our minds to per- 
suasive evidence of intention on the ground that rea- 
sonable men could not differ as to the meaning of 
‘words. Legislative materials may be without pro- 


47 A 


bative value, or contradictory, or ambiguous, it is 
true, and in such cases will not be permitted to con- 
trol the customary meaning of words or overcome 
rules of syntax of contruction found by experience 
to be workable: They can scarcely be deemed to be 
incompetent or irrelevant .... The meaning to be 
ascribed to an Act of Congress can only be derived 
from a considerate weighing of every relevant aid 
to construction.” 


It would therefore follow that, whether the statute be 
clear or unclear, the Supreme Court has stated that the 
Court can look beyond the four corners of the document 
and, as stated hereinabove, the statute certainly does seem 
to lack clarity. 


11. In the alternative, assuming that Title 35, U.S.C. 
Section 7 be clear on its face, and even that the statute 
must be held to mean what the language thereof plainly 
states without providing a strained interpretation thereof, 
Title 35, U.S.C., Section 7 is very clear in requiring that 


a properly constituted Board of Appeals shall consist of 
not less than two examiners-in-chief (persons appointed 
by the President by and with the advice and consent of 
the Senate) and not more than one patent examiner of 
the primary examiner grade or higher. The requirement 
is that the examiner be “of the primary examiner grade 
or higher” (Emphasis ours), the word “or” being con- 
junctive in nature and introducing an alternative, that is, 
introducing an alternative of two choices. By using the 
word “or” in a statute, the statute specifically states that 
an examiner of primary examiner grade can be chosen 
or an examiner of higher than primary grade can be 
chosen but not both. 


12. In further stating in 35 U.S.C. Section 7 that “not 
more than one such primary examiner shall be a member 
of the Board of Appeals hearing an appeal” (emphasis 
ours), the statute is referring again to the entire clause 
“primary examiner grade or higher” and not to primary 
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examiner grade alone. This is quite clear. If the statute 
had intended to refer back to the primary examiner grade 
alone, there would be no need to include the word “such”. 
The sentence could then have read “not more than one 
Primary Examiner shall be a member of the Board of 
Appeals hearing an appeal”. This sentence therefore, 
using the word “such” along with the very clear state- 
ment two sentences thereabove in the same title, sets forth 
that a Board of Appeals, to be properly empanelled, must 
include at least two examiners-in-chief and not more than 
one person taken from the entire class consisting of pri- 
mary examiners and examiners of higher than primary 
examiner grade who are not examiners-in-chief, the Com- 
missioner or an assistant commissioner. 


13. The Patent Office would have us believe, to the 
contrary, that Title 35 U.S.C. Section 7 states that a 
Board of Appeals can have no more than one examiner 
of primary examiner grade thereon but can include, in 
addition thereto, an examiner of higher than the primary 


examiner grade. This interpretation of Title 35 U.S.C. 
Section 7 is clearly an absurdity. Were the term “pri- 
mary examiner” in the sentence stating that “not more 
than one such primary examiner shall be a member of 
the Board of Appeals” refer only to the term “primary 
examiner” in the sentence stating that the Commissioner 
“may designate any patent examiner of the primary ex- 
aminer grade or higher”, where in the statute is there 
a requirement that we stop with only one examiner who 
is higher in grade than a primary examiner? Why not 
extend this even farther and say that a properly em- 
panelled Board of Appeals could consist of two examiners 
who are higher than primary examiner and one primary 
examiner. This type of Board would certainly come with- 
in the interpretation of 35 U.S.C., Section 7 which is 
being urged by the Patent Office. Clearly, to have a 
Board of Appeals which includes no examiners-in-chief, 
that is, no examiner who has been appointed by the Presi- 
dent by and with the advice and consent of the Senate 
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would be an absurdity. This would clearly place the Board 
of Appeals under the direct control of the Commissioner 
of Patents rather than the President and would be a 
violation of due process. 


14. It is therefore clear that there need be no question 
of Congressional intent (though the Congressional intent 
is quite clear) since this Congressional intent is quite 
clear from the plain meaning of the words as set forth in 
35 U.S.C., Section 7. A properly empanelled Board of 
Appeals must have at least three members thereon, must 
include at least two examiners-in-chief, and can include 
not more than one acting examiner-in-chief (ie. an ex- 
aminer of primary examiner grade or higher who is so 
designated by the Commissioner of Patents). 


15. The Patent Office states that the express purpose 
of the provisions in paragraph 2 of 35 U.S.C. Section 7 
is to enable the Commissioner to maintain the work of 
the Board of Appeals current. While we certainly must 
agree that this is the case, this does not empower the 
Commissioner to completely disregard the requirements of 
a legally empanelled Board of Appeals in order to clear 
the backlog. Though it is unfortunate, the backlog must 
continue to mount if a sufficient number of qualified per- 
sons is not available and until such time as the number 
of properly qualified persons can be increased. However, 
the definition of a qualified examiner-in-chief must still 
come within the purview of Title 35 U.S.C. Section 3. 
Boards of Appeals can not be empanelled at the discre- 
tion of the Commissioner without regard to the statute 
for the sole purpose of reducing the backlog of cases on 
appeal. To do so is not only a violation of the statute, 
but also is a violation of due process, because it does not 
afford an appellant a duly constituted hearing before per- 
sons of competent legal knowledge and scientific ability 
as defined in the statute. 


16. The above points clearly show that Title 35, U.S.C., 
Section 7, on its face, requires that a properly empanelled 
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Board of Appeals consist of not more than one examiner 
of primary examiner grade or higher who is not an exam- 
iner-in-chief, an assistant Commissioner or the Commis- 
sioner of Patents. It is therefore requested that this 
Court order the Commissioner of Patents to vacate the 
judgment of the improperly empanelled Board of Appeals 
in the above noted Lindberg, Jr. application for Letters 
Patent and require that a new hearing be held before a 
properly empanelled Board of Appeals which includes at 
least two examiners-in-chief and not more than one acting 
examiner-in-chief, none of which were members of the 
prior improperly empanelled Board. 


Respectfully submitted, 


JAY M. CANTOR 
Attorney for Plaintiff 


Of Counsel: 


A. DONHAM OWEN 
RoBerRT E. WICKERSHAM 


[Certificate of service omitted in printing.] 
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EXHIBIT 3 


HOUSE OF REPRESENTATIVES 


79th Congress Report 
2d Session No. 2695 


AUTHORIZING THE COMMISSIONER OF PATENTS 
TO DESIGNATE EXAMINERS OF THE PATENT 
OFFICE TO SERVE AS ADDITIONAL EXAMIN- 
ERS IN CHIEF 


July 29, 1946.—Ordered to be printed 


Mr. LANHAM, from the committee of conference, 
submitted the following 


CONFERENCE REPORT 
[To accompany H. R. 4080] 


The committee of conference on the disagreeing votes 
of the two Houses on the amendments of the Senate to 
the bill (H. R. 4080) to amend section 476, Revised Stat- 
utes (U. S. C., title 35, sec. 2), providing for officers 
and employees of the Patent Office, and for other pur- 
poses, having met, after full and free conference, have 
agreed to recommend and do recommend to their respec- 
tive Houses as follows: 


That the House recede from its disagreement to the 
amendment of the Senate to the text of the bill and agree 
to the same with an amendment as follows: 


In lieu of the matter proposed to be inserted by the 
Senate amendment insert the following: That notwith- 
standing the provisions of section 476 of the Revised Stat- 
utes (U. S. C., title 35, sec. 2), the Commissioner of 
Patents is authorized to designate examiners of the prin- 
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cipal examiner grade or higher, having the requisite abil- 
ity, to serve as examiners in chief and such examiners 
so designated shall be fully qualified to act as members 
of the board of appeals constituted by section 482 of the 
Revised Statutes (U. S. C., title 35, sec. 7): Provided, 
That no such examiner shall so serve for more than ninety 
days in any calendar year but thereafter they shall have 
authority to act and sign decisions and papers necessary 
to complete action on cases heard during such ninety days: 
And provided further, That not more than one such exam- 
iner shall be among the members of the board of appeals 
hearing an appeal. 


Sec. 2. This Act shall take effect on the date of ap- 
proval and shall expire three years after such date. 


And the Senate agree to the same. 


That the title of the bill be amended to read as follows: 
“An Act to authorize the Commissioner of Patents to 
designate examiners to serve temporarily as examiners 
in chief”. 

FRANK W. BoyYKIN, 

Fritz G. LANHAM, 

Frep A. HARTLEY, JR., 
Managers on the Part of the House. 


CLAUDE PEPPER, 
Scott Lucas, 
A. W. HAWKES. 
Managers on the Part of the Senate. 
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STATEMENT OF THE MANAGERS 
ON THE PART OF THE HOUSE 


The managers on the part of the House at the confer- 
ence on the disagreeing votes of the two Houses on the 
amendments of the Senate to the bill (H. R. 4080) to 
amend section 476, Revised Statutes (U. S. C., title 35, 
sec. 2), providing for officers and employees of the Patent 
Office, and for other purposes, submit the following state- 
ment in explanation of the effect of the action agreed 
upon by the conferees and recommended in the accom- 
panying conference report: 


The Senate amendment to the text of the bill strikes 
out all of the House bill after the enacting clause. The 
committee of conference recommends that the House re- 
cede from its disagreement to the amendment of the 
Senate, with an amendment which is a substitute for both 
the House bill and the Senate amendment, and that the 
Senate agree to the same. 


The House bill amended section 476 of the Revised 
Statutes by adding at the end of the first sentence thereof 
a proviso which authorized primary examiners and law 
examiners of the Patent Office to serve, by direction of 
the Commissioner of Patents, as examiners in chief, but 
limited such service, in the case of any such examiner, to 
not more than 30 days in any calendar year. 


The first section of the Senate amendment provides 
that, notwithstanding the provisions of section 476 of jthe 
Revised Statutes, the Commissioner of Patents is author- 
ized to designate examiners of the principal examiner 
grade or higher, having the requisite ability, to serve as 
examiners in chief. It also provides that examiners so 
designated shall be fully qualified to act as members of 
the board of appeals provided for by section 482 of the 
Revised Statutes. No examiner so designated shall serve 
as examiner in chief for more than 90 days in any calen- 
dar year, and not more than one such examiner shall be 
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among the members of the board of appeals hearing an 
appeal. 


Section 2 of the Senate amendment provides that the 
act shall expire 3 years after the date of its approval. 


The substitute agreed to in conference is the same as 
the Senate amendment except for the inclusion in the con- 
ference substitute of language which grants to each exam- 
iner designated to serve temporarily as examiner in chief 
authority, after the expiration of such temporary service, 
to act and sign decisions and papers necessary to complete 
action on cases heard during such temporary service. 


FRANK W. BOYKIN, 
Fritz G. LANHAM, 
FRED A. HARTLEY, JR., 


Managers on the Part of the House. 
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HOUSE OF REPRESENTATIVES 


8lst Congress Report 
2d Session No. 1617 


INCREASING THE NUMBER OF EXAMINERS 
IN CHIEF IN THE PATENT OFFICE 


February 9, 1950.—Committed to the Committee 
of the Whole House on the State of the Union 
and ordered to be printed 


Mr. BRYSON, from the Committee on the Judiciary, 
submitted the following 


REPORT 


[To accompany S. 2328] 


The Committee on the Judiciary, to whom was referred 
the bill (S. 2328) to increase the number of examiners 
in chief in the Patent Office, and for other purposes, hav- 
ing considered the same, report favorably thereon with 
amendments and recommend that the bill, as amended, 
do pass. 


AMENDMENTS 
Change the title to read: 


An Act to amend section 482 of the Revised Stat- 
utes, relating to the Board of Appeals in the United 
States Patent Office. 


Strike everything after the enacting clause and substi- 
tute: 


That section 482 of the Revised Statutes (35 
U. S. C. 7) is amended by adding the following 
paragraph: 
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| “The Commissioner, when in his discretion con- 
sidered necessary to maintain the work of the board 
of appeals current, may designate any examiner of 
the primary examiner grade or higher, having the 
requisite ability, to serve as examiner-in-chief for 
periods not exceeding six months each, and any ex- 
aminer so designated shall be qualified to act as a 
member of the board of appeals. Not more than one 
primary examiner shall be among the members of 
the board of appeals hearing an appeal.” 


STATEMENT 


The bill has the approval and endorsement of the Com- 
missioner of Patents and the Department of Commerce. 


The bill relates to the Board of Appeals in the Patent 
Office. 35 United States Code, section 7, provides for a 
Board of Appeals in the Patent Office consisting of the 
Commissionrs and the examiners in chief. The function 
of this Board is to review adverse decisions of the exam- 


iners upon applications for patents. 35 United States 
Code, section 2, provides for the number of examiners in 
chief, who are appointed by the President by and with 
the advice and consent of the Senate, and specifies nine. 


During the war the number of appeals taken from 
decisions of the examiners increased at such a rate that 
the membership of the Board of Appeals was inadequate 
to handle them. As a temporary expedient, Congress, by 
an act approved August 7, 1946 (60 Stat. 873; 35 U.S. C., 
sec. 7, note), authorized the Commissioner to designate 
certain other employees of the Patent Office to serve as 
temporary examiners in chief on the Board of Appeals. 
This' act specified that it should expire 3 years after its 
approval, and therefore expired on August 7, 1949. 


A‘study of the work of the Board of Appeals and of 
the rate at which appeals are being taken shows that the 
nine! examiners in chief specified by the statute are still 
insufficient to maintain the work substantially current. 


STA 


Due to the fact that the number of cases appealed to the 
Board is still greater than before the war, the time which 
elapses between the appeal date and the date of decision 
is from 12 to 18 months. Not only is this situation dis- 
couraging to appellants but also it retards the final ad- 
judication of claims in patent applications. These delays 
in turn frequently result in postponements in the manu- 
facture of new inventions. It is imperative, therefore, 
that these delays be reduced as much as possible. 


The bill as it passed the Senate provides for a perma- 
nent increase in the number of examiners in chief and 
requires the appointment of three new officials. 


The amendment to the bill as reported accomplishes 
the same object without requiring any additional employ- 
ees and is at the same time more flexible. 


The purpose of the amendment is to enable a temporary 
increase in the size of the Patent Office Board of Appeals 
by empowering the Commissioner of Patents to designate 


from time to time certain higher officials of that office to 
serve as examiners in chief for short periods of time 
when necessary. 


Inasmuch as the number of appeals fluctuates and it 
cannot be predicted with any degree of certainty how 
many cases will be appealed to the Board in the future, 
it seems desirable to make the Board flexible as to size 
in order to take care of the varying volume and complex- 
ity of the work pending before it, and to provide the nec- 
essary flexibility by empowering the Commissioner of 
Patents to designate primary examiners or examiners of 
the same or higher grade to serve for short periods of 
time as members of that tribunal. Under the bill as 
amended the Commissioner may designate a number of 
the other examiners to serve on the Board of Appeals and 
may repeat the designations from time to time until the 
appellate work is current and then discontinue the tem- 
porary designations. The temporary designations could 
be resumed at any time in the future that they might 
again become necessary. 
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By reason of their training and experience, primary 
examiners and examiners of the same or higher grade, 
such as supervisory examiners, interference examiners, 
and law examiners, are peculiarly fitted to serve as ex- 
aminers in chief. In fact, examiners in chief are custom- 
arily selected from their ranks. Thus, their designation 
to serve as examiners in chief in the manner contem- 
plated by the amendment would not involve any departure 
from the recruitment policy which has been adopted in 
this respect. Also, their services on the Board will pro- 
vide opportunities for them to gain wider knowledge of 
the practices obtaining in divisions of the Patent Office 
other than their own, and of the arts and sciences gen- 
erally as they develop and are exemplified in pending 
applications for patents, as well as opportunities for them 
to demonstrate their abilities for future appointments as 
permanent examiners in chief. 


CHANGES IN EXISTING LAW BY THE BILL 
AS PASSED THE SENATE 


In compliance with paragraph 2a of rule XIII of the 
Rules of the House of Representatives, changes in exist- 
ing law made by the bill as passed the Senate are shown 
by setting forth section 476 of the Revised Statutes with 
omitted matter printed within black brackets and new 
matter printed in italics: 


SECTION 476, REVISED STATUTES (35 U.S. C. 2) 


There shall be in the Patent Office a Commissioner 
of Patents, [one first assistant commissioner,] two 
assistant commissioners, and [nine] twelve examin- 
ers in chief, who shall be appointed by the President, 
by and with the advice and consent of the Senate. 
The [first assistant commissioner and the] assistant 
commissioners shall perform such duties pertaining 
to the office of commissioner as may be assigned to 
them, respectively, from time to time by the Com- 
missioner of Patents, and the examiners in chief 
shall serve as members of the board of appeals and 
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may also perform such duties of a comparable nature 
pertaining to the office of commissioner as may be 
assigned to them, respectively, from time to time by 
the Commissioner of Patents. All other officers, 
clerks, and employees authorized by law for the office 
shall be appointed by the Secretary of Commerce 
upon the nomination of the Commissioner of Patents 
in accordance with existing law. 


CHANGES IN EXISTING LAW 
BY THE BILL AS REPORTED 


Changes in existing law made by the bill as reported 
are shown by setting forth section 482 of the Revised 
Statutes with the new matter printed in italics: 


SECTION 482, REVISED STATUTES (35 U. S. C. 7) 


The examiners in chief shall be persons of compe- 
tent legal knowledge and scientific ability. The Com- 
missioner of Patents, the first assistant commissioner, 
the assistant commissioners, and the examiners in 
chief shall constitute a board of appeals, whose duty 
it shall be, on written petition of the appellant, to 
review and determine upon the validity of the ad- 
verse decisions of examiners upon applications for 
patents and for reissues of patents and in interfer- 
ence cases. Each appeal shall be heard by at least 
three members of the board of appeals, the members 
hearing such appeal to be designated by the commis- 
sioner. The board of appeals shall have sole power 
to grant rehearings. 


The Commissioner, when in his discretion consid- 
ered necessary to maintain the work of the board of 
appeals current, may designate any examiner of the 
primary examiner grade or higher, having the requi- 
site ability, to serve as examiner in chief for periods 
not exceeding six months each, and any examiner so 
designated shall be qualified to act as a member of 
the board of appeals. Not more than one primary 
examiner shall be among the members of the board 
of appeals hearing an appeal. 
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HOUSE OF REPRESENTATIVES 


85th Congress Report 
2d Session No. 2557 


PATENT OFFICE BOARD OF APPEALS 
AND CERTAIN SALARIES 


August 12, 1958.—Committed to the Committee 
of the Whole House on the State of the Union 
and ordered to be printed 


Mr. WILLIS, from the Committee on the Judiciary, 
submitted the following 


REPORT 
[To accompany S. 1864] 


The Committee on the Judiciary, to whom was referred 
the bill (S. 1864) to authorize an increase in the mem- 
bership of the Board of Appeals of the Patent Office; to 
provide increased salaries for certain officers and employ- 
ees of the Patent Office; and for other purposes, having 
considered the same, report favorably thereon with amend- 
ment and recommend that the bill do pass. 


The amendment is as follows: 


On page 2, line 3, strike out “19,500” and substitute 
in lieu thereof “17,500”. 


EXPLANATION OF AMENDMENT 


The purpose of the committee amendment is to make 
the rate of compensation of Assistant Commissioners in 
the Patent Office commensurate with equivalent positions 
in other bureaus in the Department of Commerce. 
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PURPOSE OF THE BILL 


The bill has two objectives, one to authorize an increase 
in the membership of the Board of Appeals of the Patent 
Office, and the other to provide increased salaries for 
certain officers and employees of the Patent Office. 


The number of examiners in chief on the Board of 
Appeals is changed from 9 to not more than 15. 


The annual salaries of the Commissioner of Patents and 
the Assistant Commissioners are specified, and the Com- 
missioner is authorized to fix, with the approval of the 
Civil Service Commission, the annual rates of basic com- 
pensation of the examiners in chief, without regard to 
the provisions of the Classification Act of 1949, as amend- 
ed, at rates not exceeding the maximum rate now or 
hereafter prescribed by law for employees of the classes 
described in the first section of the act entitled “An act 
to authorize the creation of additional positions in the 
professional and scientifie service in the War and Navy 
Departments,” approved August 1, 1947. 


The authority now in the law permitting the Commis- 
sioner of Patents to designate any examiner of the pri- 
mary examiner grade or higher to serve temporarily on 
the Board of Appeals is continued, and the present bill 
would permit such temporary designees to be paid at the 
salary received by the permanent examiners in chief while 
so serving. 


STATEMENT 


The patent statute provides that when the examiner 
rejects an application for patent the applicant may appeal 
from the decision of the examiner to a Board of Appeals 
(35 U. 8. C. 7, 184). This Board of Appeals comprises 
nine examiners-in-chief (the Commissioner and Assistant 
Commissioners are also members of the Board of Appeals 
but in practice their other duties prevent them from act- 
ing regularly in deciding appeals) who are appointed by 
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the President by and with the advice and consent of the 
Senate, as provided in title 35, United States Code, sec- 
tion 3. In view of the large volume of appeals, an act 
(Public Law 452, 81st Cong.) was approved March 4, 
1950, giving the Commissioner of Patents authority to 
designate other examiners of the higher grades in the 
Patent Office to act temporarily as examiners-in-chief on 
the Board of Appeals. This act, with some minor change 
in language, is now the second paragraph of title 35, 
United States Code, section 7, which reads as follows: 


' Whenever the Commissioner considers it necessary 
to maintain the work of the Board of Appeals cur- 
rent, he may designate any patent examiner of the 
primary examiner grade or higher, having the requi- 
site ability, to serve as examiner-in-chief for periods 
no exceeding six months each. An examiner so des- 
ignated shall be qualified to act as a member of the 
Board of Appeals. Not more than one such primary 
examiner shall be a member of the Board of Appeals 
hearing an appeal. 


The opening sentence of this paragraph indicates that 
its purpose is to permit the augmentation of the Board 
of Appeals by additional temporary members in order to 
maintain the work current. Experience during the last 
8 years has shown that numerous and repeated temporary 
designations must be made in order to even approach 
maintaining the number of appeals on hand at a reason- 
able figure. The following tabulation shows the number 
of patent appeals which were filed each calendar year 
during 8 years, the number of appeals disposed of, the 
number of appeals on hand at the beginning of each year, 
and the number of persons working on such appeal work. 
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On hand at Appeals disposed of 
beginning Appeals 
of year tiled 
Dismissed Decided 


3,705 3,687 2,177 1,929 
3,286 4,552 2,088 2,345 
3,405 
3,522 
3,740 
4,033 
4,593 
6,268 


As will be seen from the table, the appeals filed during 
this period averaged 5,000 yearly and the appeals disposed 
of averaged 4,500 per year. The number of men serving 
on patent appeal work during this period averaged 15 
per year. 


An appeal to the Board of Appeals may be taken by 
an applicant after his application has been twice rejected 
by the examiner. The Patent Office has been engaged in 
increasing the number of assistant examiners engaged in 
patent-examining work from 640 at the beginning of the 
fiscal year 1956 to over 1,000 in the current fiscal year, 
in order to reduce the large backlog of pending applica- 
tions to a reasonable number. With this enlargement of 
the examining corps, and the intensifying of efforts to 
dispose of pending applications and reduce the backlog, 
it is apparent that the number of appeals filed will cor- 
respondingly increase and this increase has been mani- 
fested during the last 2 fiscal years. With this increase, 
it will be necessary not only to continue the practice of 
designating other examiners to serve temporary tours of 
duty on the Board of Appeals but also to increase the 
number so serving. While this measure is highly desir- 
able as a means of adjusting manpower to take care of 
peak periods of fluctuating workload, it is felt that there 
should not be such a large number of temporary mem- 
bers. One reason is that these men are removed from 
their other duties, which disadvantageously affects the 
work of examination in the divisions from which they 
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are drawn, and of course temporary members could not 
be as efficient as those serving permanently. It is accord- 
ingly proposed that the permanent members of the Board 
of Appeals be increased by not more than 6, raising the 
number from 9 to not more than 15. While the data sub- 
mitted above shows that 15 members may not be sufficient 
to carry on the work of the Board of Appeals at the 
present increased level of the filing of appeals, a member- 
ship of 15 permanent members will reduce considerably 
the number of temporary members which need to be as- 
signed, and will allow for the possibility that when the 
task of reducing the backlog of applications pending be- 
fore the examiners is accomplished the number of appeals 
filed may decrease to such an extent as to be capable of 
being handled by them alone, with possibly only an occa- 
sional temporary designation. The bill is so worded that 
the total number of 15 need not be filled when the work- 
load so warrants. 


The provision relating to temporary designations is re- 


tained since this is very useful for occasional assistance 
and also provides a means of testing prospective new 
members. The second section of the bill is for the purpose 
of permitting the temporary designees to be paid at the 
salary received by the permanent examiners in chief 
while so serving. 


The Commissioner and Assistant Commissioners of 
Patents administer the patent and trademark laws. These 
positions are unique among professional positions in Gov- 
ernment in that they require a high degree of adminis- 
trative, legal and scientific ability, and skill. When com- 
pared |with the salaries of other comparable positions in 
Government which are filled by Executive appointments, 
the present compensation is inadequate. Appointments to 
these positions at present are largely limited to individu- 
als who, for patriotic and other reasons, are willing to 
take the financial sacrifice. This drastically limits the 
number of highly qualified persons available for consid- 
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eration. The patent profession outside Government is one 
of the highest salaried amongst all professions which re- 
flects the value attached to the combination of two pro- 
fessional attainments, as it should be. 


Other Federal positions considered to be comparable for 
which a rate of $20,000 is provided are: The Federal 
Highway Administrator; the Civil Aeronautics Adminis- 
trator; and members of the Federal Maritime Board. 


The proper and efficient administration of the patent 
laws have a direct and marked effect on the economic 
well-being and progress of the Nation. By the prompt 
granting and publication of patents, the scientific and 
technological advances and discoveries become known by 
and available to the public. Significant advances disclosed 
in patent applications have resulted in the creation of 
new industries and expanded employment opportunities. 
Much duplication and wasted time in scientific research 
activities can be avoided by the early disclosure of ad- 
vances in the arts contained in applications for patents. 
This information must be maintained in secrecy until the 
determination is made that the applicant is entitled to a 
patent. If the period required to make this determination 
is excessively long, scientific and technological progress 
can be materially retarded. 


During the present critical period of our national se- 
curity and economy, this Nation can ill afford the luxury 
of a leisurely processing of patent applications. The pres- 
ent 8-year program to place the work of the Patent Office 
on a current basis is behind schedule partially because of 
excessive losses of trained examiners. Inadequate salaries 
and promotional opportunities are believed to be the para- 
mount cause of these losses. 


A study of the salary structure existing in the Patent 
Office reveals that it has not increased at the same rate 
as the advance in scientific and judicial skills which are 
required of its professional employees to properly evaluate 
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patent applications. The salaries of its professional em- 
ployees are inadequate largely because of the low ceiling 
imposed by the salaries presently being paid to the Com- 
missioner and Assistant Commissioners. An upward 
revision at the top level will permit payment of higher 
salaries to the professional staff and should result in the 
retention of a greater percentage of the better examiners 
upon the completion of their training. This is considered 
essential if the work of this Office is to be performed in 
a timely manner. 


The present salaries of the highest Patent Office offi- 
cials are fixed in accordance with the Classification Act 
of 1949, as amended, and are as follows: Commissioner 
of Patents, $17,500; First Assistant Commissioner, $16,- 
335; Assistant Commissioners (2), $15,150 and examiners 
in chief (9), $18,970. These appear inadequate when 
compared with the $25,500 salary a member of the Court 
of Customs and Patent Appeals—the court which hears 
appeals from the actions of the examiners in chief. A 
comparable position, in the executive branch to the exam- 
iner in chief of the Board of Appeals of the Patent Office 
is a member of the Tax Court of the United States. The 
salaries of these positions are fixed at $22,500. Appoint- 
ments to these positions are recommended by the Presi- 
dent' and confirmed by the Senate. The duties and re- 
sponsibilities combined with executive appointment re- 
quirements of these positions indicate that salaries in 
excess of those provided for career civil service employees 
are appropriate. Further justification for the salaries 
proposed in the bill is that these positions are unique 
among professional positions in Government in that they 
require the combination of the highest level, judicial and 
scientific attainment for the proper discharge of the re- 
sponsibilities assigned to them by statute. 


The quasi-judicial duties of the members of the Board 
of Appeals are the most difficult and exacting in the 
Patent Office. It is required by law that the examiners 
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in chief be scientifically competent and trained in law. 
Their work has unusually great significance and impor- 
tance in the technological and industrial development of 
this Nation. The provisions of Public Law 85-462 will 
permit the fixing of the salaries of certain professional 
employees, whose duties and responsibilities are of lesser 
importance, at rates in excess of those presently being 
paid to examiners in chief. Enactment of the salary pro- 
visions of this bill into law will ease this inequity by 
authorizing the fixing of the salaries of the examiners in 
chief with the approval of the Civil Service Commission 
in the range specified in the act referred to in the bill 
(Public Law 318, 80th Cong., approved August 1, 1947, 
as amended by Public Law 854, 84th Cong., approved 
July 31, 1956) which is $12,500 to $19,000. It should be 
noted however that while the range of salaries specified 
in that act is $12,500 to $19,000 the specific salaries of 
the examiners in chief will be determined with respect 
to the nature of their work and their relative positions 
with respect to the other officials of the Patent Office. 


The Department of Commerce in its report on this 
legislation to the Senate Judiciary Committee dated Janu- 
ary 7, 1958, approves the increase in the number of mem- 
bers of the Board of Appeals, but does not approve of 
the recommended raises in salaries. A copy of this report 
is attached hereto. In its report the Department states 
that the matter of pay has been under extensive study 
in the executive branch and while the duties and respon- 
sibilities of the Patent Office positions covered by S. 1864 
are substantial, it is unable to recommend that they be 
selected for preferential treatment. 


The Senate Judiciary Committee and this committee do 
not agree with the conclusions reached by the Department 
of Commerce in regard to the salary features of this bill. 
As a matter of fact, a bill, S. 734, which contains provi- 
sions affecting the salaries of a few persons in the Patent 
Office became law June 20, 1958, Public Law 85-462. 
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Under this law positions in the Patent Office such as the 
Director of the Office of Research and Development and 
examining group supervisors could receive higher com- 
pensation than examiners in chief. Examiners in chief, 
though a higher ranking position, would not be affected 
by Public Law 85-462 because no Presidential appointee 
may be paid under this act, as it applies only to positions 
compensated in the classified service. In fact, it would 
mean that positions provided for in the instant bill would 
be completely left behind all other positions in and out of 
the Patent Office if favorable action is not taken on this 
portion of the bill. Obviously, if the salaries of the sub- 
ordinate positions in the Patent Office are raised, inequity 
would be done unless the salaries of the officers in the 
Patent Office are likewise raised. 


Among other organizations and individuals who have 
expressed approval of S. 1864 is the section of patent, 
trademark and copyright law of the American Bar Asso- 
ciation. Other communications and resolutions on file 
with the committee endorsing this legislation include those 
from the Chicago Bar Association; the Patent Law Asso- 
ciation of Los Angeles, and the National Association of 
Manufacturers. The Missouri Bar has advised the com- 
mittee that: 


As it is the policy of the Missouri Bar to take no 
position pro or con on any legislation affecting the 
income of Government personnel, we are not able to 
communicate our position on the provisions of this 
bill which would increase the salaries of the Com- 
missioner and Assistant Commissioners of Patents. 
With regard only to the above policy restriction, we 
endorse and solicit your support of this bill. 


FEDERAL AGENCY VIEWS 


Set forth below are communications from the Depart- 
ments of Commerce and Justice which were addressed to 
the Senate Judiciary Committee: 
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THE SECRETARY OF COMMERCE, 
Washington, D. C., January 7, 1958. 


Hon. JAMES O. EASTLAND, 
Chairman, Committee on the Judiciary, 
United States Senate, Washington, D. C. 


Deak Mr. CHAIRMAN: This letter is in reply to your 
request of April 18, 1957 for the views of this Depart- 
ment with respect to S. 1864, a bill to authorize an in- 
crease in the membership of the Board of Appeals of the 
Patent Office; to provide increased salaries for certain 
officers and employees of the Patent Office; and for other 
purposes. 


This bill would increase the membership of the Patent 
Office Board of Appeals from 9 to not more than 15. It 
also would raise the salaries of the Commissioner of Pat- 
ents, the First Assistant Commissioner, and the Assistant 
Commissioners. It further would provide for increased 
compensation to permanent and temporary members of 


the Board of Appeals. This Department recommends en- 
actment of this legislation amended as set forth below. 


The need of more than nine examiners-in-chief to keep 
the work of the Patent Office Board of Appeals current 
has alredy been recognized by the provision in existing 
section 7 of title 35 of the United States Code for the 
designation by the Commissioner of any patent examiner 
of the primary examiner grade or higher to serve as an 
examiner-in-chief. During calendar years 1950 through 
1954, numerous and repeated designations had to be made. 
Below is a tabulation for that period showing the number 
of patent appeals which were filed each calendar year, 
the number of appeals disposed of, the number of appeals 
on hand at the beginning of each year, and the number 
of professional employees working on the appeals: 
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On hand at Appeals disposed of 
beginning Appeals Number 
fi — 


of year of men 
Dismissed Decided Total 


3,705 3,687 2,177 1,929 4,106 14.0 
3,286 4,552 2,088 2,345 4,433 15.0 
3,405 5,352 2,457 2,778 5,235 16.0 
3,522 4,735 2,258 2,259 4,517 13.5 
3,740 4,354 2,284 1,777 4,061 11.0 


The Patent Office is now actively engaged in enlarging 
the examining corps. With this enlargement and the in- 
tensification of efforts to dispose of pending applications 
and reduce the backlog, the number of appeals filed should 
increase considerably. Such an expectation, like the data 
tabulated, indicates that the proposal of the bill to increase 
the number of permanent members of the Board of Ap- 
peals is definitely in order. The resultant possibility of 
decrease in the number of temporary Board members 
should make for more efficiency in the examination of 
applications for patents. The temporary members are 
largely drawn from the ranks of primary examiners, and 
examination work in their divisions necessarily suffers 
during their absences. 


No substantial increase in the budgetary needs of the 
Patent Office should ensue from the proposed increase of 
the number of permanent members of the Board of Ap- 
peals: If the work is not done by permanent members, 
it will have to be done by temporary members. 


As the committee is no doubt aware, the matter of 
civilian pay has been under intensive study in the execu- 
tive branch. While the duties and responsibilities of the 
Patent Office positions covered by S. 1864 are substantial, 
we are unable to recommend that they be selected for 
preferential treatment. In furtherance of this policy, 
therefore, the Department urges that section 1 (c) of 
S. 1864 be deleted. Because the deletion of this subsection 
removes the need for section 1 (b), this provision should 
also be deleted along with the identification “(a)” in 
line 3, page 1, which is no longer needed. 
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Persons serving as examiners in chief in a temporary 
or acting capacity are presently compensated at lower 
rates than examiners in chief. This is unjust and the 
correction of this inequality is quite apart from and un- 
affected by the above-mentioned policy against requesting 
increases. Section 2 of the proposed bill appears intended 
to remedy this inequity and the Department supports lan- 
guage to carry out this intention. To assure accomplish- 
ment of the desired purpose and for the additional pur- 
pose of clearing up any ambiguity which may result from 
the assignment of authority to the Commissioner, as con- 
trasted with the Secretary of Commerce, to fix the annual 
rate of compensation of such employees, the addition to 
section 7 of title 35 of the United States Code proposed 
by section 2 should be modified by the addition of the 
following sentence and section: 


SEc. 2, * * * Such designated examiners in chief may 
be compensated at the established rate for the positions 
in which they are temporarily serving, provided, that at 


the end of the period for which designated their rate of 
compensation shall be adjusted to what it would have been 
had such designation not been made. 


“Sec. 3. The provisions of this Act shall be subject to 
the second paragraph of Section 3 of Title 35 of the 
United States Code.” 


We have been advised by the Bureau of the Budget 
that it would interpose no objection to submission of this 
report to your committee. 


Sincerely yours, 


, Secretary of Commerce. 
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DEPARTMENT OF JUSTICE, 

OFFICE OF THE DEPUTY ATTORNEY 
GENERAL, 

Washington, D. C., October 11, 1957. 


Hon. JAMES O. EASTLAND, 
Chairman, Committee on the Judiciary, 
United States Senate, Washington, D. C. 


DEAR SENATOR: This is in response to your request for 
the views of the Department of Justice concerning the 
bill (S. 1864) to authorize an increase in the membership 
of the Board of Appeals of the Patent Office; to provide 
increased salaries for certain officers and employees of 
the Patent Office; and for other purposes. 


The bill would amend provisions of sections 3 and 7 of 
title 35 of the United States Code relating to the officers 
and employees of the Patent Office and the Board of 
Appeals. It would increase from “9” to “not more than 
15” the number of examiners in chief who might be ap- 
pointed. It also would provide specifically the annual rate 
of compensation to be paid the Commissioner ($20,500), 
the First Assistant Commissioner ($20,000), and each 
Assistant Commissioner ($19,500). The Commissioner 
also would be authorized without regard to the provisions 
of the Classification Act of 1949, as amended, to fix the 
compensation of certain other employees of the Patent 
Office. 


Whether the bill should be enacted involves questions 
of policy on which the Department of Justice prefers to 
make no recommendation. 


The Bureau of the Budget has advised that there is 
no objection to the submission of this report. 
Sincerely, 


WILLIAM P. ROGERS, 
Deputy Attorney General. 
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CHANGES IN EXISTING LAW 


In compliance with clause 3 of rule XIII of the Rules 
of the House of Representatives, changes in existing law 
made by the bill are shown as follows (existing law pro- 
posed to be omitted is enclosed in black brackets, new 
matter is printed in italics, existing law in which no 
proposed is shown in roman) : 


TITLE 35—PATENTS 


§ 3. Officers and employees. 


A Commissioner of Patents, one first assistant commis- 
sioner, two assistant commissioners, and [nine] not more 
than fifteen examiners-in-chief, shall be appointed by the 
President, by and with the advice and consent of the 
Senate. The assistant commissioners shall perform the 
duties pertaining to the office of commissioner assigned 
to them by the Commissioner. The first assistant com- 
missioner, or, in the event of a vacancy in that office, the 
assistant commissioner senior in date of appointment, 
shall fill the office of Commissioner during a vacancy in 
that office until a Commissioner is appointed and takes 
office. The Secretary of Commerce, upon the nomination 
of the Commissioner in accordance with law, shall appoint 
all other officers and employees. 


The annual rate of compensation of the Commissioner 
shall be $20,000 and that of each assistant commissioner 
shall be $17,500. The Commissioner is authorized, without 
regard to the provisions of the Classification Act of 1949, 
as amended, to fix the annual rates of basic compensation 
of the examiners-in-chief, subject to the approval of the 
Civil Service Commission, at rates not exceeding the max- 
imum rate now or herafter prescribed by law for em- 
ployees of the classes described in the first section of the 
Act entitled “An Act to authorize the creation of addi- 
tional positions in the professional and scientific service 
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in the War and Navy Departments,’ approved August 
1, 1947 (61 Stat. 715), as amended. 


The Secretary of Commerce may vest in himself the 
functions of the Patent Office and its officers and employ- 
ees specified in this title and may from time to time au- 
thorize their performance by any other officer or employee. 


* * * * 


$7. Board of Appeals. 


* * * * 


Whenever the Commissioner considers it necessary to 
maintain the work of the Board of Appeals current, he 
may designate any patent examiner of the primary exam- 
iner grade or higher, having the requisite ability, to serve 
as examiner-in-chief for periods not exceeding six months 
each.: An examiner so designated shall be qualified to act 
as a member of the Board of Appeals. Not more than 
one such primary examiner shall be a2 member of the 
Board of Appeals hearing an appeal. Such designated 
examiners-in-chief may be compensated at the established 
rate for the positions in which they are temporarily serv- 
ing, provided, that at the end of the period for which 
designated their rate of compensation shall be adjusted 
to what it would have been had such designation not been 
made. 
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(Caption omitted in printing.] 


Mailed 9/20/67 


SECOND SET OF INTERROGATORIES TO EDWARD 
J. BRENNER, COMMISSIONER OF PATENTS IN 
THE ABOVE ENTITLED AND NUMBERED AC- 
TION, PROPOUNDED BY JOHN E. LINDBERG, 
JR., PLAINTIFF, IN ACCORDANCE WITH RULE 
33 OF THE FEDERAL RULES OF CIVIL PROCE- 
DURE 


The Plaintiff, John E. Lindberg, Jr. propounds the 
following second set of interrogatories under Rule 33 of 
the Federal Rules of Civil Procedure and requests that 
they be answered by the Defendant, Edward J. Brenner, 
Commissioner of Patents, or his Counsel within fifteen 
(15) days of their service: 


INTERROGATORY NUMBER TWENTY-ONE: 


List the number of Patent Examiners of Primary 
Examiner grade or higher on the rolls of the Patent 
Office on 


(a) July 19, 1952; 
(b) January 1, 1953; 
(c) February 16, 1967. 


INTERROGATORY NUMBER TWENTY-TWO: 


State the job description of each grade in the Patent 
Office of Primary Examiner grade and higher on the 
following dates: 


(a) July 19, 1952; 
(b) January 1, 1953; 
(c) February 16, 1967. 


T6A 


INTERROGATORY NUMBER TWENTY-THREE: 


Provide a table of organization of the Patent Office 
from the Commissioner down on each of the follow- 
ing dates listing each level of authority in order and 
the job title for each level: 


(a) July 19, 1952; 
(b) January 1, 1953; 
(c) February 16, 1967. 


INTERROGATORY NUMBER TWENTY-FOUR: 


What was the job description of each of the desig- 
nated examiners in appeal number 697-63 on Febru- 
ary 16, 1967. 


INTERROGATORY NUMBER TWENTY-FIVE: 


State the job description of all patent classifiers of 
grades 18 and up with job title on the following 
dates: 


(a) July 19, 1952; 
(b) January 1, 1953; 
(c) February 16, 1967. 


INTERROGATORY NUMBER TWENTY-SIX: 


State the percentage of Patent Examiners in the 
Patent Office who were of primary grade or higher 
on each of the following dates: 


(a) July 19, 1952; 
(b) January 1, 1953; 
(ce) February 16, 1967. 


INTERROGATORY NUMBER TWENTY-SEVEN: 


State whether the designated Examiners-in-Chief in 
appeal number 697-63 had authority individually to 
issue patent in the name of the Commissioner on 
February 16, 1967. 
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INTERROGATORY NUMBER TWENTY-EIGHT: 


Referring to the answer to Interrogatory Number 
Twenty-One (a), how many of these Patent Exam- 
iner had legal training. 


INTERROGATORY NUMBER TWENTY-NINE: 


Referring to the answer to Interrogatory Number 
Twenty-One (b), how many of these Patent Exam- 
iners had legal training. 


INTERROGATORY NUMBER THIRTY: 


Referring to the answer to Interrogatory Number 
Twenty-One (c), how many of these Patent Exam- 
iners had legal training. 


INTERROGATORY NUMBER THIRTY-ONE: 


Was it the unwritten policy of the Patent Office that 
examiners of primary grade have legal training on: 


(a) July 19, 1952; 
(b) January 1, 1953. 


INTERROGATORY NUMBER THIRTY-TWO: 


State the number of appeals heard by a Board of 
Appeals of the Patent Office and the number of such 
Boards of Appeals having more than one acting exam- 
iner-in-chief during the following periods: 


(a) January 1, 1967 to January 31, 1967; 
(b) February 1, 1967 to February 28, 1967; 
(c) March 1, 1967 to March 31, 1967; 

(d) April 1, 1967 to April 30, 1967; 

(e) May 1, 1967 to May 31, 1967; 

(f) June 1, 1967 to June 30, 1967; 

(g) July 1, 1967 to July 31, 1967; 
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(h) August 1, 1967 to August 31, 1967; 
(i) September 1, 1967 to date. 


Respectfully submitted, 


JAY M. CANTOR 

Attorney for Plaintiff 

552 Pennsylvania Building 

Washington, D.C. 20004 
Of Counsel: 


A. DoNHAM OWEN 
ROBERT E. WICKERSHAM 


{Certificate of service omitted.] 


[Certificate of service omitted in printing.] 
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SUPPLEMENT TO POINTS AND AUTHORITIES 
IN SUPPORT OF PLAINTIFF’S MOTION 
FOR SUMMARY JUDGMENT 


L. Further in support of plaintiff’s motion for sum- 
mary judgment, plaintiff has obtained additional exhibits 
which were not available to him at the time of prepara- 
tion of the original “Points and Authorities In Support 
of Plaintiff’s Motion for Summary Judgment”. Two new 
exhibits are attached hereto, these exhibits comprising a 
section from the Congressional Record—House, pages 
19198 and 19199 dated August 22, 1958 and marked 
Exhibit 6 as well as a transcript of hearings before the 
Committee on the Judicity, (Subcommittee No. 3) held 
Wednesday, July 30, 1958 and marked Exhibit 7. These 
exhibits are referred to in the decision In re Weichert 
(Exhibit 2) at page 270, the statement of Congressman 
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Libonati appearing in the Congressional Record (Exhibit 
6) and the testimony of Commissioner Watson referred 
to therein being Exhibit 7. It will be noted that at page 
6 of Exhibit 7 the second full paragraph Commissioner 
Watson states as follows: 


“The panel decides the matter after the hearing 
and after study of the brief. The panel may com- 
prise two regular members of the Board and one of 
the designated members. We cannot have two desig- 
nated members serve on one panel of three.” 


It is clear from the testimony of Commissioner Watson 
as indicated by Judge Smith and Congressman Libonati 
that the Commissioner of Patents considered the law to 
allow him to place only one designated examiner (acting 
examiner-in-chief) on a Board of Appeals. At that time, 
Section 7 of Title 35 U.S.C. read identically as it does 
today and as it did on February 16, 1967. 


/s/ Jay M. Cantor 
JAY M. CANTOR 
Attorney for Plaintiff 


Of Counsel: 


A. DoNHAM OWEN 
RoBerT E. WICKERSHAM 


[Certificate of service omitted in printing.] 
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EXHIBIT 6 


CONGRESSIONAL RECORD—HOUSE 
August 22, 1958 


PATENT OFFICE BOARD OF APPEALS 


Mr. WILLIS. Mr. Speaker, I move to suspend the 
rules and pass the bill (S. 1864) to authorize an increase 
in the membership of the Board of Appeals of the Patent 
Office; to provide increased salaries for certain officers 
and employees of the Patent Office; and for other purposes. 


The Clerk read the bill, as follows: 


Be it enacted, etc., That (a) the first sentence of 
the first paragraph of section 3 of title 35 of the 
United States Code is amended by striking out the 
word “nine” and inserting in lieu thereof the words 
“not more than fifteen.” 


(b) Such section is amended by inserting therein, 
immediately after the first paragraph thereof, the 
following new paragraph: 


“The annual rate of compensation of the Commission 
shall be $20,000.” 


Sec. 2. Section 7 of title 35 of the United States 
Code is amended by adding at the end thereof the 
following new sentence: “Such designated examiners- 
in-chief may be compensated at the established rate 
for the positions in which they are temporarily serv- 
ing: Provided, That at the end of the period for 
which designated their rate of compensation shall be 
adjusted to what it would have been had such desig- 
nation not been made.” 


The SPEAKER. Is a second demanded? 

Mr. KEATING. Mr. Speaker, I demand a second. 

The SPEAKER. Without objection a second will be 
considered as ordered. 

There was no objection. 
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Mr. WILLIS. Mr. Speaker, this bill authorizes an in- 
crease from “nine” to “not more than fifteen” in the 
membership of the Board of Appeals of the Patent Office. 
It also provides a salary increase for the Commissioner 
of Patents. 


The Patent Office, of course, is one of the real business 
offices of the Government. In that office there are some 
1,000 examiners of patents who process as much as 7,000 
patents per year. 


This bill would increase the membership of the Board 
of Appeals to “not more than fifteen” in order that they 
may be enabled more expeditiously to examine and pass 
upon the patents channeled to them by these thousand 
examiners. 


Mr. GROSS. Mr. Speaker, will the gentleman yield? 

Mr. WILLIS. I yield to the gentleman from Iowa. 

Mr. GROSS. Do I understand this bill is not approved 
by the Department of Commerce? 

Mr. WILLIS. Initially there was some frowning on 
it, but it has been cleared. 

Mr. GROSS. Does it provide any supergrade jobs? 

Mr. WILLIS. No. The bill as amended deletes that. 
I might say it satisfies the House Committee on Post 
Office and Civil Service. 

Mr. GROSS. I thank the gentleman. 

Mr. KEATING. Mr. Speaker, I yield myself 5 min- 
utes. 

Mr. KEATING. Mr. Speaker, S. 1864 will give much- 
needed relief to the Board of Appeals of the Patent Office. 
At the present time this Board is laboring under a back- 
log of over 7,000 pending cases. The result is that in some 
instances it requires several years to process patent ap- 
plications. This period of delay is inexcusable and must 
be alleviated. 


There is no evidence that this delay is due to inefficiency 
on the part of the present members of the Board of Ap- 
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peals or the Commissioner of Patents. On the contrary, 
the statistics show that they have labored hard to dispose 
of a steadily increasing number of appeals. In the last 
fiscal year, for example, they disposed of almost 1,000 
more cases than were disposed of in fiscal 1950. Even so, 
the backlog continues to mount. 


S. 1864 would increase the number of members on the 
Board of Appeals from 9 to not more than 15. It would 
also increase the compensation of the Commissioner to 
$20,000 per year. 


This bill has the strong support of the Secretary of 
Commerce, the Commissioner of Patents and the entire 
patent bar. I know of no opposition to it from any re- 
sponsible source. 


I am satisfied with the bill in its present form and 
urge its favorable consideration by the House. 


Mr. LIBONATI. Mr. Speaker, I ask unanimous con- 
sent to extend my remarks at this point in the RECORD. 

The SPEAKER. Is there objection to the request of 
the gentleman from Illinois? 

There was no objection. 

Mr. LIBONATI. Mr. Speaker, this legislation (S. 
1864) provides for an increase in the membership of the 
Board of Appeals of the Patent Office and an increase in 
salaries for certain officers and employees. 


The witnesses in support of this legislation gave perti- 
nent testimony as to the necessity of these changes— 
Robert C. Watson, United States Commissioner of Pat- 
ents; Leo P. McCann, Chairman, United States Board 
of Patent Appeals; and Sam W. Kinsley, Personnel Di- 
rector, United States Patent Office. These expert wit- 
nesses averred that the legislation would be beneficial 
both to business and industry and would result in speed- 
ing the final determination of the matters on the appeal 
calendar. A substantial increase in the salary features 
will attract competent and experienced personnel—as well 
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as interest candidates to the lesser classifications for the 
pursuit of a career. The loss of trained personnel on 
raids by industry and law firms have resulted from low 
salaries in the upper bracket positions. 


The freedom of selection of top experts by the Director 
will be the direct result of these increases. 


The increase of the Board from 9 to 15 members will 
facilitate the work to the point that the present backlog 
of cases, appeals pending, amount to 2,000 workload and 
at the current end 5,000 case workload—either awaiting 
hearing or decisions. There are 2,000 other cases which 
are not ready for hearing or decision. Thus neary 8,000 
cases presently represent workload. So we can realize 
the great importance of the Bureau of Patents as a func- 
tioning unit of government. There were 77,000 applica- 
tions for patents this year. These applications are assigned 
to one of the 67 examining divisions, consisting of a prin- 
cipal examiner, an assistant and a considerable number 
of examiner assistants who study the nature of disclosure 
of the applications, making searches to ascertain whether 
or not the applicant’s contribution to arts is sufficiently 
important to warrant the issue of a patent. 


The issues resulting between the applicant and the ex- 
aminer through a series of hearings and attempts by 
amendments to satisfy the objections or determinations 
of the examiner. Upon his final rejection of the applica- 
tion—an appellate procedure has been provided. 


An appeal may be taken to the Board of Appeals. It 
is the only appellant tribunal of the entire Patent Office 
upon the question of patentability of inventions. 


The examiners and assistant examiners are ex officio 
members of the Board but seldom function to decide cases 
—although in important cases they do. 


The Commissioner appoints the members of the Board 
of Appeals when vacancies occur (he actually recommends 
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the individual to the Secretary of Commerce). The Sec- 
retary of Commerce recommends to the President in the 
usual manner. The President issues a certificate to the 
permanent members of the Board of Appeals, (now num- 
ber 9 members) as his appointees. As well as the Com- 
missioner and Assistant Commissioner. 


The designated members as referred to in this bill are 
those of primary grade or higher who are assigned to 
the Board for duty from time to time as needed. There 
are 10 such designated presently, who are sitting with 
the 9 regular members to handle the heavy influx of 
appeals. 


The 8,000 appeals now pending are a real challenge. 


Members, three in number, sit as a panel, hearing both 
oral'and written argument. The panel studies the brief 
and arguments, rendering its decision. No more than 
one designated member can sit on a panel. One writes 
the decision—speaks with the second, then submits to the 
third person on the panel. This takes a great deal of time 
with much detail and extended delays. They have the last 
word—appeals are then taken to the Court of Customs 
and Patent Appeals and by suit de nova can be taken to 
the District Court of the United States for the District 
of Columbia. 


This is a difficult work and the reputation of the Board 
must enjoy the highest reputation for personal integrity 
and judicial honesty in an office of first importance in the 
economy of the Nation. It enjoys the highest kind of 
confidences and secrets. The finest legal minds of inter- 
national reputation practice before this tribunal. 


Delay of final decision generally for 4 years, holds up 
plans for the building up of a new industry or the expan- 
sion of facilities for added production—meaning new em- 
ployment not only to those in the parent industry but the 
related trades—including building industries, raw mate- 
rial and transportation expansion for added services. 
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The correspondence that I received from outstanding 
lawyers specializing in this field of law have been most 
revealing as to the need of this legislation. Listed strongly 
for this legislation were the law firm of Attorneys Mer- 
riam, Lorch & Smith, of Chicago Ill.; the Patent Law 
Association of Chicago, John A. Marzall, president; also 
attorneys, firm of Olson, Mecklenburger, von Holst, Pen- 
dleton & Neuman, of the Chicago bar. 


The present determination of Appeals Board decisions 
averages 3,000 cases per year. Some appeals are with- 
drawn or the appellant and the examiner arrive at a deci- 
sion, not requiring a decision. 


In 1957, 2,500 cases were dismissed and 2,800 were 
decided. In 1956, 3,400 were dismissed and 2,300 were 
decided. 


If each group of 3 panels determine about 500 case 
appeals per year, an average 1,000 cases would be decided 
by the increase of 2 panels—increase from 9 to 15. 


These men require a high degree of administrative, 
legal, scientific—that is, engineering—ability and skill. 
These attributes must be combined in the talents of one 
individual. The salaries are important, especially in a 
system where the individual has reached the high position 
as member of the Board. These salaries are fixed in ac- 
cordance with the Position Classification Act of 1949, a 
salary bill which covers the normal career in civil service 
salary—not an executive employee’s salary. This bill will 
give prestige and security to those in the system to seek 
a career in the Patent Office. It will alleviate the prob- 
lems of employment caused by applicants who accept em- 
ployment with the specific intention of leaving after a 
period of training. 


This bill gives the opportunity in the Patent Office to 
men, well trained, to remain in the service of the Govern- 
ment, aspiring to a career of honor with justice, with 
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opportunity for his family to live with dignity and a feel- 
ing of enjoying a position of security. 


Now—after training them—we lose them, but these 
higher salaries under the Classification Act will now be 
under the Commissioner to fix the annual rates of basic 
compensation for examiners in chief, subject to the ap- 
proval of the Department of Commerce and of the Civil 
Service Commission. 


The SPEAKER. The question is on suspending the 
rules and passing the bill. 


The question was taken; and (two-thirds having voted 
in favor thereof) the rules were suspended and the bill 
was passed. 
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EXHIBIT 7 


HOUSE OF REPRESENTATIVES 


HEARINGS 
BEFORE THE COMMITTEE 
on 
THE JUDICIARY 


(Subcommittee No. 3) 


Wednesday, July 30, 1958 


WASHINGTON, D. C. 


Official Reporters to Committees 
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Lushin, 10:30 AM, 7-30-58, Sub. No. 3, Judiciary 
S. 1864 
A Bill 


To authorize an increase in the membership of the 
Board of Appeals of the Patent Office; to provide 
increased salaries for certain officers and employees 
of the Patent Office; and for other purposes. 


Wednesday, July 30, 1958 
House of Representatives, 
Committee on the Judiciary 
Subcommittee No. 3, 
Washington, D. C. 


The subcommittee met at 10:30 a.m., Room 353 Old 


House Office Building, the Honorable Ronald V. Libonati 
(Acting Chairman) presiding. 


Mr. Libonati. The Subcommittee No. 3 of the Judi- 
ciary Committee has before it Senate Bill No. 1864, whose 
purpose is to authorize an increase in the membership of 
the Board of Appeals of the Patent Office, together with 
certain salary increases for officers and employees of the 
Patent Office. 


(The bill referred to follows:) 


Mr. Libonati. Are you prepared to testify on Senate 
Bill 1864, Mr. Commissioner? 


Will you please identify yourself and your position? 
STATEMENT OF ROBERT C. WATSON 
COMMISSIONER OF PATENTS 


UNITED STATES PATENT OFFICE 
DEPARTMENT OF COMMERCE, 
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Accompanied by: 


SAM W. KINGSLEY, PERSONNEL OFFICER 
UNITED STATES PATENT OFFICE and 
LEO P. McCANN, EXAMINER IN CHIEF 
BOARD OF APPEALS, 

UNITED STATES PATENT OFFICE, 
DEPARTMENT OF COMMERCE 


Mr. Watson. Robert C. Watson, Commissioner of Pat- 
ents. 


I am very happy to have the opportunity to appear 
and make a statement on at least a portion of the bill. 


The bill purports to increase the number of permanent 
members of our Board of Appeals from nine to not more 
than 15 examiners-in-chief, as well as to deal with the 
salary provisions of the members of the Board and, as 
a matter of fact, of the Commissioner and Assistant 
Commissioners. 


It contains a further provision which enables those per- 
sons who are designated to temporarily serve as examin- 
ers-in-chief or board members to be compensated at the 
same rate as the rate at which the regular members or 
permanent members of the board are compensated during 
their period of service. I may add that this last men- 
tioned provision is important. 


This provides for temporary increases of salaries of 
persons like primary examiners or supervisory examiners 
who serve for periods not to exceed six months on the 
board and who do the same work as the regular board 
members but who under existing law are not paid the 
salaries of existing board members although they work 
just as hard and have the same basis of responsibility. 
The bill will give them temporary increases for the time 
of service and when they resume their occupations at 
lower grades they will then revert in salary to the salaries 
they received as members of the examining staff. 
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Mr. Libonati. Commissioner, will you spell out the 
procedures that take place in the Department and your 
identification with those procedures so that we will have 
a complete narrative as to the part you play in the selec- 
tion, and so forth, and their responsibility relative to the 
Board of Appeals on our patents? 


Mr. Watson. The Patent Office receives large numbers 
of applications for patents each year. This year, for in- 
stance, about 77,000. Those applications are assigned to 
one! or another of 67 examining divisions. In each of the 
examining divisions there is a principal examiner and 
an assistant to him and a considerable number, variable, 
of examiner assistants who carry out their statutory ob- 
ligations by carefully studying the nature of the disclosure 
of the applications, making searches to ascertain whether 
or not the invention sought to be patented is actually 
new, and then determining whether or not the applicants 
contribution to the arts is sufficiently important to war- 
rant the issuance of a patent. 


The applicant attempts in a series of amendments most 
frequently to persuade the examiner who has acted upon 
his. case that the examiner’s decision rejecting some or 
all of his claims is not warranted. 


Eventually an issue is reached between the applicant 
and the examiner and in the absence of some appellate 
tribunal, the primary examiners, 67 in number, would 
bear the responsibility for the final rejection of the appli- 
cation. 


However, an appellate procedure has been provided. 
From the final decision of any one of the 67 primary 
examiners, an appeal may be taken to our Board of Ap- 
peals which, I might say, is the one and only appellant 
tribunal of the entire Patent Office upon the question of 
patentability of inventions. 


The examiners and assistant examiners are ex-officio 
members of that Board but seldom function to decide 
cases, although in important cases they sometimes do. 
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The Commissioner appoints the members of the Board 
of Appeals when vacancies occur with these reservations, 
I may add: He, instead of appointing them, recommends 
to the Secretary of Commerce that certain persons be 
appointed. 


The Secretary of Commerce then recommends to the 
President in the usual manner that the commissions be 
granted and the persons selected by the Commissioner be 
approved by him. 


Each permanent member of the Board, of which there 
are nine, have received a certificate from the President 
making him a member, so that they are all Presidential 
appointees as well as the Commissioner and the Assistant 
Commissioners. 


The designated members which are referred to in the 
Senate Bill are those members of the staff of the Patent 
Office of primary grade or higher who are assigned to 
the Board for duty from time to time as needed. At the 
present time we have 10 such designated members who 
are sitting with the nine regular members in an attempt 
to deal with the large influx of appeals which are being 
sent to the Board by disappointed applicants. 


At this time the situation with respect to Board mem- 
bership and capacity to deal with the flood of work which 
they are receiving is particularly critical. There are now 
pending before that Board over eight thousand appeals. 


The provision of the law pertinent to the statement 
which I have just made is Section 7 of the Patent Statute. 
The Board hears presentations of disappointed applicants 
in panels of three and the procedure is to have the appli- 
cant file a brief if he chooses, or appeal to make an oral 
argument if he chooses, or both, and it is usually both. 


The panel decides the matter after the hearing and 
after study of the brief. The panel may comprise two 
regular members of the Board and one of the designated 
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members. We cannot have two designated members serve 
on one panel of three. One man is selected to write the 
decision and he discusses it in great detail with a second 
one; and then after they have reached an agreement, or 
perhaps disagreement, a third one is called in and he goes 
over the matter too, all of which takes a large amount 
of time. 


I may say at this point, it is universally regarded by 
the Patent Office that the work of the Board of Appeals 
is the hardest work in the Patent Office, one case right 
after another in a never-ending succession with only a 
small amount of conference work or work which might 
be said to relieve the monotony of the situation. It is 
responsible work. 


The Board has the last say for the Patent Office on the 
question of patentability. Appeals from their decisions 
lie in the Court of Customs and Patent Appeals and by 
suit de novo, the matter can be taken before the District 
Court of the United States for the District of Columbia. 


Mr. Libonati. Just there, I want to interrupt, if I 
may. 


In view of your having oriented us on the work that 
is being done by this Board of Appeals, what defense do 
you give with respect to the necessity of increasing the 
number from nine to fifteen and the increases in salary? 


Off the record. 
(Discussion off the record.) 


Mr. Watson. I would like to make a general statement 
to the effect that the work accomplished by the Board 
of Appeals, as I have already said, is the most difficult 
and confining work which is performed in the Patent 
Office. 


The reputation of the Patent Office, in as much as the 
decisions are submitted to review by the courts, is largely 
dependent upon the excellence of the work done by the 
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Board of Appeals. The very best men who can be at- 
tracted to serve as members of the Board are not too 
good for the job—the job is of extreme importance—so 
that the salaries which they should receive should be com- 
mensurate with the difficulties of the work which they 
do and of importance to the Patent Office and the whole 
patent system in the functions which they perform. May 
I add also that the Board of Appeals of the United States 
Patent Office has the most enviable record in this re- 
spect. It has been successful over the years in a large 
majority of cases in having its decisions sustained not 
only in the Court of Customs and Patent Appeals but in 
the District Court and in the Courts of Appeal, on appeal 
from the District Court. 


It may be said to comprise a judicial body of first 
importance in the economy of this nation. The decisions 
are published as soon as there is no longer any need to 
keep them secret, all matters before the Patent Office 
being confidential until the time of publication of a pat- 
ent, and are widely read by industry and all attorneys 
through the country are guided by the decisions. So that 
the salaries which the members of the Board should re- 
ceive, which will also be received by those temporarily 
designated to perform these duties, should be certainly 
almost as high as those received by the Commissioners 
and should be considered from the standpoint of the sal- 
aries of the Judges of the Courts who receive the appeals 
from the decisions rendered by this Board. 


* * * * 


I have hazarded a guess that a large number of the 
attorneys now actively engaged in practice on the out- 
side are graduates of the Patent Office. 


Mr. Libonati. Thank you very much. 


Coming back to you, Mr. McCann, could the personnel 
who are used on the Board of Appeals on Patents be also 
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used on the Board of Appeals that operates on trade 
marks? 


Mr. McCann. The members of the Board of Appeals, 
the statute requires that they have competent legal knowl- 
edge and scientific ability. As a result, we all have a 
degree in engineering or in the sciences and we all have 
law degrees or are members of the Bar or both. We are 
qualified to act on this newly constituted board that you 
mentioned and in fact when Assistant Commissioner 
Klinge died suddenly several years ago, I was designated 
in his place as Acting Commissioner to work on trade 
marks. 


The Secretary of Commerce has that power to designate 
people of that order under Reorganization Plan 5. 


That part was not brought out. In fact, all examiners 
in the Office have engineering degrees except a few who 
were able to pass the examination without it and they 
studied law. But by the time they get to be primary 
examiners they all have both. 


* * * * 
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STIPULATION AS TO INTERROGATORIES 
SUBMITTED BY PLAINTIFF 


Whereas the plaintiff and the defendant, Edward J. 
Brenner, Commissioner of Patents, have already mutually 
agreed through counsel that a hearing on defendant’s 
objections to plaintiff’s first set of interrogatories served 
on July 28, 1967 be postponed until after there has been 
a decision on the motions for summary judgment in the 
case (this agreement is noted at the end of paragraph 
8 in plaintiff’s Opposition To Motion For Summary 
Judgment By Defendant) : 


It is hereby further stipulated and agreed between 
counsel that defendant need not respond to the second 
set of interrogatories served by plaintiff on September 
20, 1967 until after there has been a decision on the 
motions for summary judgment in the case. 


September 22, 1967 
/s/ Jay M. Cantor 


JAY M. CANTOR 
Attorney for Plaintiff 


September 22, 1967 


/s/ Joseph Schimmel 
JOSEPH SCHIMMEL, Solicitor 
United States Patent Office 
Attorney for Defendant 
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SUPPLEMENTARY STATEMENT OF FACTS UNDER 
LOCAL CIVIL RULE 9(b) IN SUPPORT OF MO- 
TION FOR SUMMARY JUDGMENT BY DEFEND- 
ANT 


11. The functions and qualifications of patent classifi- 
ers are described and indicated by the following exhibits: 


'ExHrsit 3—Current official qualification standards 
for all grades of patent classifiers, dated June, 
1960. 


| ExHisit 4—Notice in Official Gazette of August 2, 
1955 relating to examination of patent applica- 
tions in classification divisions. 


12. Some reported decisions of the Board of Appeals 
noted in the United States Patents Quarterly wherein 
the Board panels comprised two acting examiners-in- 
chief; those decisions are dated before and after July 


30, 1958 which, as indicated in plaintiff’s exhibit 7, is the 
date of Commissioner Watson’s testimony before the 
House Committee on the Judiciary. 


EXHIBIT 5 


the date of Commissioner Watson’s testimony before the 
House Committee on the Judiciary. 


EXHIBIT 5 
Respectfully submitted, 
/s/ Joseph Schimmel 


Solicitor, U. S. Patent Office 
Attorney for Defendant 


JACK E. ARMORE 
Of Counsel 


October 11, 1967 
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EXHIBIT 3 


SINGLE-AGENCY QUALIFICATION STANDARD 
Patent Classifying Series GS-1223 


(Cancels portion of PES 1951, A1) 


U. S. PATENT OFFICE, 
DEPARTMENT OF COMMERCE 
PATENT CLASSIFIER (ALL SPECIALIZATIONS), 
GS-1223-12/15 


SPECIALIZATIONS 


The following specializations are recognized in this 
series and are covered by this standard: 

Chemical Fields—Positions requiring a specialized 
knowledge of the principles, practices, theories, and 
phenomena of organic and inorganic chemistry or 
any phase of engineering and chemistry concerned 
with the design, erection, and operation of chemical 
plants and laboratories and the apparatus and proc- 
esses employed therein. 


Electrical Fields—Positions requiring a specialized 
knowledge of the principles, practices, theories, and 
phenomena of electrical engineering and/or of elec- 
tronics. 


Mechanical Fields—Positions requiring a specialized 
knowledge of the principles and practices of mechan- 
ical engineering and mechanics, such as thermody- 
namics, hydrodynamics, metal shaping and cutting, 
principles of kinematics and kinetics, and so forth. 


General—Positions requiring a specialized knowledge 
of the principles and practices of any field of science 
or technology other than those covered by the other 
specializations of this series; or positions in which 
a knowledge of two or more of the specialized fields 
is required. 
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Occupational Information 


This series includes all professional scientific and tech- 
nical positions which are primarily concerned with the 
development and administration of systems for classify- 
ing, for patent purposes, the technological knowledge em- 
bodied in U. S. patents. At all levels, this work requires: 
(a) ‘full competence in one or more fields of science, such 
as mechanical engineering, organic chemistry, ete., and 
(b) ‘full knowledge and understanding of the functions, 
processes, and procedures of the Patent Office, in general, 
and of the patent examining process, in particular. 


Both systems development duties and systems administra- 
tion duties require the patent classifier to have a thorough 
knowledge of patent examining work. Each new classi- 
fication system which the patent classifier develops must 
be custom-fitted to the particular needs and problems of 
the patent examining area covered by the system. Each 
classification problem, dispute, or unprecedented case 


which is brought to the patent classifier doing systems 
administration work must be resolved in the manner 
which will best ensure the most effective examination of 
such cases by the patent examiner(s) or examining divi- 
sion(s) involved. 


Because such work requires the patent classifier to have 
a thorough knowledge of patent examining functions, 
persons normally enter the patent classifying series by 
noncompetitive action from the patent examining series 
(or| from other professional patent series requiring simi- 
lar knowledge of patent examining work). In effecting 
these and other personnel actions, the following require- 
ments will be applied. 


(NOTE: In the following discussion, an “area of tech- 
nology” means that area of technical knowledge covered 
by the classes of invention assigned to one patent exam- 
ining division.) 
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Qualification Requirements 


For GS-12 positions—To be eligible for patent classifier 
positions in grade GS-12, candidates must show at least 
one year of experience at the GS-11 (or higher) level 
which: 
1. Has been primarily concerned with the examina- 
tion and/or the preparation and prosecution of 
U. S. patent applications; 


. Has demonstrated that the candidate possesses a 
thorough knowledge of the functions, processes and 
practices of the U. S. Patent Office, in general, 
and of the patent examining process, in particular; 
and 


. Has demonstrated the candidate’s ability to per- 
form professional patent work assignments in one 
or more of the areas of technology included within 
the specialization (i.e., within “Chemical Fields,” 
within “Electrical Fields,” etc.) of the position for 
which rated. 


In addition, candidates for GS-12 positions must have 
demonstrated: (a) originality and creativity in the solu- 
tion of technical problems; and (b) ability to meet and 
deal satisfactorily with others in the solving of problems 
and in the resolution of differences of view. 


For positions in grade GS-13 and above—Candidates for 
positions in grades GS-13 and above, in addition to meet- 
ing the above requirements, must show at least one year 
of experience in professional patent work of the next 
lower level and must have demonstrated that they possess: 


1. A thorough knowledge of the principles, procedures 
and practices of patent classification; and 


2. Ability to perform professional patent work as- 
signments, with little or no technical supervision, 
in two or more areas of technology within the 
specialization (eg., “Chemical Fields”) of the 
position for which rated. 
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Supervisory Positions 
Candidates for supervisory positions above the first-line 


supervisor level must show at least one year of satisfac- 
tory supervisory experience. 


General Requirements 


Physical Abilities—Applicants must be physically able to 
perform efficiently the duties of the position. Good distant 
vision in one eye and ability to read without strain 
printed material the size of typewritten characters are 
required, glasses permitted. Ability to hear the conver- 
sational voice, with or without a hearing aid, is required. 
In most instances, an amputation of arm, hand, leg or 
foot will not disqualify an applicant, although it may be 
necessary that this condition be compensated by use of 
satisfactory prosthesis. Any physical condition which 
would cause the applicant to be a hazard to himself or to 
others will disqualify him for appointment. 
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EXHIBIT 4 


OFFICIAL GAZETTE + UNITED STATES PATENT OFFICE 
Auguit 2, 1955 


Volume 697 


Number 1 


PATENTS 
NOTICES 


Examination of Applications in Classification Division 

‘The program for accelerated reclassification and the pro- 
gram. for augmentation of the Patent Examining Corps 
scheduled for the present and ensuing fiscal years will make 
teavy demands on the services of experienced Patent Exaw- 
tnern and Classifiers, To provide a staff of sufficient sise to 
efectuate the reclassification program, it will be necessary 
to ensign experienced Patent Examiners to this project. Ip 
‘order that such Examiners need not be completely separated 
from examining applications in their respective arts during 
any toure of duty In the Classification Group and that experi- 
qneed Clanaifiers can become familiar with the erarch needs 
of the art about to be reclassified while contributing to the 
feduction in the backlog of pending applications, the Execu- 
tive Examiner te authorized to adopt the following procedure 
whenever expedient. 

‘When an art is echeduled to be reclassified, the Examiners’ 
earch files, pending applications assigned to that art and 
Yatent Examiners engaged in the examination of that art, 
may le tranaferred to an appropriate Classification Division 
for conducting all ensuing examining functions under the 
direction of the Supervisory Patent Examiner having jorts- 
diction over the Examining Division to which the art was 
formerly assigned, Upon completion of the reclassification, 
the orarch and application files, together with the examining 
peresnnel, will be reassigned to an appropriate Examining 
Tivlaion. 

Heads of each of the Classification Divisions are accord- 
laciy authorized to perform the duties and assume the 
respanalbilities of a Primary Examiner ae to all application 
Alen annigned to their divisions. Classifiers and Patent Exam- 
(nora assigned to each of the Classification Divisions are 
outhorixed to perform the duties of both Patent Examiners 
and Clasaifiers, 

ROBERT C. WATSON, 


Jely 14, 1955. Commissioner of Patents, 


Roster of Attorneys and Agents 

The I'atent Office has recently published a new edition of 
the Koater of Attorncys and Agente Registered to Mractioe 
Nefore the U. A, Patent Office, 

Thia edition like the preceding one ia an extract of the 
ficial Roster maintained by the Patent Ofice and contains 
the name and address of all individuals and firms registered 
in the Patent OMice on May 1, 1955. This publication is com: 
peer of three sections (1) Individuals in the United States, 
(3) Firma and (3) Individuals in Foreign Countries, Each 
srction containa Part I, Arranged Alphabetically, and Part II, 
Arranged Geographically. 

‘Thin publication may be purchased from the Superintendent 
f Documents, Washington 25, D. C., for $1.00 per copy. 
Remittance in the form of check or money order should be 
bayable to the Superintendent of Documents. 


T. B, MORROW, 
Executive Opicer, 


Disclaimer 
2,616,200,—Rodert C. Rusecit, Euclid, Obio, TRANSMISSION, 
Patent dated Nov. 4, 1052, Disclaimer filed July 5, 1966, 
by the inventor. 
Hereby entera this disclaimer to claima 4, 8, 9, 10, 11, 14, 
15, 16, 17, and 22 of eaid patent. 


Classification Order No. 177 
Classification Order No, 177, dated July 11, 1055, incor 
Pporates changes in the following classes : 
Clasece 250 and 324 
‘The above changes will be incorporated in the Manual of 
Classification replacement sheets dated October 1965. 
M. C. ROSA, 
Joly 28, 1955, Eoccutice Eaaminer. 
Classification Order No, 178 
Classification Order No, 178, dated July 28, 1955, incorpe- 
rates changes in the following clases : 
Classes 15, 29, 61, 70, 74, 81, 118, 132, 310, 315, 
317, 318, 30 
‘The above changes will be incorporated in the Manual of 
Classification replacement ebeets dated October 1955, 
M. C. ROBA, 
Jaly 18, 1955. Eeccutive Boominer. 
Classification Order No. 179 
The following clase transfers, for concurrent reclassifica- 
tion and examination of applications pending therein, are 
directed to take effect on Monday, August 1, 1955. 
From Division 51 to Classification Division 1% 
Clase 250, Radiant Energy, subciaas 36 
From Division 56 to Classification Division V 
Clase 210, Liquid Separation or Purification 
From Division 67 to Classification Division I 
Clans 02, Paper Making and Fiber Liberation 
M. C. ROSA, 
Executive Kaominer. 
_—_—_—— 
Classification Order No. 180 
‘The following transfers are hereby ordered to take effect 
on Aug. 1, 1955; 
Class 51, Abrading, Subse. 203 through 300 
From Division 63 to Division 56 
Class 106, Compositions, Coating or Plastic, Subs, 1, 2, 
33-122, 286, 312-316 
From Division 3 to Division 56 
Class 106, Compositions, Coating or Plastic, Subs. 3-32, 
123-285, 287-311 
From Division 63 to Division 56 
M. C. ROBA, 
Baccutive Leaminer. 


July 25, 1965, 


July 16, 1955, 


— —— - 


New Applications Received During June 1955 
aa-- 6,921 
8 


Insue 


~ 500—No, 2,714,207 to No, 2,714,716, inch 

40—No, 175,241 to No, 175,289, Incl. 
1—No, 1,408 

2—No. 24,047 to No, 


Total..------ 561 


24,048, incl. 
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CONDITION OF PATENT APPLICATIONS AS OF JUNE 30, 1955 


Total number of pending applications (excluding Designs) 

Total number of pending Design applications. .... 

Total number of applications awaiting action (excluding Designs). 
Total number of Design applications awaiting action. 

Date of oldest new application... 

Date of oldent amended applicati 


PATENT EXAMINING GROUPS. AND SUPERVISORY EXAMINERS DIVISIONS 


1, STONE, 1. O., CHEMICAL AND RELATED ARTB......02.... aenesnens| 6, 31, 38, 42, 60, M, 
Ml. STRACHAN, O. W., COMMUNICATIONS, RADIANT ENEROY AND ELECTRICAL ARTS.. 
Il. YUNG KWAI, B., MECHANICAL MANUYFACTURINO, MACHINE ELEMENTS AND DEBIONS...... 


. 
IV. FREFUOF. H. B.. MATERIAL HANDLINO AND TREATINO, OPTICS, RAILWAYS AND AMUSE- | 7, 11, 17, 27, 34, 34, 
MENT DEVICES, 29, 62, 62. 
V. HULL, J, 6., STATIC STRUCTURES AND INSTRUMENTS OF PRECISION... sanesascsencccen=| & 2, 29, 22, 36, 40, 


41, 52, 6. 

Vi. MURPHY, T. ¥.. AORICULTURE, TRANBPORTATION, PUMPS AND MOTORS... weeceee|' Ty 4, by 9 18, 22, 28, 

45,47. 

VII. KAUFFMAN, H. Z., HEATINO AND COOLINO, PLASTIC BHAPINO AND COATINO, SEPARATION | 3, 14, 10, 25, 20, 23, 
AND MIXINO, BODY TREATMENT AND CARE. 40, 65, 67. 


DIVISIONS, EXAMINERS AND SUBJECTS OF INVENTION Oldest Application 
(Reman numerals in parentheses Indicate Examining Group) oR 


2. (VD) OOLDDERO, A. 3,, Facavating; Planting: Plows; Harrows; Earth Rollers; Plant Husbandry; Battering Unloederd; 
Beware, 

2. UID HERRMANN, D. Fishing, Trapping and Vermin Destroying: Preasee; Tobacco; Textile Wringers 

3. (VID LE ROY, C. A., Metal Founding and Treatment, Metallurgy (Process and Apparatus); Alloys; Sintered Metal 
tock; Miscellaneous Treating: Coating or Plastic Compositions (part), ¢. g.. Inorganic, Mold end Mold Coating Com- 
positions... 

< (VD) FALLER, E. A., lisists: Power Driven Conveyors; Tandling Apparetue: 2 

5. (VI) ROMINAON, C. W;, Harvesters; Potato Diggers; Btalk Pullers and Choppers; Stone Oatherers; Threshing: Knot. 

ters; Anime) Musband: fegetable and Meat Cutters ond in armani Fences; 


8. (¥) LEWIS, RK. 0... Beds, 

@. (VD BRANSON, J. 11., Pumps; Fans; Turbines, 

UM. (IV) BENIIAM, F. V., Boots, Shoes and Leggings; ture; Dutton, Eyelet and Rivet Setting: 
Natling, Stapting and Clip Clenching; Cutlery; Cleaning and Liquid Treatment of Solids. 

12, (III) SPINTMAN, B., Machine Elements; Engine Starters; Clutches; Interrelated Clutch and Motor Controls. 

42, QI) DEALL, T, Gear Cutting; Liectrie Lamp end Tube Manulacture; Needle and Pin Making; Meta} Working 
(part), €. x. Special Work, Forging, Plastic Working, Drawing, Sawing, Milling, Planing, Turning. seneeere 

44. (II) MANIAN, 3. C., Metal Working (part), @, «. Sheet Motel, Wire, Bending, Miscellaneous Proceaseny Assembly and 
Pisawembly Apparatus; Wire Fabeicy; Ale Drakes,.....-.0 

15. (VIJ) DRINDIAI, M. V,, Plastics; Pinstic Dlock and Earthenware ‘Apparat 

14, (11) LOVEWELL, N,N, Television; Telephony, Recorders. 

17. (IV) LEIOIEY, R. A,, Paper Manufactures; Packaging; Typewriters; Printing; Type Casting and Getting; Sheet 
Material Association of Fouling; Sheet or Web Feeding........0+0 — 

18. (VD KURZ, 3. A., Power Planta; Fluid Transmissions; Servomotor Systems; et Motora; Combustion Turbines: Bpeed_ 
Responsive Devices, Deakes.. . 

19, (VI) PATRICK, P. L,, Btaves and Furnaces: Bowers: Concentrating Evaporator Fuad Fuel murners 


21, (1) MADER, R. 
22. (VI) MARLAND, M. 


2, (1) ANDRUS, L. M., Cash and Fare Registers; 

24. G11) DRACOPOULOS, P, T. (HICKEY, T. J., acting), Apparel; ‘Apparel Apsertans ‘Sewing M 
Ironing of BMOOUNING. ...---.ceeeereees 

2. (VII) NEVIUS, KR. D., Coating —Processes, Miscellaneous Products and ‘Apperetus: Distillation: ‘00d Treating ap 
paratus.. 

38, (11) YOUNO, R. R. Electeteity—eneration, Motive 
tems, Furnaces, Batteries, Dattery Charging and Discharging, Are Lamps, Resistors end Rhecstats, Prime Mover 
Dynamo Pants; Elevators (part), ¢. £. Miscellaneous Electric Control Mechanism... 

27, (IV) JAMES, 8. Brushing, Scrubbing and General Cleaning; Urush, Broom and Mop Meking.. 

2. (V3) DRAUNER, R, iL, Interns) Combustion Engines; Expenaible Chamber Motors; Fluid Servomotors; Spring, 
Weight and Anitnal Powered Motors; Cylinders; Pistons; Drive Shaita; Flexible Sha/t Couplings; Chucks or Sockets; 
Chute, kid, Oulde and Way Conveyers; Flukd Current Conveyors; Pneumatic Dispatch; Store Bervice; Wheel Sub- 
aitutes.. 

29, (V) HABECKER, L. B., Tools; Woodworking; Button, ‘Barrel ‘ond ‘Wheel Making; Rubber Tire Removing Tools; 
‘Washing Mechincs; Nagrage; Cloth, Leather and Rubber Receptacks; Package end Article Carrie(s....-------+- 

20. (VI) O'LEARY, R. A., Refrigerstion; Heating 8ysteme; Automatic Temperature and Humidity Regulation, Therme- 
stats, Tumsistete; Diuminating Burners; Fuld Sprinkling, Spraying and DiMusing....-woresse-ssss0000 

2 


DIVISIONS, EXAMINERS AND SUBJECTS OF INVENTION 
(Reman numerals in porentheove indicate Examining Group) 


| 


n, (D HUTCHISON, E. W., Mineral Otts; Carbon Chemistry (part), , 2. Ures Adducta, Bilicon Containing ‘Carbon Com- 
pounds, I ydrogenation of Carbon ‘Onides, Partial Oxidation of Non-Aromatic Hydrocarbon Mixtures, Hydrocarbons, 


30, (IV) WEIL, L., Fluid-Pressure Regulators; Valves; Fluid 
ing Syatems, Float Valves, Diaphragms and Bellows) 
4. (VY) DRUMMOND, '. J., Receptacko—Metallic, Paper, Wooden, 01 
Coin Controtied Apparatus; Dispensing Cabinets; 


@. (11) MARANS, H., Evectric Signaling; Signals and Ind! 

4. (D ARNOLD, D., Medicines, Polsons, Cosmetics; Sugar 
‘Skins, and Leathers; Preserving, Sterilizing and Disinfecting (except 

43, (VI) MANIAN, J, A,, Wheels, Tires and Axies; Railway ‘Wheels and Axies; Labrication; 

Sprocket Gearing; Bpring Devices; Animal Draft Appliances... 

4. (V1) KANOF, W. J., Mining, Quarrying, and Ice Hervesting: Motor i 

4 (ID) BERNSTEIN, 8,, Flectricity—Conversion Systems, Protective Systems; Measuring and 
Spark Plugs and Ignition Systems, Switchboards, Relays, Magneta, Inductors, Transformers, Condensers, Transistors, 

4, (VI) BENDETT, B., Drying and Gas or Vapor Contact ‘with Solids; Ventilation; 

#, (1) BENOEL, W. O., Carbon Chemiatry (part), ¢. x. Bynthetic Resins, Netural or Synthetic Rubber... 

41, (1) YAFFEF, 8., Radio Tranemitters, Receivers and Tuners; Osciltators; Modulators; Plesoelectric Devices; Music... 

42. (V) NEFF, P. R., Bupporta; Joint Packing: Vaived Pipe Joints or Couplings; Rod Joints or Couplings; Tool Handle 
Fastenings; Pipes and Tubular Conduits; Shaft Packing... . 

4. (IV) REYNOLDS, E. R., Label Pasting end Paper Hangtog; Card, Picture and Sign Exhibiting; Books and Book 
Making; Manifolding: Printed Matter; Stationery; Paper Files and Binders; Flexible or Portable Closures or Parti- 
tons; Doors, Windows, Awnings and Shutters: Harness; Whip Apparatus... a — 

H, (ID NILSON, R. O., Electric Lampe; Electronic Tuber; Hecellaneous Discharge Devices; Lamp, Cathode Ray and 
‘Oas Discharge Device Circuits; Ray Energy (¢. £. X-Ray, Ultraviolet, Radioactive) Applications. ..... ae 

M4, (VI) KLINE, J. R., Burgery; Dentistry; Artificiel Body Members; Separating and Sorting Solids; Centrifugal Bow! 
Beparators; Comminutors. oe 

#. (t) KEELY, J. E., (@PECK, J. R., acting), Electrical and Wave Energy r 

a, (IID) MILLER, A. B., Cutting and Punching; Bolt, Nut, Rivet, Nail, Serew, Chain and Horseshoo Mi 
Screw Fastenings; Nut and Bolt Locks; Jewelry; Pipe Joints or Couplings... 

uM, (II) DOWELL, E. F., Rolls and Rollers; Making Metal Tools and Implements; Stone Working; 

‘and Apperatus; Food Apparatus; Closure Operate.2; Baths, Closets, Sinks ‘and Spittoons. 

&. (1) TENKIN, B,, Inorganic Chemistry; Fertilizers; Ons, Heating ‘end Iiuminating......-. 

i, (111) MORSE (Miss), £, L,, Winding end Reeling; Pushing end Pulling; Horology; Time Controlling Appa 
way Mail Delivery. 

@, (IV) SHAPIRO, A., Oames; Toys: 

@. (1) WINKELSTEIN, A. H., Foods and 
¢yelic or Acyclic Carbon Compounds; Abrading Com; 

Fitlera, Driers, and Organte Compositions 
V4. () OORECKI, O. A,, Fucla; Miscellaneous 

44, (V) LISANN, L., Geometric Instruments; Automatic Weighing Hi 

@, (VII) KRAFFT, C, F., Laminated Fabrics; Photographic ‘Processes and Prod H 

(0, (H) GALVIN, D. J., Wave Guides; Amplifiers; Electric Meters; Sound Recording; Conductors; Insulators... 

30, (It) DREWRINK, J, L., Explosive Weapons, Ammanition, Charges and Composition; Explosive Charge Manufectur- 
Ing; Jet Motor Processes; Torpedoes; Rader; Sonar; Automatic Pilots; Antennas; Actinide Beries (0. g. Fisstonable) 
Com pounds; Irradiation Chemistry; Mass Spectrometers. ome] 

DEsIONs: 'A—BREMM, O. 1.., Industrial Arts....------- eee 

8: R—ORAY, M. A, Househoki, Personal and Fine Arts, 


‘The following divisions have been abolished: 10, 44, 46, 00, 65 and 68 


EXPIRATION OF PATENTS 


The patents within the range of numbers indicated below expire during August 1955, except those which 
may have been extended under the provisions of the Veterans Patent Extension Act (64 Stat. 316 as 
amended by 66 Stat. 321) and those which may have expired earlier due to shortened terms under the provi- 
one of Pul ae 690. A list of Veterans’ patents which have been extended appears in the Annual Index 
of Patentsa—. . A " 2 


. Numbers 2,125,263 to 2,128,888, inclusive 
c-e-esa---, Numbers 282 to 289, inclusive 
3 


| AVAILABLE 
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EXHIBIT 5 


Some reported decisions of the Board of Appeals in the 
United States Patents Quarterly (U.S.P.Q.) wherein each 
panel comprised two acting examiners-in-chief 


*indicates examiner reversed and patent issued 


A.—Decisions Prior to July 30, 1958 


1. 
2. 


3. 


Ex parte Hart* (May 21, 1957) 117 USPQ 193 
Ex parte Bull et al.* (June 14, 1957) 117 USPQ 
302 
Ex parte Dere* (October 29, 1957) 118 USPQ 
541 


. Ex parte Dole (November 29, 1957) 119 USPQ 


260 (Examiner affirmed) 


. Ex parte Brian et al. (May 27, 1958) 118 USPQ 


242 (Examiner affirmed) 


. Ex parte Kantor et al. (June 10, 1958) 117 


7. 


8. 


9. 


USPQ 455 (Examiner affirmed) 


Ex parte Stanley* (June 10, 1958) 121 USPQ 
621 


Ex parte Roth et al.* (June 24, 1958) 118 USPQ 
112 


Ex parte Emm* (July 1, 1958) 118 USPQ 180 


B.—Decisions Subsequent to July 30, 1958 


10. 


11. 


12. 


13. 


Ex parte Sylvester* (August 19, 1958) 118 
USPQ 577 
Ex parte Inoue* (November 26, 1958) 121 
USPQ 149 
Ex parte Sylvester* (November 28, 1958) 123 
USPQ 403 


Ex parte McQueen* (December 2, 1958) 123 
USPQ 37 
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. Ex parte Linn* (January 29, 1959) 123 USPQ 
262 


. Ex parte Greenlee (February 17, 1959) 123 
USPQ 388 (Examiner affirmed) 

. Ex parte Hanford (February 18, 1959) 123 
USPQ 408 (Examiner affirmed) 


. Ex parte Scudi et al. (May 14, 1959) 123 USPQ 
504 (Examiner affirmed) 


[Certificate of service omitted in printing.] 
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[Caption omitted in printing.] 
ORDER 


Defendant’s MOTION FOR SUMMARY JUDGMENT 
AND Plaintiff's MOTION FOR SUMMARY JUDG- 
MENT having come on before this Court for hearing on 
October 18, 1967, and upon consideration thereof it is 
hereby ADJUDGED AND ORDERED THAT: 


(1) Plaintif’s MOTION FOR SUMMARY JUDG- 
MENT be and hereby is denied; 


(2) Defendant’s MOTION FOR SUMMARY JUDG- 
MENT be and hereby is granted; and 


(3) Complaint is dismissed. 


Judge 


[Certificate of service omitted in printing.] 


[Caption omitted in printing.] 
NOTICE OF APPEAL 


Notice is hereby given that John E. Lindberg, Jr., 
plaintiff above named, hereby appeals to the United States 
Court of Appeals for the District of Columbia Circuit 
from the final judgment entered in this action on October 
24, 1967. 


Jay M. CANTOR, 

Attorney for Plaintiff 

552 Pennsylvania Building 
Washington, D. C. 20004 


November 17, 1967 
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[Caption omitted in printing.] 
Filed 12/12/67 


STIPULATED CORRECTIONS 
TO CERTIFIED RECORD 
OF OFFICIAL COURT REPORTER 


It is hereby stipulated between attorneys for the above 
noted parties that the Certified Record Of Official Court 
Reporter should be corrected as follows: 


Page 2, line 12, change “in” to —an—. 

Page 2, line 16, change “grounds” to —ground—. 

Page 3, line 3, after “Appeals” add —current—. 

Page 5, line 14, cancel “is”. 

Page 5, line 15, change “phase” to —aids—. 

Page 5, line 20, change “for” to —on—. 

Page 7, line 1, change “as to” to —in—. 

Page 8, line 2, after “of course,” insert —because—. 

Page 8, line 10, after “experience” insert —in—. 

Page 8, line 15, after “plus” add —. 

Page 9, line 18, change “the” (end of line) to —their—. 

Page 10, line 2, change “of” (second occurrence to 
—in—. 

Page 10, line 5, change “heard” (first occurrence) to 
—rendered—. 

Page 10, line 18, change “office” to —case—. 

Page 11, line 2, after “the statute,” insert —that—. 

(Page 11, line 3, after “there”, insert —may—. 

Page 11, line 6, change “you had” to —there were—. 

(Page 11, line 12, after “years” add a comma; and 

Page 11, line 20, change “an” to —and—. 

Page 12, line 11, place a period (.) after “judgement”; 
change “he” to —He—. 

(Page 12, line 13, change “first interrogatory” to —first 
set of interrogatories—. 

‘Page 12, line 14, change “and a” to —but no—. 
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Page 12, line 15, change “interrogatory” to —set of 
interrogatories—; 

Page 12, line 20, change “an” to —and—. 

Page 138, line 4, change “it” to —be—; 

Page 18, line 12, after “statute”, insert —under—; 

Page 13, line 14, change “’52-53” to —1952 statute—; 

Page 13, line 15, delete “that’’; 

Page 138, line 17, change “is” to —are—. 

Page 14, line 16, change “Weichert” to —Wiechert—. 

Page 15, line 3, change “Weichert” to —Wiechert—; 

Page 15, line 5, change “was” to —involved—; 

Page 15, line 12, change “depty” to —depth—; 

Page 15, last line, change “its” to —his—. 

Page 16, line 8, change “Title 7” to —Title 35—; 

Page 16, line 9, before “a” add a quote; 

Page 16, line 10, after “Patents” add a quote; 

Page 16, line 11, before “one” add quotes; 

Page 16, line 14, after “Senate” add quotes; 

Page 16, line 14, change “are” to —or—. 

Page 17, line 7, change “Weichert” to —Wiechert—; 

Page 17, line 11, change “that” to —in—; 

Page 17, line 13, after “that”, add a coma (,); 

Page 17, line 14, after “statute” (both occurrences) 
add a comma (,); 

Page 17, line 18, change “hired as” to —higher than—; 

Page 17, line 19, change “hired as” to —higher than—; 

Page 17, line 19, after “examiners” add a —;; 

Page 17, line 20, after “appointees,” add —;. 

Page 19, line 12, after “show” add —, at—; 

Page 19, line 13, after “passed” add a comma (,); 

Page 19, line 17, change “So” to —Though—. 

Page 22, line 13, change “unless” to —when—; 

Page 22, line 21, after “one” add —such—. 

Page 24, line 1, before “the” (second occurrence) and 
after “panel” add quotes; 

Page 24, line 2, before “the” (first occurrence) insert 
quotes ; 

Page 24, line 3, change “briefs” to —brief—; 
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Page 24, lines 5 and 6, omit the paragraph indication; 

Page 24, line 8, after the period add quotes; 

Page 24, line 18, after “is” add a coma; 

Page 24, line 21, before “not” insert quotes; 

Page 24, line 22, after “15” add quotes. 

Page 25, next to last line, change “designated” to 
—designation—. 


Respectfully submitted, 


/s/ Jay M. Cantor 
JAY M. CANTOR, 
Attorney for Plaintiff 


/s/ Joseph Schimmel 
JOSEPH SCHIMMEL, 
U. S. Patent Office 
Attorney for Defendant 


December 11, 1967 
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{1] 
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 
Civil Action No. 1205-67 


JOHN E. LINDBERG, JR., 
Plaintiff, 


v. 
EDWARD J. BRENNER, 
Defendant. 


Washington, D. C. 
October 13, 1967 


The above-entitled matter came on for hearing before 
THE HONORABLE JOHN J. SIRICA, United States 
District Judge for the District of Columbia, at 10:00 
o’clock a.m. 

APPEARANCES: 

On behalf of the Plaintiff: 
JAY M. CANToR, EsgQ. 


On behalf of the Defendant: 


JACK E. ARMORE, Esq. 
JOSEPH SCHIMMEL, ESQ. 


(2] PROCEEDINGS 


THE DEPUTY CLERK: John E. Lindberg, Jr. v. 
Edward J. Brenner, Civil Action No. 1205-67. 

THE COURT: Let’s proceed. 

MR. ARMORE: Your Honor, I represent the defend- 
ant. 
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‘THE COURT: Who represents the moving party? 

‘MR. ARMORE: I represent the defendant and the 
defendant moves for a summary judgment. 

My name is Jack E. Armore. I represent the defendant, 
Commissioner of Patents in this case. 

‘The defendant has made a motion for summary judg- 
ment in this case. The plaintiff has made a counter mo- 
tion and also in opposition to defendant’s motion. 

'The plaintiff in his action in this case requests the 
Court to order the Commissioner to vacate the decision 
by the Board of Appeals in a patent application involved 
in this case on the grounds that the Board panel was 
improperly constituted because it consisted of one Exam- 
iner in Chief and two acting examiners in chief. 

.THE COURT: What does the statute say on that? 

MR. ARMORE: The statute, I would say, Your 
Honor, is very explicit on that point. The pertinent stat- 
ute is [3] 85 USC, Section 7, second paragraph. The 
section says that whenever the Commissioner considers it 
necessary to maintain the work of the Board of Appeals 
he may designate any patent examiner of the primary 
examiner grade or higher having the requisite ability to 
serve as Examiner in Chief for a period of six months. 
And if I may interpolate at this point, this part of the 
statute indicates that the Commissioner has the authority 
to designate as acting examiners in chief two categories 
of patent examiners, one category being a patent exam- 
iner of the primary examiner grade and the other cate- 
gory being a patent examiner of a grade higher than a 
primary examiner grade. 

The only actual limitation on this authority with re- 
spect to the Commissioner is with respect to the compo- 
sition of the panel. Actually the Board of Appeals con- 
sists of 15 members, or possibly currently 14 members, 
but the Board hears these cases in panels of three. The 
limitation with respect to the panel in the second para- 
graph, Section 7 reads specifically as follows: 
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“Not more than one such primary examiner shall be 
a member of the Board of Appeals hearing on appeals.” 
Consequently, the statute specifically puts a limitation 
[4] on the number of the first category of examiners; 
that is with respect to the primary examiner. The statute 
says there cannot be more than one primary examiner 
on a panel of the Board of Appeals. 

THE COURT: What other type of examiner? 

MR. ARMORE: The other type is a patent examiner 
of a higher grade than a primary examiner. 

We submit that this statute is completely clear and 
non-ambiguous. It merely limits the number of primary 
examiners on a panel of the Board to one. However, it 
does not prohibit the formation or designation of a panel 
of three where you have two acting examiners in chief, 
providing no more than one is a primary examiner and 
the other obviously then would be an examiner higher 
than a primary examiner. And that, we submit, is the 
proper construction of the statute. 

Now, the plaintiff, on the other hand, would construe 
this sentence that I have just read from the second para- 
graph from Section 7, which reads “not more than one 
such primary examiner shall be a member of the Board 
of Appeals hearing an appeal”, he would have that read 
not more than one such designated examiner shall be a 
member [5] of the Board of Appeals hearing an appeal. 
And that is not what the statute reads. 

THE COURT: Would you pass it up, please? 

MR. ARMORE: Yes, Your Honor. I have a copy here. 

THE COURT: What section? 

MR. ARMORE: That is Section 7 of the statute, it 
is on page 8—Section 7, second paragraph—the upper 
half of the second paragraph is the relevant part of the 
statute. 

THE COURT: All right. 

MR. ARMORE: Now, it is submitted, Your Honor, as 
pointed out in paragraph 3 of the defendant’s motion for 
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summary judgment that where a statute is clear and un- 
ambiguous in its meaning as this statute is—and it is 
so plainly lacks any ambiguity whatsoever, there should 
be no recourse to any interpretative phase such as legis- 
lative history and the like. Decisions were cited from the 
Supreme Court on this point. 

The plaintiff in his cross motion for summary judg- 
ment cites another decision of the Supreme Court which 
he thinks casts a cloud for the legal proposition I have 
just stated. I submit that it does not. 

{6] May I point out, Your Honor, that this present 
statute was adopted in its present language in 1952 and 
became effective in January 1, 1953. It was subsequently 
réenacted in the same present language in 1958 and 1959. 

‘The first time, Your Honor, that the Commissioner was 
given the authority to designate or to appoint acting ex- 
aminers in chief was in the statute of 1946. Now, in 
that statute, in the statute of 1946, there was a clear 
statement in the statute “not more than one designated 
examiner shall be a member of a panel hearing an appeal”. 

‘In other words, what the plaintiff is contending for 
now did appear in the 1946 statute. The statutes follow- 
ing 1946, the Act of 1950, the Patent Act of 1950, which 
is referred to in the papers, reversed that situation. In- 
stead of stating there should not be more than one desig- 
nated examiner, meaning you can only have one tempo- 
rary examiner, the statute of 1950 said there shall be not 
more than one designated primary examiner on the Board, 
reversing the situation, and specifying the limitation 
only as to a primary examiner. 

‘I am not using precise language of the statute, but 
this is the import of the statute. 

[7] Now, that statute of 1950 was changed as to 1952 
only in that the word “such” was added and preceded 
primary examiner. There is no change in substance with 
respect to the statute as it exists now, which is the stat- 
ute which existed in 1952, and which is the statute which 
existed in 1950. So the position that the plaintiff is con- 
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tending for that you cannot have more than one desig- 
nated examiner in chief—you cannot have more than one 
acting examiner in chief was true in 1946 until 1950. 

Since 1950, the language of the statute is so clear that 
a Commissioner has the authority and has the power to 
point two acting examiners in chief. 

THE COURT: Were there two acting examiners in 
chief on this Board? 

MR. ARMORE: There were two acting examiners in 
chief. Well, the members of the Board of Appeals are 
referred to as examiners in chief. There are permanent 
members of the Board; I think today about 14 or 15. 
They are referred to as examiners in chief. However, 
when it is necessary for the Commissioner to keep cur- 
rent with the work of the Board he can designate acting 
examiners in chief. Now, the Board involved in this case 
consisted of one fulltime examiner [8] in chief and two 
acting or designated examiners in chief, and it is, of 
course, of the presence of these two acting examiners in 
chief that this question arises. 

As to these two acting examiners in chief, Your Honor, 
one was in effect a primary—one was a patent examiner 
of the primary examiner grade. His official title in the 
office was supervisory patent classifier. 

Evidence submitted with the defendant’s supplemen- 
tary statement of facts showed that a supervisory patent 
classifier has to have patent examining experience that 
they are selected from the ranks of patent examiners and 
in fact for a long period of time in the office, from 1955 
to 1962, patent classifiers were actually doing patent 
examining. 

A patent classifier is a patent examiner plus he has to 
be a patent examiner and, in addition to that, he has to 
be capable of classifying patents and be familiar with all 
of the knowledge and information and the skills required 
in connection with that additional function. 

That was one of the acting examiners in chief. And 
this supervisory patent classifier I am referring to was 
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one of the acting examiners in chief, also had a [9] grade 
GS-15, which is the grade of a primary examiner. Con- 
sequently, he meets the specification of the statute that 
there may be one patent examiner with the grade of a 
primary examiner. 

The other acting examiner in chief on this particular 

Board was Director of Patent Classification. He was in 
charge of all the supervisory patent classifiers—in fact, 
of the whole patent classification operation. And this was 
a man who had a grade higher than that of a primary 
examiner, which, as I have pointed out, is not prohibited 
by the statute. Consequently, we had a board consisting 
of a full examiner in chief, two acting examiners in chief, 
and of those two acting one was a patent examiner of the 
grade of a primary examiner; one was a patent examiner 
of a grade higher than a primary examiner. And to more 
specifically point out the qualifications and competence of 
these people who acted as examiners in chief on this par- 
ticular Board, and I recognize that the plaintiff doesn’t 
challenge the competence, I might add that the Director 
of Patent Classifications, who acted as an examiner in 
chief on this Board, is now actually an examiner in chief. 
He has been given that appointment. 
[10] The supervisory patent classifier who had a grade 
of a primary patent examiner is now a manager of the 
office so he is in a higher position. This Board panel that 
heard the case which is involved in this action, the Board 
decision which was heard, the case was heard and the 
decision was rendered in February, 1967—of this year. 
These appointments which I have referred to—each of 
these acting examiners in chief have risen one to a full 
examiner in chief and the other to a manager. These 
promotions have happened in the last few months. Obvi- 
ously these individuals are highly qualified and come with- 
in the meaning of the statute. 

Further, Your Honor, may I also point out that for 
many years prior—for many years—going back 10-15 
years, or possibly more, there were many decisions by the 
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Board of Appeals in the Patent Office where there were 
two acting examiners in chief who had ranks correspond- 
ing to those of the acting examiners in chief in this office. 
A list of decisions by these boards which have been re- 
ported in the United States Patent Quarterly have been 
appended as an exhibit to defendant’s motion for sum- 
mary judgment. 

.{11] Impossible as it may seem in view of the express 
language or clear language of the statute, the Court should 
decide there be no more than one acting examiner in 
chief on a panel, a question may arise as to those cases 
which have been decided earlier by these ever so many 
boards of appeal panels where you had two acting exam- 
iners in chief. 

Furthermore, Your Honor, may I point out that, as 
I have already indicated, that this authorization, this 
authority of the Commissioner which is so clearly stated 
in the statute and exercised by the Commissioner to ac- 
tually have two acting examiners in chief on a panel, is 
a practice that has been followed by the office for many 
years ever since the inception of the statute that per- 
mitted it. And, as indicatd in paragraph 7 of the de- 
fendant’s motion for summary judgment, where an ad- 
ministrative agency had construed a statute in such way 
for so many years, there is a presumption of correctness 
with respect to the administrative agency, and decisions 
have been cited in paragraph 7 of the defendant’s motion 
for summary judgment. 

Now, I have analyzed, I have read an analyzed the 
plaintiff’s opposition to—the plaintiff’s opposition to the 
defendant’s motion for summary judgment, and it [12] 
appears that he purports to allege that there are certain 
issues of fact which remain and should be considered by 
the Court. I submit that the record is clear in view of 
the authoritative exhibits of which the Court can take 
judicial notice that there is here no genuine issue of fact 
and, consequently, the Court may decide the case on a 
motion for summary judgment on the basis of the essen- 
tial legal issue as I have outlined it. 
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May I briefly indicate the three points made by the 
plaintiff with respect to defendant’s motion for summary 
judgment, he says that there are issues of material fact 
which have been brought up in interrogatories which have 
been submitted by him. Now, as to the first interrogatory, 
there was an opposition and a hearing and as to the sec- 
ond interrogatory there was no necessity at the moment 
to oppose. 

Of course, there has been a stipulation between the 
parties that the defendant’s opposition to these interroga- 
tories which were considered unwarranted, irrelevant and 
onerous, there is no need to consider the opposition until 
the Court has disposed of these motions for summary 
judgment. Consequently, insofar as any issues are raised 
[13] by these interrogatories, there is substantial agree- 
ment that they do not raise genuine issues of material 
fact. 

With respect to other points that have been raised in 
the opposition, the plaintiff states that there is—it looks 
at the language of Section 7 and says that there is a ques- 
tion as to whether a primary examiner now is the same 
aS a primary examiner when this statute was enacted. 
And he says that by way of example, indicating that for 
example a law degree may not be required now but a law 
degree was required then. He also intimates that there 
may possibly be other differences of qualification. 

I submit, Your Honor, that this statute which we are 
operating currently, which was enacted in 1958, 1959, 
which is the same as ’52-53 specifies—merely specifies that 
a patent examiner of the primary examiner grade. There 
is no limitation as to the precise qualification. Any changes 
that may or may not have occurred is completely imma- 
terial in view of the fact that the particular specifica- 
tions for the position of primary examiner actually are 
determined by the Civil Service Commission. And the 
statute conveys this discretionary authority to the Com- 
missioner to designate employees who occupy a primary 
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[14] examiner grade as acting examiners in chief to the 
Board of Appeals. 

Moreover, this point is essentially moot because, of 
course, we are concerned with the particular people act- 
ing as examiners in chief in this case. It cannot be dis- 
puted that these particular examiners had law degrees— 
one was a member of the bar—and also, as I have indi- 
cated, it cannot be disputed that one was at least a patent 
examiner of the primary examiner level and the other 
was a primary examiner of a higher than primary exam- 
iner level. 

THE COURT: I think I understand. 

MR. ARMORE: Yes, Your Honor. I don’t know 
whether it is necessary for me—may I just make this 
additional point, Your Honor: The plaintiff relies heavily 
upon the In Re Weichert decision, CCPA. He incorpo- 
rates that decision to a considerable extent in his brief. 
He relies upon that decision for the fact that he says 
that two judges there disagreed as to the meaning of 
Section 7, and because they disagreed he said—the plain- 
tiff says this indicates an ambiguity in the statute. 

May I comment on that point briefly and then [15] 
reserve further comment after plaintiff’s argument if he 
discusses that in greater detail? 

The In Re Weichert decision was a decision by the 
Court of Customs and Patent Appeals. The issue there 
too was a Board panel consisting of one actual examiner 
in chief and two acting examiners in chief, and the Court 
itself raised a question as to whether or not this was a 
properly constituted panel. Eventually the majority de- 
cided that it was not an issue the Court could properly 
consider, because it hadn’t been raised as a reason of 
appeal. However, two judges, Judge Almond and Judge 
Smith did consider this matter in depty. 

Judge Almond analyzed the statute and agreed with 
the position of the Patent Office in full and I submit that 
this position is the correct one. 
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Judge Smith, on the other hand, also looked at the stat- 
ute; also mentioned it, but I submit that his analysis of 
the statute is demonstrably wrong. 

Now, in order to point out why it is demonstrably 
wrong, I would have to spend some time discussing the 
case with you. I can do that. However, I think if Your 
Honor wants me to do it, I will reserve that until after 
the plaintiff has presented its position. 

{16] MR. CANTOR: Your Honor, my name is J. M. 
Cantor and I represent the plaintiff, John E. Lindberg. 

‘Before I start my discussion I have seven exhibits 
which were presented to the Court with my: various pleas. 
I have other copies of them here if you want another 
copy. 

‘We have already discussed parts of Section 7, Title 35 
United States Code. I think that we have to look at Title 
7 though, Section 7 in terms of Section 3, on page 6 of 
the Patent Laws. And in this section it says a Commis- 
sioner of Patents—starting on the first line—one first 
assistant commissioner, two assistant commissioners and 
not more than 15 examiners in chief shall be appointed 
by the President by and with the advice and consent of 
the Senate. It makes it very clear that examiners in 
chief are what we call regular Board of Appeals members 
are persons who are not designated by the Commissioner 
of Patents but they are presidential appointees, just as 
members of District Courts, et cetera. And so they don’t 
fall into the same category as the acting member of the 
Board of Appeals. 

‘Now, we have to understand that this second section, 
part of Section 7, the part which is in issue here, was 
never part of the patent law until subsequent to the [17] 
second World War when there was too large a backlog. 
And then Congress passed a special bill in which they 
allowed examiners of primary examiner’s grade or higher 
to be appointed by the Commissioner to act, and the origi- 
nal bill said not more than one designated examiner. I 
won’t proceed with the history because it is all documented 
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in the opinion of Judge Smith in In Re Weichert and it 
is quite lengthy, and that is why I incorporated it here. 

The point that I wanted to make though is as the word- 
ing of the law gradually changed to its present form, 
nowhere was there a statement that any of the legislative 
history that this was a change in the law. My feeling is 
that without any preconditioning on the meaning of this 
statute if you were to just sit down and read this statute 
you couldn’t possibly come up with the meaning that the 
Patent Office is attributing because, according to the Pat- 
ent Office definition, why do we have to stop at one person 
who is hired as a primary examiner. We can have two 
persons who are hired as primary examiners who are 
not presidential appointees, and one primary examiner. 
We could have even had a Board with three non-presi- 
dentially appointed members of the Board. 

{18] Now, I don’t think that this is quite what Congress 
had in mind. For example, we can turn to some of the 
exhibits— 

THE COURT: Let me ask you a question first. 

MR. CANTOR: Certainly. 

THE COURT: Do you concede or admit that there 
are no material issues of fact in this case, that it is purely 
a question of law? 

MR. CANTOR: Well, my feeling is that there are 
facts which are not of record which could be material. 
For example, I challenge the statement that primary ex- 
aminer grade is clear. I think this is a secondary issue. 
I think the primary issue is what does the statute mean 
and what is the legislative history. 

THE COURT: I think it is a question of law. It 
comes down to a question of law. I would think so. 

MR. CANTOR: Well, on the basic issue I think it 
would be a question of law. 

THE COURT: We have that decided. 

MR. CANTOR: In some of the legislative history 
which I have attached Exhibit 3 and Exhibit 4 which 
were attached to my briefs, and I have extra copies of 
them here. 
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[19] It was pointed out in each of these other briefs 
specifically—I have pointed out the sections that I have 
quoted in my briefs: One of the beneficial points to hav- 
ing acting examiners taken from the examining corps is 
that examiners in chief are normally chosen from the 
ranks of patent examiners and it is a good training 
ground. In other words, the legislative history specifi- 
cally calls these men trainees, and the Patent Office inter- 
pretation of the statute is that they could have three 
trainees and no regular members. 

In fact, one of the reasons why I filed these interroga- 
tories was to be able to show the time the statute was 
originally passed primary examiners normally had 20 
years of experience in the office or more, and they had 
law degrees. There were very few exceptions whereas 
today there are primary examiners with 7 years experi- 
ence or less. It shows that there is quite a difference. 
So, as I pointed out, I think that is secondary in its im- 
portance. 

THE COURT: How about judges appointed to the 
Court of Customs and Patent Appeals who never tried a 
patent case? Does that make them less qualified? And 
also judges appointed to appellate courts or maybe our 
court [20] who never tried a case? 

MR. CANTOR: You can try anybody. I think cer- 
tainly a person who is not a member of any type of or- 
ganization of this type that makes decisions could be more 
qualified than persons who belong to it. 

THE COURT: Maybe an examiner who doesn’t have 
the title of chief might be better qualified than a chief 
examiner. 

MR. CANTOR: I can’t disagree, but I think according 
to the law these two men, one of which, as was pointed 
out who is now a member of the Board of Appeals at 
the time that he sat on this Board he was not a primary 
examiner, he was not a regular examiner in chief and, 
therefore, technically under the statute he was not quali- 
fied. 
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THE COURT: Doesn’t it come down to this: You 
want the Court to interpret the statute? 

MR. CANTOR: That’s right. I feel that the Court 
should interpret the statute. I feel that the statute is 
clear on its face. It does not say what the Patent Office 
says it says, number 1. This is all pointed out in my 
brief. I don’t want to go into too much detail unless you 
[21] want me to. 

THE COURT: It says here whenever the Commis- 
sioner considers it necessary to maintain the work of the 
Board of Appeals—I suppose this means as an emergency 
—that he may designate any patent examiner of the pri- 
mary examiner grade. You don’t quarrel with that, do 
you? 

MR. CANTOR: No, Your Honor. 

THE COURT: Or higher. You don’t quarrel with 
that? 

MR. CANTOR: No. 

THE COURT: Having the requisite ability to serve 
as examiner in chief for a period not exceeding six months 
each. Now, the primary examiner, I suppose, you are 
arguing has more ability in these matters than those two 
examiners do? 

MR. CANTOR: The examiner in chief. The examiner 
in chief is the one appointed by the President. The pri- 
mary examiner— 

THE COURT: He is the next? 

MR. CANTOR: No, he is the lowest actually. A pri- 
mary examiner and a person higher than primary exam- 
iner grade are not appointed by the president. They are 
[22] Patent Office employees. 

THE COURT: What were the qualifications of the 
men appointed in this case which you have some quarrel 
about? 

MR. CANTOR: Well, the men appointed in this case 
were in both instances classifications examiners—I forget 
their exact grades, but one of them was of the primary 
examiner grade and one was higher than primary exam- 
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iner grade. One of the points that I raised was that these 
men both were classification examiners and though it is 
true that a classification examiner is, according to the 
record, chosen from the ranks of the patent examiners, 
he is not necessarily a patent examiner unless he becomes 
a classification examiner. This is a point I don’t know 
the answer to. 

'THE COURT: The law says an examiner so desig- 
nated—I suppose you mean designated primary examiner 
—an examiner so designated shall be qualified to act as 
aimember of the Board of Appeals. Not more than one 
such primary examiner shall be a member of the Board 
of Appeals. 

MR. CANTOR: I think the basic issue is in that last 
sentence you read—does not more than one primary exam- 
iner refer to the entire primary examiner grade or [23] 
higher or does it just refer to primary examiner? That 
is the crux of the basic issue. 

THE COURT: Tell me again what was the grade of 
the other two men that served? 

MR. CANTOR: There was one person who was a pri- 
mary examiner grade, that means a Grade 15. There was 
one person who was higher than primary examiner but 
not a presidential appointee, a Grade 16. There was one 
examiner in chief who was appointed by the President 
and, of course, he was a grade 17, but I think that is 
immaterial what his grade was. He was a regular presi- 
dential appointee. 

' Now, I have another piece of evidence, Exhibit 7—this 
was the testimony of former Commissioner Robert Watson 
on July 30, 1958 before the House Judiciary Subcommit- 
tee Number 3. And at that time they were having hear- 
ings with regard to an increase in the salaries of Board 
of Appeals members and other members of the Patent 
Office, and also in the hopes they could increase the num- 
ber of regular members of the Board of Appeals from 9 
to 15. You will recall that Section 3 said 15 members, so 
that bill actually passed. It used to be 9. 
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On page 6 of this testimony, the second paragraph, 
[24] the Commissioner said the panel, referring to the 
Board of Appeals, the panel decides the matter after the 
hearing and after study of the briefs. The panel may 
comprise two regular members of the Board and one of 
the designated members. 

We cannot have two designated members serving on one 
panel of three. This is the statement of the Commissioner 
at that time. 

Now prior to the time the Commissioner made this 
statement and subsequent to the time he made this state- 
ment he was empanelling Boards of Appeal or somebody 
was empanelling Boards of Appeal of the type which is 
in issue here. But the point is if the Commissioner had 
this authority as the Patent Office now says, to empanel 
Boards with two or even three acting examiners, why did 
he have to go to Congress in 1958 to ask for more mem- 
bers? Why couldn’t he just empanel as many boards as 
he wanted to? Three patent examiners meet the qualifica- 
tions— 

THE COURT: What did Congress say about that? 

MR. CANTOR: They gave him the extra six men. If 

you read Section 3 on page 6, it now says not more than 
15 examiners and it used to say 9. 
[25] THE COURT: All right. Let me ask you some- 
thing: What do you understand this sentence to mean, 
Counsel? Section 7, second full paragraph: “An exam- 
iner so designated shall be qualified to act as a member 
of the Board of Appeals. Not more than one such primary 
examiner shall be a member of the Board of Appeals hear- 
ing an appeal.” How do you interpret that? 

MR. ARMORE: I interpret that, and the last sen- 
tence refers back not to the immediately preceding sen- 
tence, but the one preceding that, the sentence which says: 
“He may designate any patent examiner of the primary 
examiner grade or higher.” I construe that he may desig- 
nate any patent examiner of a primary examiner grade 
or higher to mean a designation of two categories of 
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patent examiners: One a patent examiner of primary 
examiner grade; the other a category of patent examiners 
of higher than primary examiner grade. Now, referring 
to the sentence, Your Honor, “Not more than one such 
primary examiner”, I submit refers to the first class, that 
is a patent examiner of primary examiner grade. And, 
therefore, it leaves it open as to designated on the same 
panel any patent examiner of a higher than primary 
examiner grade. May I add, Your [26] Honor, with 
respect— 

THE COURT: I understand. 

MR. ARMORE: The plaintiff’s counsel made refer- 
ence to the testimony of Commissioner Watson— 

THE COURT: That seems to be a reasonable inter- 
pretation, that is the whole point of the case. 

MR. ARMORE: That is the whole point, Your Honor. 

THE COURT: I will give you an opportunity to take 
this case to the Court of Appeals and get a ruling. It is 
time it should be decided. I will sustain your motion for 
summary judgment and I will deny plaintiff’s and you 
can carry it on to appeal. 


(Thereupon, at 12:20 o’clock p.m. the above-entitled 
matter was concluded.) 


COURT REPORTER’S CERTIFICATE 


This is to certify that the foregoing is a true and 
complete transcript of proceedings. 


/s/ Martha Jane Maloney 
MARTHA JANE MALONEY 
Official Court Reporter 


BRIEF FOR APPELLANT 


In THE 
United States Court of Appenties court of Anveak 
For THE DISTRICT OF COLUMBIA® “* <1 % Gownn2 Oct 


FILED FES & 


JoHN E. LINDBERG, JR., 
Appellant, 
v 


EDWARD J. BRENNER, COMMISSIONER OF PATENTS, 
Defendant. 


Appeal from the United States District Court for the 
District of Columbia | 
| 
| 


Jay M. CANTOR 
552 Pennsylvania Building 
Washington, D.C. 20004 
Of Counsel: 
A. DONHAM OWEN | 
ROBERT E. WICKERSHAM 


WILSON - EPES PRINTING Co. - RE 7-6002 - WASHINGTON. D. C. 20001 
i 


APPELLANT’S STATEMENT OF QUESTION 
PRESENTED 


The questions presented are whether: 


(1) Does Title 35 U.S.C. 7 considered with Title 35 
U.S.C. 8 grant to the Commissioner of Patents the right 
to appoint two or more acting or designated examiners- 
in-chief to be members of a three man Board of Appeals 
hearing an appeal in the Patent Office? 


(2) Does the Commissioner of Patents have authority 
under Title 35 U.S.C. 7 to appoint as acting or designated 
members of the Board of Appeals “classification exami- 
ners” rather than “patent examiners”? 


(3) Where material questions of fact regarding the 
legal qualifications of the acting or designated Board of 
Appeals members and of other matters were in issue, 
should the Court have granted defendant’s (appellee’s) mo- 
tion for summary judgment and denied plaintiff’s (appel- 
lant’s) cross motion for summary judgment? 


INDEX 


Jurisdictional Statement ————-.---____________---- 


Statement of Case ---.------c-e---cenceccsoeonenseeee————————— 
Statutes Involved ———_———________— 


Statement of Points on Appeal .....----__-___-------___------ 
Summary of Argument --_______--_-------______---------- 


1. The plain meaning of Title 35 U.S.C. 7, when 
considered with Title 35 U.S.C. 3, if clear, is 
that only one acting or designated examiner- 
in-chief may be a member of a Board of Appeals 
hearing an appeal in the Patent Office 

. The legislative history of Title 35 U.S.C. 7 clear- 
ly shows that it was never intended that the 
Commissioner of Patents be permitted to place 
more than one acting or designated examiner- 
in-chief on a Board of Appeals hearing an appeal 
in the Patent Office —-......---—-____-------------_- 
The two acting examiners-in-chief hearing the 
appeal in the Patent Office were “classification 
examiners” rather than “patent examiners” and 
therefore, individually or collectively, did not 
fulfill the requirements of Title 35 U.S.C. 7 
which requires that acting or designated ex- 
aminers-in-chief be “patent examiners” —... = 

. The Court below granted the defendant’s mo- 
tion for summary judgment when material ques- 
tions of fact were either in issue or had not been 
obtained by discovery proceedings 


Conclusion 


TABLE OF CASES 
United States v. Dickerson, 310 U.S. 54, 562 ___ 
Wiechert, In re, 370 F2d 927, 152 U.S.P.Q, 247 __. 
STATUTES 


Title 35 U.S.C. 3 -------c-c-cececenscscscscsesererererereem== 
Title 35 U.S.C. 7 


In THE 


United States Court of Appeals 


For THE DISTRICT OF COLUMBIA 
No. 21,530 


JOHN E. LINDBERG, JR., 
Appellant, 
v. 


EDWARD J. BRENNER, COMMISSIONER OF PATENTS, 
Defendant. 


Appeal from the United States District Court for the 
District of Columbia 


BRIEF FOR APPELLANT 


JURISDICTIONAL STATEMENT 


The jurisdiction of this Court to entertain the appeal 
is found in Title 28 U.S.C. 1291. Jurisdiction below was 
invoked under Title 28 U.S.C. 1861 by a complaint in the 
nature of mandamus (JA. 1A). 


STATEMENT OF CASE 


On August 11, 1964, John E. Lindberg, Jr., the appel- 
lant, filed an application for Letters Patent in the United 


2 


States Patent Office, now bearing Serial No. 390,259 and 
entitled Nose-Cone Cooling of Space Vehicles. The appli- 
cation was finally rejected by the Examiner and an appeal 
to the Board of Appeals of the Patent Office was timely 
filed and an oral hearing was conducted before the Board 
of ‘Appeals on February 16, 1967. On February 28, 1967, 
a decision was mailed by the Board of Appeals indicating 
for the first time that the Board of Appeals which heard 
and decided the appeal was composed of one examiner-in- 
chief and two acting or designated examiners-in-chief. 
Soon after realizing that the composition of the Board of 
Appeals hearing the appeal of the above noted application 
was of questionable legality, a petition to the Commission- 
erlof Patents was filed May 1, 1967, requesting that the 
decision of the Board of Appeals be vacated. By a paper 
mailed May 5, 1967, the petition to the Commissioner was 
denied and the Board of Appeals hearing the appeal above 
noted was declared by the Patent Office to be properly em- 
panelled in accordance with Title 35 U.S.C. 7 (JA. 14- 
2A). This exhausted plaintiff’s administrative remedy. 
A complaint in the nature of mandamus was then filed in 
the United States District Court for the District of Co- 
lumbia on May 15, 1967 (JA. 1A-3A). 


The Board of Appeals in the Patent Office hearing the 
above noted Lindberg appeal was composed of an exam- 
iner-in-chief who was appointed by the President, by and 
with the advice and consent of the Senate as required by 
Title 35 U.S.C. 3 and two acting or designated examiners- 
in-chief, who, at the time, were “classification examiners”, 
one of grade GS-15 and the other of higher grade (JA. 
4A4,115A). 


iInterrogatories were served upon the appellee on two 
occasions for the purpose of eliciting certain information 
which appellant considered essential to the determination 
of certain ones of the issues before the Court (JA. 6A- 
10A, 75A-78A). Appellee objected to the first set of in- 
terrogatories (JA. 27A) and stipulated with appellant 
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that the hearing on appellee’s objection to the plaintiffs 
first set of interrogatories be postponed and further stipu- 
lated with appellant that appellee need not respond to the 
second set of interrogatories until after a determination 
had been made on a motion for summary judgment filed 
by appellee (JA. 954). A cross motion for summary 
judgment was filed by the appellant prior to the stipula- 
tion (JA. 38A). 


At the hearing on motion for summary judgment (JA. 
107A-125A) as well as in his briefs (JA. 81A-38A, 41A- 
50A, 51A-74A, 78A-94A), appellant has consistently 
argued and reiterates his arguments herein that Title 35 
U.S.C. 7, when considered with Title 35 U.S.C. 3, if clear 
of meaning, permits the Commissioner of Patents to ap- 
point at most one acting or designated “patent examiner” 
of the primary examiner grade or higher to a Board of 
Appeals hearing an appeal in the Patent Office and fur- 
ther disagrees that the two “classification examiners” who 
were members of the Board of Appeals in the subject ap- 
peal would come under the class of “patent examiner” as 
set forth in Title 35 U.S.C. 7, paragraph 2. 


STATUTES INVOLVED 
TITLE 35 U.S.C. SECTION 3. 


Officers and employees 


A Commissioner of Patents, one first assistant 
commissioner, two assistant commissioners, and not 
more than fifteen examiners-in-chief, shall be appoint- 
ed by the President, by and with the advice and con- 
sent of the Senate. The assistant commissioners shall 
perform the duties pertaining to the office of commis- 
sioner assigned to them by the Commissioner. The 
first assistant commissioner, or, in the event of a va- 
cancy in that office, the assistant commissioner senior 
in date of appointment, shall fill the office of Commis- 
sioner during a vacancy in that office until a Com- 
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| missioner is appointed and takes office. The Secre- 

| tary of Commerce, upon the nomination of the 
Commissioner in accordance with law, shall appoint 
all other officers and employees. 


The Secretary of Commerce may vest in himself the 
functions of the Patent Office and its officers and em- 
ployees specified in this title and may from time to 
time authorize their performance by any other officer 
or employee. The Secretary of Commerce is author- 
ized to fix the per annum rate of basic compensation 

| of each examiner-in-chief in the Patent Office at not 

| in excess of the maximum scheduled rate provided for 

| positions in grade 17 of the General Schedule of the 
Classification Act of 1949, as amended. 


TITLE 35 U.S.C. SECTION 7 


Board of Appeals 


i The examiners-in-chief shall be persons of compe- 
' tent legal knowledge and scientific ability. The Com- 


| missioner, the assistant commissioners, and the exam- 

| jners-in-chief shall constitute a Board of Appeals, 

| which, on written appeal of the applicant, shall re- 
view adverse decisions of examiners upon applications 

| for patents. Each appeal shall be heard by at least 

, three members of the Board of Appeals, the members 
hearing such appeal to be designated by the Commis- 

' sioner. The Board of Appeals has sole power to 
grant rehearings. 


Whenever the Commissioner considers it necessary 
to maintain the work of the Board of Appeals cur- 
rent, he may designate any patent examiner of the 
primary examiner grade or higher, having the requi- 
site ability, to serve as examiner-in-chief for periods 
not exceeding six months each. An examiner so desig- 
nated shall be qualified to act as a member of the 
Board of Appeals. Not more than one such primary 
examiner shall be 2 member of the Board of Appeals 
hearing an appeal. The Secretary of Commerce is 
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authorized to fix the per annum rate of basic compen- 
sation of each designated examiner-in-chief in the 
Patent Office at not in excess of the maximum sched- 
uled rate provided for positions in grade 16 of the 
General Schedule of the Classification Act of 1949, as 
amended. The per annum rate of basic compensation 
of each designated examiner-in-chief shall be adjust- 
ed, at the close of the period for which he was desig- 
nated to act as examiner-in-chief, to the per annum 
rate of basic compensation which he would have been 
receiving at the close of such period if such designa- 
tion had not been made. 


STATEMENT OF POINTS ON APPEAL 


1. The order below is not supported by and is contrary 
to the evidence with regard to the issue of the interpreta- 
tion of Title 35 U.S.C. 7 and fails to dispose of all the is- 
sues raised by the pleadings and evidence. 


2. The Court below failed to consider questions raised 
such as whether “classification examiners”, who comprised 
two members of the three member Board of Appeals in 
question, are “patent examiners” as required by Title 35 
U.S.C. 7. 


3. The Court below granted the motion for summary 
judgment by defendant when material issues of fact were 
either in question or had not yet been elicited in discovery 
proceedings. 


SUMMARY OF ARGUMENT 


1. The plain meaning of Title 35 U.S.C. 7, when con- 
sidered with Title 35 U.S.C. 3, if clear, is that only one 
acting or designated examiner-in-chief may be a member 
of a Board of Appeals hearing an appeal in the Patent 
Office. 


2. The legislative history of Title 85 U.S.C. 7 clearly 
shows that it was never intended that the Commissioner of 
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Patents be permitted to place more than one acting or 
designated examiner-in-chief on a Board of Appeals hear- 
ing an appeal in the Patent Office. 


8. The two acting examiners-in-chief hearing the sub- 
ject appeal in the Patent Office were “classification exam- 
iners” rather than “patent examiners” and therefore, in- 
dividually or collectively, did not meet the requirement of 
Title 35 U.S.C. 7 that acting or designated examiners-in- 
chief be “patent examiners”. 


4. The Court below granted defendant’s motion for sum- 
mary judment when material issues of fact were either in 
issue or had not been obtained by discovery proceedings. 
In particular, plaintiff was not permitted to conduct dis- 
covery proceedings to show that “classification examiners” 
are not “patent examiners” as required by Title 35 U.S.C. 
7 and plaintiff was further not permitted to show by dis- 
covery that “primary examiner grade or higher”, as now 
constituted in the Patent Office and as it was constituted 
on February 16, and February 28, 1967, the days upon 
which the Board of Appeals hearing was held and the date 
of the Board of Appeals decision in the subject appeal, 
were quite different from what they were at the time Title 
35 U.S.C. 7 was initially enacted or at the time that it 
was amended in 1958 and 1959. 


ARGUMENT 


1. The plain meaning of Title 35 U.S.C. 7, when considered 

| with Title 35 U.S.C. 3, if clear, is that only one acting 
or designated examiner-in-chief may be a2 member of 
a Board of Appeals hearing an appeal in the Patent 
Office. 


The plain meaning of Title 35 U.S.C. 7, when considered 
with Title 35 U.S.C. 3, if clear on its face, requires that, 
at most, one acting or designated examiner-in-chief may 
be a member of a three man Board of Appeals hearing an 
appeal in the Patent Office. It is submitted that a reading 
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of Title 35 U.S.C. 7 without any preconditioning as to its 
meaning could result in one and only one possible inter- 
pretation of such meaning. This would be that the statute 
very clearly and definitely states that not more than one 
acting or designated patent examiner may be a member of 
a Board of Appeals hearing an appeal. Any other inter- 
pretation of the statute requires a strained and distorted 
interpretation of the meaning and intent of the words 
thereof. 


Though the meaning of section 7 is clear from a normal 
reading, a disection of the individual words thereof again 
leads to no other conclusion than that only one acting or 
designated examiner-in-chief at most can be a member of 
a Board of Appeals hearing an appeal. In the statement 
that “Not more than one such primary examiner shall be 
a member of the Board of Appeals hearing an appeal”, the 
statute is referring back to the statement “primary exam- 
iner grade or higher” and not to the term “primary exam- 
iner” alone. This analysis is quite clear. The word “such” 
was certainly not placed in the above quoted statement as 
surplusage and must have a meaning. This meaning could 
only be a reference to the entire clause “primary examiner 
grade or higher”. If it had been the intent of Congress to 
refer back to “primary examiner grade” alone rather 
than to the entire clause “primary examiner grade or 
higher”, there would have been no need to include the 
word “such” in the statute. The sentence using the word 
“such”, therefor, along with the very clear statement two 
sentences thereabove in the same title, sets forth that a 
Board of Appeals, to be properly empaneled, must include 
at least two examiners-in-chief and not more than one 
patent examiner taken from the entire class consisting of 
primary examiners and examiners of higher than primary 
examiner grade who are not examiners-in-chief, the Com- 
missioner of Patents or an assistant commissioner of pat- 
ents. To hold otherwise would be a complete disregard of 
words included in this statute. 
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An interpretation of Title 35 U.S.C. 7, as urged by the 
Commissioner of Patents and the Patent Office, to the ef- 
fect' that the Board of Appeals can have no more than one 
examiner of primary examiner grade thereon but can in- 
clude, in addition thereto, examiners of higher than pri- 
mary grade, leads to a complete absurdity. Were the 
clause “Not more than one such primary examiner shall 
be a member of the Board of Appeals” referring only to 
the term “primary examiner” two sentences thereabove in 
the statute, the Commissioner of Patents would have no 
limitation on the number of persons of higher than pri- 
mary examiner grade who could be placed on a Board of 
Appeals in addition to an examiner of primary examiner 
grade. Therefor there would be no requirement that the 
Commissioner stop with only one examiner of primary 
examiner grade and one examiner of higher than primary 
examiner grade. For example, the interpretation of Title 
35 U.S.C. 7 as urged by the Patent Office would permit 
the Commissioner to appoint one examiner of primary ex- 
examiner grade and one examiner of higher than primary 
examiner grade to the Board of Appeals and include no 
examiners-in-chief, that is, no examiner who has been ap- 
pointed by the President by and with the advice and con- 
sent of the Senate. Such a Board of Appeals would be 
composed entirely of designated or acting examiners and 
would cease to be a Presidentially controlled Board but 
rather a Board controlled by the Commissioner of Patents. 
This would be a violation of due process since an applicant 
for patent would not be afforded a hearing before a Board 
of Appeals, a2 majority of whom are not under the control 
of the Commissioner, the person who legally has finally re- 
jected the application and thereby caused the appeal. In 
other words, a Commissioner of Patents would be both ap- 
pellee and appeal board under the interpretation of Sec- 
tion 7 as urged by the Patent Office. 


It is therefor clear that there need be no question of 
Congressional intent through legislative history (though 
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the Congressional intent is quite clear from the legislative 
history and must be considered) because the Congressional 
intent is quite clear from the plain meaning of the words 
as set forth in Title 35 U.S.C. 7. A properly empaneled 
Board of Appeals must have at least three members there- 
on, must include at least two examiners-in-chief, and can 
include not more than one acting examiner-in-chief (i.e. 
a patent examiner of primary examiner grade or higher 
who is designated by the Commissioner of Patents). 


2. The legislative history of Title 35 U.S.C. 7 clearly 
shows that it was never intended that the Commis- 
sioner of Patents be permitted to place more than one 
acting or designated examiner-in-chief on a Board of 
Appeals hearing an appeal in the Patent Office. 


The defendant urged below that Title 35 U.SC. 7 was 
clear and unambiguous and stated, for that reason, that it 
was well settled that recourse to interpretive aids, such as 
legislative history, is precluded. It is submitted that Sec- 
tion 7 is not clear and unambiguous and, in this regard, 
the decision in re Wiechert, 152 USPQ 247, 370 F2d 927 
is noted wherein the two judges who rendered an opinion 
on the basic issue therein disagreed. This is certainly not 
a manifestation of clarity or unambiguity. In addition, 
the rule of statutory interpretation as urged by the de- 
fendant is contrary to opinions of the Supreme Court of 
the United States. For example, in United States v. Dick- 
erson, 310 U.S. 54, 562 (1940), Justice Murphy com- 
mented,: 


“It would be anomalous to close our minds to per- 
suasive evidence of intention on the ground that rea- 
sonable men could not differ as to the meaning of the 
words. Legislative materials may be without proba- 
tive value, or contradictory, or ambiguous, it is true, 
and in such cases will not be permitted to control the 
customary meaning of words or overcome rules of 
syntax or construction found by experience to be 
workable: They can scarcely be deemed to be incom- 
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_ petent or irrelevant.... The meaning to be ascribed 

‘ to an Act of Congress can only be derived from a 
considerate weighing of every relevant aid to con- 
struction.” 


It would therefor follow that, whether the statute be 
clear or unclear, the Supreme Court has stated that the 
Court can look beyond the four corners of the document 
and, as stated hereinabove, it would appear the statute 
does lack clarity. 


The only known federal court case wherein Title 35 
U.S.C. 7 was involved is in re Wiechert, 152 USPQ 247, 
370 F2d 927, wherein the basic issue herein was never de- 
cided. In that case, the majority decided that the Court 
of Customs and Patent Appeals did not have jurisdiction 
of ithe issue due to an oversight in the statement of rea- 
sons for appeal. Two of the judges disagreed and were 
of the opinion that the Court of Customs and Patent Ap- 
peals did have jurisdiction of the issue. However, these 
judges disagreed as to the interpretation of Section 7. 


Judge Smith, one of the dissenters, prepared a lengthy and 
well documented opinion, holding that Section 7 was am- 
biguous. Judge Smith stated that he did not find 35 
U.S.C. 7 “plainly expressive of intent not rendered dubi- 
ous by the context of the act”. Judge Smith stated that 
he found that: 


“the main paragraph of Section 7 restricts the 
| meaning of the exception stated therein and that the 
' exception, as construed by the Commissioner, is re- 
' pugnent to the general purview of the section. Fur- 

ther the legislative history imports the true meaning 
to be attributed to the exception in Section 7.” 


Judge Smith then proceeds to set forth the legislative his- 
tory of Section 7 with reference to specific documents. 
This legislative history clearly shows that the intent of 
Congress was to retain the Board of Appeals as an inde- 
pendent “quasi-judicial” board of review independent of 
and beyond the control of the Commissioner of Patents. 
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The learned opinion of Judge Smith is relied upon by ap- 
pellant. 


To emphasize portions of the legislative history as set 
forth in Judge Smith’s opinion, reference is made to re- 
port No. 2695 of the 79th Congress (JA. 51A-54A) where- 
in it is stated as follows: 


“That the House recede from its disagreement to 
the amendment of the Senate to the text of the bill 
and agree to the same with an amendment as follows: 


In lieu of the matter proposed to be inserted by the 
Senate amendment insert the following: That not- 
withstanding the provisions of section 476 of the Re- 
vised Statutes (U-S.C., title 35, sec. 2), the Commis- 
sioner of Patents is authorized to designate exam- 
iners of the principal examiner grade or higher, 
having the requisite ability, to serve as examiners in 
chief and such examiners so designated shall be fully 
qualified to act as members of the board of appeals 
constituted by section 482 of the Revised Statutes 
(U.S.C., title 35, sec. 7): Provided, that no such ex- 
aminer shall so serve for more than ninety days in 
any calendar year but thereafter they shall have au- 
thority to act and sign decisions and papers necessary 
to complete action on cases heard during such ninety 
days: And provided further, That not more than one 
such examiner shall be among the members of the 
board of appeals hearing an appeal.” 


The above report accompanied H.R. 4080 which was the 
first bill to provide for the special exception whereby 
designated examiners could be appointed to the Board of 
Appeals by the Commissioner of Patents. The report 
leaves no doubt that only one designated examiner can be 
a member of the Board of Appeals. Nowhere in any ma- 
terials subsequent to report No. 2695 and to the passage 
of Title 35 U.S.C. 7 can anything be found indicating that 
any amended wording from that of report No. 2695 was 
intended to provide a change in meaning. 
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The “Statement Of The Managers On The Part Of The 
House” which forms page 3 of Report No. 2695 (JA. 538A- 
54A) states as follows: 


“The first section of the Senate amendment pro- 
vides that, notwithstanding the provisions of section 
476 of the Revised Statutes, the Commissioner of 
Patents is authorized to designate examiners of the 
principal examiner grade or higher, having the requi- 
site ability, to serve as examiners in chief. It also 
provides that examiners so designated shall be fully 
qualified to act as members of the board of appeals 
provided for by section 482 of the Revised Statutes. 
No examiner so designated shall serve as examiner in 
chief for more than 90 days in any calendar year, and 
not more than one such examiner shall be among the 
members of the board of appeals hearing an appeal.” 


Here again, the language is closer to that of the final bill 
as passed by Congress and, still, the language clearly al- 
lows ony one designated examiner at most on a Board of 


Appeals. As stated above, no subsequent reports of any 
type indicate that changes in the wording of Title 35 
U.S.C. 7 were intended to be a change in the law. 


The intent of Congress is even more clearly set forth in 
Report No. 1617 of the 81st Congress, 2d Session, which 
accompanied $.2328 (JA. 55A-59A) wherein it is stated 
that changes to Title 35 U.S.C. 7 are as follows: 


“The Commissioner, when in his discretion consid- 
ered necessary to maintain the work of the board of 
appeals current, may designate any examiner of the 
primary examiner grade or higher, having the requi- 
site ability, to serve as examiner in chief for periods 
not exceeding six months each, and any examiner so 
designated shall be qualified to act as a member of 
the board of appeals. No more than one primary ex- 
aminer shall be among the members of the board of 
appeals hearing an appeal.” 


In the discussion in this same Report it is stated as fol- 
lows: 


13 


“By reason of their training and experience, pri- 
mary examiners and examiners of the same or higher 
grade, such as supervisory examiners, interference ex- 
aminers, and Jaw examiners, are peculiarly fitted to 
serve as examiners in chief. In fact, examiners in 
chief are customarily selected from their ranks. Thus, 
their designation to serve as examiners in chief in the 
manner contemplated by the amendment would not in- 
volve any departure from the recruitment policy 
which has been adopted in this respect. Also, their 
services on the Board will provide opportunities for 
them to gain wider knowledge of the practices ob- 
taining in divisions of the Patent Office other than 
their own, and of the arts and sciences generally as 
they develop and are exemplified in pending applica- 
tions for patents, as well as opportunities for them 
to demonstrate their abilities for the future appoint- 
ments as permanent examiners in chief.” 


It will be noted that no differentiation is made between 
“primary examiners and examiners of the same or higher 
grade, such as supervisory examiners, interference exam- 
iners and Jaw examiners”. In fact, the discussion therein 
as well as in Report No. 2557 of the 85th Congress, 2d 
Session clearly shows that an advantage of using desig- 
nated examiners is to provide “a means of testing prospec- 
tive new members”. Certainly it was not the intent of 
Congress to test prospective new members of the Board 
of Appeals wherein such prospective members or effective- 
ly trainees made up a majority of the Board of Appeals. 
In fact, according to the interpretation of Section 7 as 
urged by the Patent Office, a Board of Appeals could be 
composed of three such trainees and no regular, experi- 
enced Presidentially appointed examiners-in-chief. This 
clearly was not and could not have been the intent of Con- 
gress. 


It is clear that even the Commissioner of Patents real- 
ized that Title 35 U.S.C. 7 permitted him to place at most 
one acting or designated examiner on the Board of Ap- 
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peals. This was set forth in the Congressional Record— 
House (JA. 80A-86A) wherein, Congressman Libonati re- 
ferred to testimony of Commissioner Watson. This testi- 
mony (JA. 874-944) was taken before the Committee on 
the Judiciary, (Subcommittee No. 3) on July 30, 1958. At 
the time, in addition to other matters, Commissioner Wat- 
son was attempting to have the number of examiners-in- 
chief as defined by Title 35 U.S.C. 3 raised from nine 
members as the statute stated at that time to “not more 
than fifteen” members due to the large backlog of patent 
applications on appeal. One of the arguments which the 
Commissioner of Patents set forth before Congress in at- 
tempting to obtain more regular (Section 3) members on 
the Board of Appeals was the fact that he was restricted 
in empaneling Boards of Appeal in that he could not have 
two designated or acting examiners serve on one panel of 
the Board of Appeals. The Commissioner stated in his 
testimony (JA. 91A-92A) : 


“The panel decides the matter after the hearing 


and after study of the brief. The panel may com- 
prise two regular members of the Board and one of 
the designated members. We cannot have two desig- 
nated members serve on one panel of three.” 


The Patent Office implies that Commissioner Watson 
was in error in his statement before the House subcommit- 
tee and cites Boards of Appeal which were empanelled 
during Commissioner Watson’s tenure which were com- 
posed of two acting examiners-in-chief and one Section 3 
examiner-in-chief. This, however, does not mean that 
Commissioner Watson was aware at the time that such 
Boards of Appeal were being empanelled since he would 
obviously not attempt to fabricate testimony being de- 
livered to Congress. Furthermore, it is quite clear that 
Congress accepted Commissioner Watson’s statement that 
“We cannot have two designated members serve on one 
panel of three.” Congress’ willingness to change the law 
in view of this testimony is evidence of this fact. It will 
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be noted that the statute was changed subsequent to Com- 
missioner Watson’s testimony to provide up to fifteen ex- 
aminers-in-chief rather than the nine which the law previ- 
ously required. It therefore follows, at the time Title 35 
U.S.C. 7 was amended, both the major witness before Con- 
gress and the Congress itself were of the opinion that the 
statute required that not more than one acting or desig- 
nated examiner-in-chief could serve on a panel of three 
composing a Board of Appeals hearing on appeal. 


3. The two acting examiners-in-chief hearing the appeal 
in the Patent Office were “classification examiners” 
rather than “patent examiners” and therefore, indi- 
vidually or collectively, did not fulfill the require- 
ments of Title 35 U.S.C. 7 which requires that acting 
or designated examiners-in-chief be “patent examiners”. 


The two acting or designated examiners-in-chief hear- 
ing the appeal in the subject patent application were “clas- 
sification examiners” rather than patent examiners and 
therefor, individually or collectively, did not fulfill the spe- 
cific requirements set forth in Title 35 U.S.C. 7 which re- 
quires that designated or acting examiners-in-chief be 
“patent examiners of the primary examiner grade or 
higher”. The exact job descriptions of each of the acting 
or designated examiners at the time the appeal was heard 
and the decision on appeal was rendered are not of record 
because the plaintiff has not had the opportunity to pro- 
ceed with discovery proceedings. This question will be 
discussed in greater detail hereinbelow in connection with 
another argument. However, even considering the evi- 
dence which has been submitted by the defendant with re- 
gard to this question (JA. 97A-103A), it can be seen that 
even in the job description which defendant alleges to show 
that classification examiners are “patent examiners”, as 
a matter of fact the contrary is true. The job description 
dated June, 1960 (JA. 98A) states that classification 
examiners are normally taken from the class of patent ex- 
aminers, however, the term “normally” means that these 
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classification examiners need not be taken from the ranks 
of ‘patent examiners. Furthermore, the mere fact that a 
classification examiner is taken from the ranks of patent 
examiners does not mean that he continues to be a patent 
examiner after he has become a classification examiner. 
Nowhere in the job description of patent classifiers does it 
state that such patent classifiers are “patent examiners”. 
It therefor follows that patent classification examiners are 
not patent examiners and such classification examiners 
fail to comply with the requirements of Title 35 U.S.C. 7. 
Since the two acting or designated examiners-in-chief who 
were members of the Board of Appeals here in question 
where classification examiners, it further follows that the 
Board of Appeals did not comply with the requirements 
of Title 35 U.S.C. 7 regardless of whether this Court de- 
cides on an interpretation thereof as urged by the plain- 
tiff or defendant herein. 


4. The Court below granted the defendant’s motion for 
summary judgment when material questions of fact 
were either in issue or had not been obtained by dis- 
covery proceedings. 


Appellant contends that summary judgment for the de- 
fendant is not proper in this case for the reasons that (1) 
there is a genuine issue as to material facts pertinent to 
consideration of defendant’s motion and (2) insufficient 
facts are of record for the Court to make a proper deter- 
mination of the issues pertinent to consideration of de- 
fendant’s motion (JA. 30A-38A). These facts can only be 
made of record by proper discovery proceedings which 
plaintiff has attempted to carry forward in part by sub- 
mitting a set of interrogatories which were served on de- 
fendant by plaintiff on July 28, 1967 (JA. 6A-10A). De- 
fendant raised objections and filed an opposition thereto on 
the ground that the interrogatories are “entirely irrele- 
vant to the issue of the case” and on the ground that they 
“would be an oppressive, time consuming and a costly im- 
position on the defendant” (JA. 27A-29A). A hearing on 
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defendant’s objection to the interrogatories was continued 
by mutual consent of the parties (JA. 95A). 


On July 19, 1952 and January 1, 1958, the Patent Office 
was of certain organization with various layers of per- 
sonnel starting with the Commissioner of Patents and 
working downward. On each of these two dates, patent 
examiners who were employed by the Patent Office were 
working under job descriptions of their grade and primary 
examiners were at those times in a particular position in 
the organization of the Patent Office and were working 
under a specific job description which is presently not in 
existence and was not in existence on February 16, 1967, 
the date the appeal in this case was argued before the 
Board of Appeals or at any time thereafter. It is there- 
fore a serious question whether the term “primary exam- 
iner grade” as set forth in Title 35 U.S.C. 7 is referring 
to the same person who the Patent Office is now urging 
to be a primary examiner. Appellant believes that discov- 
ery will show that primary examiners today do not have 


the same duties or responsibilities as those who were pri- 
mary examiners on July 19, 1952 and/or January 1, 1953. 
Appellant also believes that discovery will show that pri- 
mary examiners today do not fall at the same position in 
the organization chart of the Patent Office as they did on 
July 19, 1952 and/or January 1, 1953, but that they 
would be at a lower level on the organization chart. 


Appellant also believes that discovery will show that a 
patent examiner of the primary examiner grade on July 
19, 1952 and/or January 1, 1953, was required to have a 
degree in law, whether this be on his job description or 
not. Appellant believes that by discovery proceedings it 
can be shown that substantially all primary examiners in 
the Patent Office had legal training at that time whereas 
many primary examiners today and at the time the appeal 
was heard did not have such training and were not re- 
quired to either in writing or otherwise. All of this dis- 
covery would be required in determining whether the term 
“primary examiner grade” as set forth in Title 35 U.S.C. 
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7 is referring to the same primary examiner grades as 
now constituted in the organization chart of the Patent 
Office. 


Appellant has stated in paragraph 5 in its “Statement 
of Undisputed Material Facts” that “the Board of Appeals 
which considered the present case consisted of an exam- 
iner-in-chief and two acting examiners-in-chief, one being 
the Director of Patent Classification and the other a Su- 
pervisory Patent Classifier; the latter having a grade cor- 
responding to a primary examiner and the former a grade 
higher than that of a primary examiner” (JA. 17A). This 
statement is certainly not undisputed since appellant is 
without knowledge as to the truth of these statements. 
Nothing on the record shows this to be the case and this 
can only be proven by proper discovery proceedings to 
which the defendant to date has objected. There is no 
showing of facts in the record to prove that a Director of 
Patent Classification and/or a Supervisory Patent Classi- 
fier was a “patent examiner” as set forth in the statute. 
It! would also have to be determined as a matter of fact, 
as stated hereinabove, whether the two acting examiners- 
in‘chief, individually or collectively, fulfill the require- 
ments of Title 35 U.S.C. 7 at the time of passage of Title 
35 U.S.C. or of the commencement of its implementations, 
namely July 19, 1952 or January 1, 1953. For this rea- 
son, the “Statement of Undisputed Material Facts” as 
submitted by the defendant is not undisputed at all and 
material issues of fact exist. 


CONCLUSION 


The judgment below is contrary to the facts and con- 
trary to the law and is an acquiescence in the denial of 
due process. Title 35 U.S.C. 7, when read without any 
preconditioning as to its meaning, results in only one pos- 
sible interpretation thereof, that being that no more than 
one acting or designated examiner-in-chief can be a mem- 
ber of a Board of Appeals hearing an appeal. Any other 


19 


interpretation of the plain meaning of the words can only 
be arrived at by a distorted or strained interpretation 
thereof. The legislative history of Title 35 U.S.C. 7 rein- 
forces this conclusion by showing that Congress never in- 
tended that more than one acting or designated examiner- 
in-chief be a member of a Board of Appeals. It is fur- 
ther clear that on the basis of the evidence of record, a 
“classification examiner” is not a “patent examiner” and 
therefore does not meet the requirements of Title 35 
U.S.C. 7. Therefore, the two acting or designated mem- 
bers of the Board of Appeals in question failed to comply 
with Title 35 U.S.C. 7 on this ground. In addition, ma- 
terial questions of fact are either in issue or are not of 
record since appellant was never permitted to proceed 
with discovery proceedings. It is elementary that when 
material issues of fact exist, summary judgment cannot 
be granted. 


It is respectfully submitted that the judgment below 
should be reversed on the ground that the interpretation 
of Title 35 U.S.C. 7 as urged by the appellant is clearly 
correct in view of the evidence. Alternatively, it is re- 
spectively submitted that the motion for summary judg- 
ment for the appellee should not have been granted since 
material issues of fact exist and that the decision below 
should be reversed and the case remanded for discovery 
proceedings as outlined herein. 


JAY M. CANTOR 
Attorney for Appellant, 
John E. Lindberg, Jr. 


Of Counsel: 
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STATEMENT OF QUESTIONS PRESENTED 


In the opinion of the appellee, the questions pre- 
sented in this appeal are: 

1. Did the District Court err as a matter of law in 
agreeing with the appellee that, under Section 7 of 
Title 35, United States Code, the Commissioner of 
Patents has discretionary authority to designate two 
patent examiners of the primary examiner grade or 
higher as acting members of a three member panel of 
the Board of Appeals, providing that no more than 
one of the designated members of the panel is a pri- 
mary examiner? 

2. Did the District Court err in agreeing with the 
appellee, especially in view of concessions to that 
effect made by appellant’s counsel at the hearing 


below (JA-120A) and the stipulation between the 
parties as to plaintiff’s interrogatories (JA-95A), 
that there is no genuine issue as to any material fact 
but that the basic issue presented is a question of law 
(JA-120A) ? 
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History of the case--- 
Summary of argument_ 


. Only section 7 of title 35 is relevant. 
. Section 7 clearly permits two acting members on a panel of 
the board of appeals. 
. Preceding section 7 in repealed title 35. 
. Statute must mean what it says. 
. Reversal of the district court would cast clouds on numerous 
patents. 
. Presumption of correctness accorded administrative interpre- 
tation of statute 
. Legislative history of section 7 
. Appellant conceded below that there is no genuine issue as to 
any material fact...- 
Conclusion. 
Authorities Cited: 
Allen v. United States ex rel. Lowry, 26 APP D.C. 8, 24_-.--.- 
Bates Refrigerating Co. v. Sulberger, 157 U.S. 1 
Condon, Ex parte, 100 USPQ 166. 
Dalton, Ex parte, 152 USPQ 68. 
Freeman, 100 USPQ 315. 
Lake County v. Rollins, 130 US 662, 670, 671.-- 
Turinsky, Ex parte, 100 USPQ 443. 
United States v. American Trucking Association, 310 U.S. 543_. 
Weichert, In re, 370 F. 2d 927, 152 USPQ 247. 
Statutes Involved: 
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GAnited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 21530 


JOHN E. LInpBERG, JR., APPELLANT 
Vv. 


EpwarD J. BRENNER, COMMISSIONER OF PATENTS, 
APPELLEE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR APPELLEE 


INTRODUCTION 


This is an appeal from the order of the United 
States District Court for the District of Columbia 
(JA-106A) denying plaintiff’s Motion For Summary 
Judgment, granting defendant’s Motion For Summary 
Judgment, and dismissing the complaint in an action 
alleged to have been brought under the Patent Act 
of 1952 (Title 35 United States Code) and asserting 
jurisdiction under Title 28 U.S.C., Section 1361. 
Defendant admitted the jurisdictional allegation, but 
denied that the action arises under 35 U.S.C. (JA- 
5A). 

In that action (JA-1A), the appellant (plaintiff 
below), applicant in patent application Serial No. 

(1) 
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390,259, filed on August 11, 1964, in which claims 
were finally rejected by the examiner on March 30, 
1966 and in which the Board of Appeals affirmed the 
rejection on February 28, 1967 and also on reconsid- 
eration on March 29, 1967 (JA-17A), sought to have 
the District Court order the appellee (defendant be- 
low) to vacate the decisions of the Board of Appeals 
in that application on the ground that “the Board 
was not properly constituted’’ under Sections 3 and 7 
of Title 35, United States Code, because on the panel 
rendering the aforementioned decisions there were two 
acting examiners-in-chief. The Court was also re- 
quested to order the appellee “to empanel a properly 
constituted Board of Appeals’? to hear and decide 
the case, the new panel not to include any members 
of the previous panel (JA-3A). The burden of the 
complaint (JA-1A) was that Sections 3 and 7 of 
Title 35, United States Code, do not permit more 
than one acting examiner-in-chief to sit on a panel 
of the Board of Appeals hearing and deciding an 
appeal. 

After answering the complaint (JA-5A), in which 
defendant denied “that plaintiff is entitled to the 
orders requested in the prayers of the complaint’’, 
defendant filed a Motion For Summary Judgement 
(JA-11A), accompanied by ‘‘Points and Authorities” 
(JA-12A) and ‘‘Statement of Undisputed Material 
Facts’ (JA-17A) with Exhibits 1 and 2 (JA-23A 
and 26A). Defendant further filed a Supplementary 
Statement of Facts (JA-96A) with Exhibits 3 to 5 
(JA-97A, 101A and 104A). Plaintiff filed an Opposi- 
tion to Motion For Summary Judgement By Defend- 
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ant (JA-30) with ‘‘Points and Authorities” .(JA- 
31A), and a Cross Motion For Summary Judgment 
(JA-38A) with a ‘Statement of Undisputed Material 
Facts’? (JA-39A) aswell as “Points and _Authorities” 
(JA-41A) and a ‘Supplement to Points and Author- 
ities” (J A-78A). 

The plaintiff filed a first set of ero wiories 
(JA-6A) and defendant opposed (J A-27A)). Plaintiff 
also filed a second set of interrogatories (JA-75). 
The parties then mutually agreed and stipulated. that 
defendant need not respond to the second set’ of inter- 
rogatories ‘‘until after there has been a decision on 
the Motions for Summary Judgment in the case” and 
that a hearing on the first set of interrogatories “be 
postponed until after there has been a decision on 
the Motions for Summary Judgments”’ . (J A-95A). 


HISTORY OF THE CASE IN THE PATENT OFFICE 


The history of the case in the Patent Office is set 
forth in the appelle’s ‘‘Statement of Undisputed 
Material Facts” (JA-17A). Appellant’s correspond- 
ing statement (JA-39A) is in substantial agreement. 
The parties agree that the Board of Appeals which 
decided that appellant was not entitled to a patent 
was a panel consisting an examiner-in-chief and two 
acting examiners-in-chief—one being the Director of 
Patent Classification and the other a Supervisory Pat- 
ent Classifier; the latter having a grade correspond- 
ing to a primary examiner and the former a grade 
higher than that of a primary examiner. The appel- 
lant first objected to the composition of the Board 
about 30 days after the Board’s decision on reconsid- 
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eration. This protest was in the form of a petition 
to appelee, Commissioner of Patents, to vacate the 
decision of the Board of Appeals on the ground that 
it was ‘‘not properly empanelled as required by 
statute” (35 U.S.C. 7) imasmuch as the panel com- 
prised two acting examiner’s-in-chief. This petition 
was denied in a written decision by the First Assist- 
ant Commissioner acting for appellee, setting forth 
reasons, including the interpretation of the appli- 
cable statute which has been in effect many years, 
and authorities in support of that interpretation 
(JA-19A). 
SUMMARY OF ARGUMENT 

1. Section 7 of Title 35, United States Code, is the 
sole section of the statute that is relevant to the legal 
issue before the Court. This is the only statutory pro- 
vision expressly conveying authority to the Commis- 
sioner of Patents to designate acting members of the 
Board of Appeals (the statute refers to members of 
the Board as examiners-in-chief). That authority is in 
no way limited by any other section of the statute. 
Section 3 (Br-3) places a limit of fifteen (15) on the 
number of examiners-in-chief. 

2. The first paragraph of said Section 7 provides 
that “Eaeh appeal shall be heard by at least three 
members of the Board of Appeals’”—the members 
hearing on appeal constitute a Board panel. The sec- 
ond paragraph of that section states, in pertinent part, 
that the Commissioner “may designate any patent ex- 
aminer of the primary examiner grade or higher * * * 
to serve as examiner-in-chief” and that “Not more than 
one such primary examiner shall be a member of the 
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Board of Appeals hearing an appeal’’. Thus, the stat- 
ute requires that acting examiners-in-chief are to be 
selected from two classes of patent examiners, viz., (1) 
primary examiners and (2) examiners of a higher 
grade than primary examiner. The only relevant fur- 
ther limitation is on the composition of a Board 
panel—and this is that the panel may not contain 
“more than one such primary examiner”. The statute 
does not prohibit two acting examiners-in-chief on a 
panel so long as there is no more than one primary 
examiner thereon. 

3. Section 7 is perfectly clear and unambiguous. 
Since this is so, it is well settled that recourse to inter- 
pretive aids, such as legistrative history, is precluded. 
Lake County v. Rollins, 130 U.S. 662, 670-671; United 
States v. Missouri Pacific Railroad Co., 278 U.S. 269, 
277-278. 

4. Title 35 of the United States Code became effec- 
tive on January 1, 1953. Since that time Section 7 has 
been construed by the Commissioners of Patents as 
permitting Board panels to be composed of more 
than one acting examiner-in-chief so long as no more 
than one acting member is a primary examiner. 
Many such panels have rendered decisions reversing 
examiners’ rejections, resulting in the issuance of 
patents. The validity of all such patents will be 
brought into question should the District Court’s dis- 
missal of appellant’s complaint not be sustained. A 
listing of reported decisions of such panels in the 
United States Patents Quarterly for the period 1955 
to 1965 was attached as an exhibit (Exhibit 2~JA- 
26A) to defendant’s Motion For Summary Judgment 
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(JA-11A). Also, it could be assumed that there are 
numerous decisions of the Court of Customs and 
Patent Appeals (under 35 U.S.C. 141) and of the 
District Court (under 35 U.S.C. 145) reversing deci- 
sions of Boards similarly constituted—where patents 
then issued. All such patents too might have clouds 
east upon their validity. 

5. An established practice of the Courts is to accord 
a substantial presumption of correctness to an ad- 
ministrative interpretation of a statute which has 
been consistently followed for a long period of time. 
Allen v. United States Ex. Rel. Lowry, 26 App. D.C. 
8, 24; Bates Refrigerating Co. v. Sulgberger, 157 US. 
1; United States v. American Trucking Association, 
310 U.S. 543. That presumption is particularly im- 
portant in the instant proceeding. 

6. The “legislative history of Title 35 U.S.C. 7” 


relied on by appellant (Br-9) does not show that 
Congress intended that Section 7, now in effect, should 
not permit two acting examiners-in-chief on a Board 
panel, providing no more than one is a primary 
examiner. 


7. Appellant fully conceded, expressly by counsel 
at the hearing in the District Court (JA-120A) and 
implicitly by stipulation between the parties as to 
plaintiff’s interrogatories (JA-95A), that there is no 
genuine issue as to any material fact but that ie 
basic issue of the case is a question of law. 

8. The two acting examiners-in-chief on the Board 
panel in the case at bar were patent examiners, one 
having been a Supervisory Patent Classifief with 
a primary examiner grade and the other having been 
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the Director of Patent Classification with a grade 
higher than that of a primary examiner. 


ARGUMENT 


1. Only section 7 of title 35 is relevant 


Since Section 7 is the sole statutory provision relat- 
ing to the authority of the Commissioner to designate 
acting members of the Board of Appeals, it is sub- 
mitted that it is the only section of the statute that 
is relevant to the legal issue at bar. Although appel- 
lant implies that Section 3 of Title 35 should be 
considered with Section 7 (Br-6), no explanation or 
argument is advanced as to why or how section 3 
should be considered other than to state that: there 
shall be fifteen examiners-in-chief, appointed by the 
President. Section 3 does not even mention the Board 
of Appeals, expressly or impliedly. Clearly, it has no 
relevance. Section 7 is the only statutory provision 
which requires consideration in the present appeal. 
2. Section 7 clearly permits two acting members on a panel 

of the Board of Appeals 

The pertinent portions of Section 7 state that the 
Commissioner ‘‘may designate any patent examiner 
of the primary examiner grade or higher”’ to serve 
as an examiner-in-chief and that ‘“Not{ more than 
one such primary [emphasis added] examiner shall 
be a member of the Board of Appeals hearing an ap- 
peal’’. It is difficult to conceive of any language that 
would be clearer, more exact, more definite, or more 
certain in meaning. The language of the section states 
that two classes or categories of patent examiners may 
serve as acting examiners-in-chief, namely, (1) pri- 
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mary examiners and (2) examiners of a higher grade 
than primary examiner. Note also that the section 
states that an examiner so designated shall be qualified 
-(shall -be persons of competent legal knowledge and 
scientific ability) to act as a member of the Board of 
Appeals. 

The only relevant limitation on the SoaNOTTon of : a 
Board panel specified in Section 7 is that the panel 
‘may-not contain “‘more than one such primary exam- 
iner’’. That provision is admittedly a specific limita- 
tion’ on the number of primary examiners on a given 
panel, but not a limitation on the number of exami- 
ners above the grade of primary examiner, and does 
not prohibit the presence of both a primary examiner 
and an examiner above that grade on the panel hear- 
ing an appeal. There is nothing in this language of the 
section that prohibits the simultaneous presence of 
two acting examiners-in-chief on a Board of Appeals 
panel, providing no more than one is a primary 
examiner. 

The appellant’s analysis of Section 7 and its mean- 
ing (Br-7, 8) is erroneous and is simply answered. If 
the Congress had intended to limit a Board panel to 
only one acting member, it would have been a simple 
matter for the drafters to have omitted the word 
“primary”? from the statutory expression “‘one such 
primary examiner’’—or to have replaced the word 
“‘primary”’ therein by ‘‘designated’’. In fact, appel- 
lant appears to read ‘‘one such primary examiner”’ as 
if the word “‘primary” were not there so as to make 
it read ‘‘one such examiner”’ or ‘‘one such designated 
examiner’’. Appellant’s construction of the statute 
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would make the word ‘‘primary’’ wholly superfluous 
and would deprive the word of any meaning or effeet 
whatever. Such construction of the statute is clearly 
untenable, since it would assume that Congress used a 
word of definite meaning with the intent that it have 
no meaning at all. 


3. Preceding section 7 in repealed title 35 


It is of interest to note the corresponding paragraph 
in Section 7 of the preceding repealed Title 35 (Act 
of March 4, 1950; Title 35, United States Code, Ap- 
pendix II, page 808) which reads as follows: 

The Commissioner, when in his discretion con- 
sidered necessary to maintain the work of the 
board of appeals current, may designate any ex- 
aminer of the primary grade or higher, having 
the requisite ability, to serve as examiner-in- 
chief for periods not exceeding six months each, 
and any examiner so designated shall be quali- 
fied to act as a member of the board of appeals. 
Not more than one primary examiner shall be 
among the members of the board of appeals 
hearing an appeal [emphasis added]. 

There can be no conceivable ambiguity in the provi- 
sion of the prior law that “Not more than one primary 
examiner shall be among the members of the Board 
of Appeals hearing an appeal.”’ Thus, the prior law 
would implicitly permit at least two acting members 
on a panel if no more than one was a primary exam- 
iner. The Board of Appeals itself so construed the 
earlier Section 7 in holding a Board properly consti- 
tuted when it consisted of an examiner-in-chief and 


two acting examiners-in-chief, one a Supervisory Ex- 
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aminer and the other a Primary Examiner; Ez parte 
Beyerstedt, 103 USPQ 189, 191. Careful reading of the 
present and preceding Section 7, with respect to the 
designation of acting Board members, makes it mani- 
fest that no substantive change was made. 

5. The fact that the present Section 7; affecting 
designation “of acting members of the. Board, repre- 
sents no change over the preceding Section 7 is recog- 
nized in an authoritative work on “Patent Office Prac- 
tice” by Archie R. McCrady (Fourth Edition, 1959, 
Margit Publications, Box 11-C, Pasadena, California) 
which states as follows (Def. Exhibit 1 JHA-23A to 
25A): : 

A Board made up of a Primary Examiner, 2 
Supervisory Examiner, and an Examiner-in- 
Chief does not violate the proviso of the statute 
that ‘Not more than one such primary examiner 
shall be a member of the Board of Appeals hear- 
ing an appeal.’ [citing Ex parte Beyerstedt, 
supra, at footnote 11]. 
It is of interest to note the Beyerstedt decision, ren- 
dered by the Board under the language of the previous 
statute, was considered applicable by McCrady to the 
present statute. 


4, Statute must mean what it says 


Section 7, in all of its provisions, is clear and 
unambiguous in its meaning. The statute should be 
held to mean what it says. Where the language of 
the statute is plain and lacks ambiguity or incon- 
sistency, it is well settled that recourse to interpretive 
aids, such as legislative history, is precluded. Lake 
County v. Rollins, 130 U.S. 662, 670-671; United 
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States v. Missouri Pacific Railroad. Co., 278 U:S. 269, 
277-276. That rule is clearly applicable here. The 
opinion in United States v. Dickersen cited by appel- 
lant (Br-9), does not appear inconsonant: ‘with’ the 
settled law expressed in the foregoing decisions. 
A, Sreover, if there be reasonable doubt for adopting 
either ‘of two constructions, that which is ‘ii harmony 
with the administrative interpretation or construction 
should be adopted. Bates v. Sulgberger, 157 U.S. 1. 
Appellant relies upon the disagreement . between 
two judges of the Court of Customs and Patent 
Appeals ‘in the decision of In re Weichert (Br-9) 
as indicating that “Section 7 is not clear and unam- 
biguous”. That disagreement should not be an over- 
riding consideration; it will be treated below in detail 
under ‘‘Legislative History Of Section 7”. 
5. Reversal of the District Court would cast clouds on 
numerous patents 
Title 35 of the United States Code became effec- 
tive on January 1, 1953. The Patent Office has con- 
tinuously since then construed Section 7 thereof as 
permitting Board panels to be composed of more than 
one acting examiner-in-chief, so long as no more than 
one acting member was a primary examiner. There 
were such panels in Ex parte Condon (Jan. 30, 1953; 
100 USPQ 166), Ex parte Freeman (Mar. 31, 1953; 
100 USPQ 315), and Ex parte Turinsky et al (July 
16, 1953; 100 USPQ 443). The latest noted reported 
Board decision from a similarly constituted panel is 
in Le parte Dalton et al (May 27, 1966, 152 USPQ 
68). In each of these four cases, the examiner was 
reversed and patents are reported to have issued. 


12 


Manifestly, many other Board panels similar to 
that involved in the case at bar have ben convened 
to decide appeals since the authority to designate 
examiners-in-chief was first granted to the Commis- 
sioner of Patents. Many other such panels have re- 
versed the examiner’s rejection, resulting in the issu- 
ance of patents. These patents are presumptively valid 
(35 USC 282). Should the District Court’s decision 
be reversed, their validity becomes questionable. For 
example, a cursory search of the volumes of the 
United States Patents Quarterly from 1955 to 1965 
shows numerous additional decisions by Board panels, 
consisting of two acting members and one permanent 
member, in which the examiner’s rejections were re- 
versed in whole or in part, (JA-26A, Def. Ex. 2; JA- 
104A, Def. Ex. 5). Obviously, there are numerous 
decisions of the several Courts which have considered 


the decisions of similarly constituted Board panels 
wherein the Board’s decisions were reversed and 
patents granted. In all of these instances, to hold that 
those Boards were illegally constituted would cast a 
cloud upon the validity of the patents granted. 


6. Presumption of correctness accorded administrative 
interpretation of statute 

7. It is an established practice of the courts to ac- 
cord a substantial presumption of correctness to an 
administrative interpretation of a statute which has 
been consistently followed for a long period of time. 
In so holding in Allen v. United States Ex. Rel. 
Lowry, 26 App. D.C. 8, 24, the Court of Appeals for 
the District of Columbia quoted the following from 
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ating Co. v. Sulgberger, 157 U.S. 1: 


* * * Tf there be reasonable en for ais 
ing either one of two constructions—this court, 
without departing from: sound principle, may 
well adopt that construction which, is: in har- 
mony with the settled practice. of the EORENE 
branch of the government. 


The Supreme Court similarly held, in United ‘Séates V.. 
American Trucking Association, 310 U.S. 543, that the 
construction of a statute by an agency charged with 
its administration is ordinarily given great weight. 


7. Legislative history of section 7 


The appellant relies (Br-10) heavily upon the legis- 
lative history of Section 7 set forth in Judge Smith’s 
dissenting opinion in In re Weichert (Court of Cus- 
toms and Patent Appeals), 370 F2d 927, 152 USPQ 
947. In that case, the Board panel consisted of one 
permanent member and two acting members; of the 
latter one was a Supervisory Examiner and the other 
a Primary Examiner. The majority opinion there held 
that the Court could not consider whether or not the 
‘Board panel was properly constituted principally’ be- 
cause of its limited statutory authority and the. appel- 
lant’s failure to raise the issue in the statement. of 

‘reasons for appeal. Judge Almond, in a concurring 
opinion, took the position that the Court was not pre- 
cluded from considering whether the Board panel was 
properly constituted; that Section 7 was ‘‘clear, plain 
and unambiguous”’; and that since ‘“‘Only one primary 

“examiner sat on the ‘Board’ panel”—“the panel was 
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legally constituted in accordance with the unambig- 
es of Section 7”. Judge Almond also stated: 
! “™T think it should be mentioned that, while 
' individual Congressmen or members of com- 
™“mittees might well have intended for the pro- 
viso to read ‘“‘not more than one: such desig- 
:+).mated examiner shall be a member of the Board 

-> of: Appeals,” the actual language. used in: the 
statute is clear and plain to the effect that ‘‘not 

_.. More. than one such primary examiner shall be 
“a member” of a “Board of Appeals” panel. 
The class of “‘designated’’ examiners-in-chief 
would clearly include both (1) primary ex- 
aminers and (2) examiners of higher grade 
‘than primary examiners. Since Congress en- 

“ acted: a statute containing the unambiguous 
terms ‘‘primary examiner” in the proviso, the 

-_ statute must be held to mean exactly what it 

. Says, notwithstanding the strong possibility that 

a minoriy of individual Congressmen and com- 

. mittee members may have intended the expres- 
sion in the proviso to read ‘‘designated ex- 

aminer” or “‘acting examiner-in-chief.”—_ C— 


Judge Smith’s dissent indicated that the Court of 
Customs and Patent Appeals could consider whether 
the Board panel was properly constituted and con- 
cluded that it was not. However, in so concluding, 
Judge Smith relied principally and substantively on 
the historical background of the Board of Appeals 
in the Patent Office and the history of Section 7. 
Since, as Judge Smith pointed out, the first statutory 
provision authorizing the Commissioner to designate 
acting members of the Board of Appeals (corre- 
sponding to paragraph 2 of present Section 7) ap- 
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peared in the Act of 1946 (79th Congress,. 2nd. ses- 
sion)—it is evident that the prior general historical 
background of the Board of Appeals is entirely irrel- 
evant on the matter of designated or acting members 
of the Board. ae 
Judge Smith’s opinion indicates that .the Act of 
4946 (unlike the corresponding provision ‘in present 
Section 7) provided in pertinent part: 
Ahat not more than one such [designated] 
examiner shall be among the members of the 
board of appeals hearing an appeal [ie., on & 
Board panel]. eo 
The discussions in the appellant’s brief concerning 
Report No. 2695 and TLR. 4080 (Br-11, 12) relate 
to the Act of 1946. : 
Judge Smith indicates correctly that -“The above 
(‘ase [Act of 1946] (6XStat. 873, 35 USC 7) expired on 
August 7, 1949”’ and was superseded by the Act of 1950 
(Section 482 of the Revised Statutes, 35,.USC 7) 
which (corresponding to present section.7) ,provided 
in pertinent part: sponte 
Not more than one primary examiner. shall ..be 
among the members of the board of appeals 
hearing an appeal. St rine 
Notwithstanding the clear change in the statute cand 
the insertion of the word “primary” being; duly 
noted, for some unexplained reason Judge Smith 
stated that “There is no evidence of any indication 
that Congress intended to change the previous Jaw’?. 
Judge Smith then notes that in the Patent Act. of 
1952 (82nd Congress, 2nd Session), 35. USC 7.was en- 
acted: wherein ‘‘the language was changed to that pres- 
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ently: appearing in section 7’’-—“to provide that. ‘not 
more than one such primary examiner’ may serve on 2 
board”. Judge Smith’s subsequent comments indicate 
that.this did not change the legal effect of the 1950 
provision. 

Subsequently, Judge Smith refers to “final legisla- 
tion concerning section 7”, originating in 1958 and 
1959 and expanding the number of permanent Board 
members—which made no change in the relevent pro- 
visions of Section 7:noted above. Reference is made to 
and reliance placed on comments by Congressman 
Libonati in connection with that legislation to the ef- 
fect: that “No more than one designated member can 
sit on a panel’, it being noted that the basis for the 
Congressman’s statement “is found in the testimony 
of Robert C. Watson, then Commissioner of Patents, 
who testified before the House Judiciary Subecommit- 
tee No. 3 on July 30, 1958’. Based on this, the appel- 
lant argues that “even the Commissioner of Patents 
realized that Title 35 USC 7 permitted him to place 
at most one acting or designated examiner on the 
Board of Appeals” (Br-13). 
| "Phe evidence shows decisions reported in the United 
States Patents Quarterly (JA-104A and 105A; Def. 
Ex. 5) wherein the Board panels comprised two act- 
ing examiners-in-chief, the Board decisions having 
been rendered before and after July 30, 1958, the date 
of Commissioner Watson’s testimony before the House 
Judiciary Subcommittee. Since the Commissioner is 
expressly charged by the same section of the statute 
with designating the members of each Board panel— 
“the members hearing such appeal to be designated 
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by the Commissioner’’ (Section 7, paragraph 1), ap- 
pellant’s inference that Commissioner Watson was 
unaware of the practice in the Patent Office (Br-14) 
is unwarranted. It should be presumed rather that 
the Commissioner was performing his duties in ac- 
cordance with requirements of the law. Consequently, 
the Commissioner’s testimony, that “we cannot have 
two designated members serve on one panel of three” 
(Br-14; JA-92A) was clearly an unintentional and 
inadvertent lapse or misstatement not in accord with 
the practice in effect at the time. 

Although Judge Smith’s opinion pays lip service to 
the language of Section 7, it ignores completely the 
meaning or import conveyed by the specific language 
of the statute, particularly since a change was made. 
Thus, appellant’s reliance upon the fact that Judge 
Smith found ambiguity therein is misplaced; first, 
because his interpretation is in direct conflict with the 
clear meaning of the statutory language; second, be- 
cause the history of present Section 7 in terms of com- 
parison with its antecedents as shown hereinabove in- 
dicates that the opinion is demonstrably wrong; and 
third, because the conclusion reached by Judge Smith 
and urged by appellant,svould make the present lan- 
guage conform to the language of the Act of 1946, 
which was clearly and definitely changed to substan- 
tially its present form by the Act of 1950. As Judge 
Almond stated, “‘the staute must be held to mean 
exactly what its says, notwithstanding the strong pos- 
sibility that a minority of individual Congressman 
and committee members may have intended’’ differ- 
ently. To find ambiguity in the present statutory lan- 
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guage, that language was essentially ignored by Judge 
Smith in his dissenting opinion. On the other hand, 
Judge Almond’s opinion took the plain language of 
the statute, gave it a reasonable normal meaning and 
em no ambiguity therein. Precisely because of that 
difference in treatment,and because appellant’s argu- 
ments are based exclusively on Judge Smith’s opinion, 
it is submitted that they lack merit. 
8. Appellant conceded below that there is no genuine issue as 
to any material fact 
The appellant urges in his brief before the Court 
(Br-15) that the two acting members of the Board 
panel in the case at bar were “classification exam- 
iners’”’ not “‘patent examiners” and that their exact 
job descriptions ‘‘are not of record because the plain- 
tiff has not had the opportunity to proceed with 
discovery proceedings”. These contentions relate to 
point No. 3 of the statement of points on appeal 
(Br-5). For reasons set forth below, these conten- 
tions are irrelevant to this appeal. Appellant appears 
to contend that there are material facts in issue which 
‘ean only be made of record by proper discovery 
proceedings” (Br-16). The only other particular issue 
apparently noted relates to changes in job descrip- 
tions since 1952 and the belief that discovery pro- 
ceedings would show that substantially all primary 
examiners then had legal training ‘‘whereas many 
primary examiners today and at the time the appeal 
was heard did not have such training’”’ (Br-17). 
However, all the factual issues that appellant con- 
tends could be resolved by discovery proceedings were 
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covered by the two sets of interrogatories submitted 
by him (JA-6A and 75A), especially in the second 
set (JA-75A to 77A). Thus, in interrogatories 22, 24 
and 25, job descriptions were requested as indigated ; 
in interrogatory 23, tables of organization the 
Patent Office were required; in interogatories 28 to 
31, extensive information on the legal training of 
primary examiners as indicated was requested (JA- 
75A to 77A). Nevertheless, appellant agreed and 
stipulated that all the interrogatories need not be 
considered “Until after there has been a decision on 
the motions for summary judgment on the case” 
(JA-95A). This amounts to a concession that the 
subject matter of these interrogatories are not ma- 
terial issues of fact in the case. Appellant appears to 
raise no issue of fact in his brief before the Court 
which is not covered by the stated interrogatories. 
Moreover, it is clear from the record of the hearing 
below (JA-120A) that appellant’s counsel there con- 
ceded there is no genuine issue as to any material 
fact in the case. That is indisputably established by 
the following exchange; (JA-120A; emphasis added) : 

The Court. Do you concede or admit that 
there are not material issues of fact in this 
case, that it is purely a question of law? 

Mr. Cantor. Well, my feeling is that there 
are facts which are not of record which could 
be material. For example, I challenge the state- 
ment that primary examiner grade is clear. I 
think that is a secondary issue. I think the 
primary issue is what does the statute mean and 
what is the legislative history. 
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The Court. I think that is a question of law. 

I would think so. 

Mr. Cantor. Well, on the basic issue I think 

it would be a question of law. 

The Court. We have that decided. 
The foregoing is clearly an express concession by ap- 
pellant’s counsel, binding on appellant, that there is 
no genuine issue of material fact in the case at abar. 
Under these circumstances, appellant’s statement of 
point No. 3 on appeal (Br-5) should be disregarded. 
Should the court agree, the following portions of this 
brief need not be considered. 


9. The acting members of the board in case at bar in fact met 
requirements of section 7 

The acting examiners-in-chief on the Board panel 
in the case at bar were Gorecki and Kent (UA-4A). 
When these acting members were designated for serv- 
ice on the Board that heard the present case in the 
Patent Office, Gorecki was the Director of Patent 
Classification (with a grade higher than that of a 
primary examiner) and Kent was a Supervisory 
Patent Classifier, (with the grade GS-15, that of a 
primary examiner). This is not disputed by appel- 
lant—although he states that he “is without knowl- 
edge as to the truth”’ thereof (Br-18). Nevertheless, 
appellant was willing to forego a response until after 
the motions for summary judgement were decided 
(WA-95A) to interrogatory 24.(UA-26A) which re- 
quested the job description of the two acting members. 

The appellant does not deny—as he cannot—that 
Gorecki and Kent are persons of competent legal 
knowledge and scientific ability. The appellant does 
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not assert that those acting members do not hold a 
degree in law—which they do. To further point out 
the qualifications and competence of these people, it 
was noted at the hearing below (JA-15A) that 
Gorecki is now a permanent examiner-in-chief and 
Kent has recently been promoted to the position of a 
group manager in the Patent Office, a position higher 
than that of a primary examiner. Thus, the acting 
members on the Board panel of which appellant com- 
plains fully met the requirements of Section 7. 

Furthermore, the evidence shows (JA-97A to 101A) 
that patent classifiers in the Patent Office must have 
technical competence as well as full knowledge of the 
patent examining process—and that patent classifiers 
are normally selected from the ranks of patent exam- 
iners (JA-98A). The appelant does not deny that the 
acting members Gorecki and Kent had served many 
years as patent examiners—which they did. In fact, 
from 1955 to 1962, patent classifiers were actually 
doing patent examining as well as patent classifying 
(JA-101A). A patent classifier is a patent examiner 
plus—he has to be a patent examiner and, in addition 
to that, he has to be capable of classifying patents 
and be familiar with all of the knowledge, information 
and skills required for that additional function. 
Hence, patent classifiers are patent examiners within 
the meaning of Section 7. 


€ONCLUSION 


It is respectfully submitted that, for the reason set 
forth herein, the District Court (JA-106A) properly 
granted the appellee’s (defendant below) Motion For 
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Summary Judgment, properly denied the appellant’s 
(plaintiff below) Motion For Summary Judgment, 
and therefore dismissed the complaint. Affirmance of 
the decision is respectfully solicited. 
Respectfully submitted, 
JOSEPH SCHIMMEL, 
Solicitor, U.S. Patent Office, 
Attorney for Appellee. 
Jack E. ARMORE, 
Of Counsel. 
Fesrvary 1968. 
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REPLY BRIEF FOR APPELLANT 


INTRODUCTION 


This brief is in reply to the Brief for Appellee (BA) 
and is presented to clarify allegations and assumptions 
made in the Brief for Appellee as well as to challenge the 
introductions of “facts” at this time which are not of 
record and which are not of record for the sole reason 
that the appellee objected to interrogatories which would 
have elicited such facts. It was for this reason that it was 
mutually stipulated that the interrogatories need not be 
answered or objected to until after the hearing on the 
Motion for Summary Judgment and Cross Motion for 
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Summary Judgment in this case on the issue of the inter- 
pretation of 35 U.S.C. 7. 


ARGUMENT 


1. The appellee has stated (BA-7) that only Section 7 
of 35 U.S.C. is applicable and that “Section 3 does not 
even mention the Board of Appeals, expressly or imliedly” 
and states that “it has no relevance”. Section 3 is a very 
important part of the issue of interpretation of Section 7 
since only in Section 3 is “examiners-in-chief” as used in 
Section 7 defined. Section 3 clearly states that “ex- 
aminers-in-chief” as used in Section 7 are “appointed by 
the President by and with the advice and consent of the 
Senate”. Section 7 therefore is not irrelevant but, to the 
contrary, is essential in the interpretation of the meaning 
of the words of Section 7. 


2. The appellee has further stated (BA-8) that the 
wording of the statute could have been changed by omit- 
ting “the word primary from the statutory expression one 
such primary examiner”. The appellee has failed to 
state the reason for use of the word “such” in the stat- 
ute. Reference to Title 35 in 1950 as quoted by appellee 
(BA-9) states that the wording originally was “no more 
than one primary examiner’. The word “such” could 
therefor only have been added as a reference to the entire 
clause “primary examiner grade or higher” (Br-7). 


8. Appellant’s reference to a publication of McCrady 
(BA-10) and the decision Ex parte Beyerstedt were 
raised below (JA-13A, 144, 23A-25A, 35A, 36A). How- 
ever, the authoritativeness of the work of McCrady is 
challenged since this work is no more that a statement of 
what the practice is in the Patent Office. The practice 
vis-a-vis the make-up of the Board of Appeals is stated 
to be as set forth in Ex parte Beyerstedt which is a de- 
cision of and by the Patent Office itself. Therefore the 
“authoritative work” is no more than a statement of 
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what the Patent Office believes to be the meaning of 
Section 7 and it is just this interpretation of Section 7 
which is challenged and which is the main issue in this 
appeal. 


4, The Patent Office has cited the decision Bates vs. 
Sulberger 157 U.S. 1 as being controlling (BA-11, 18). 
Appellant agrees with this decision but notes in the quote 
therefrom (BA-18) that there must be “reasonable” 
ground for adopting either one of the two constructions. 
For reasons set forth in the Brief for Appellant only one 
reasonable construction can be provided for Section 7, 
either with or without resort to legislative history. 


5. Appellee has stated that if the Patent Office practice 
is not sustained, a cloud would be cast on numerous pat- 
ents (BA-5, 6, 11, 12). This allegation is challenged 
for two reasons. First, the question of validity of prior 
issued patents is irrelevant to the question of statutory 
construction. Furthermore, there is no reason to believe 
that any cloud would be cast on any prior decisions as 
exemplified in the case of Erie Railroad vs. Tompkins, 
804 U.S. 64 and in the many recent criminal cases which 
do not even require citation wherein the Supreme Court 
held that juries are either not required to swear allegiance 
to a Supreme Being or Negroes are not to be system- 
atically excluded from the jury. These cases did not re- 
quire that all criminals inhabiting our jails be retried if 
these exclusions took place in juries which decided their 
cases. There would therefore be no reason to believe that 
this policy could not be applied in the present case. 


6. The appellee has stated that “the Commissioner’s 
testimony, that ‘we can not have two designated members 
serve on one panel of three’ was clearly an unintentional 
and inadvertent lapse and misstatement not in accord 
with the practice in effect at that time” (BA-17) is 
misleading and unsubstantiated by the record. It is well 
known that testimony by Administrative Agencies before 
Congress is thoroughly prepared in advance and therefore 
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a voluntary statement of this type would not be “an 
unintentional and inadvertent lapse and misstatement” 
but rather a clear, essential and very convincing argu- 
ment to promote the position of the Patent Office to in- 
crease the number of Section 3 members of the Board 
of Appeals. The Commissioner clearly understood the 
import of his testimony and Congress agreed with him by 
granting the request and increasing the number of Board 
members to “not more than fifteen”. 


7. The appellee has stated that there is no material 
issue of fact and has alleged that appellant has conceded 
this point (BA-18-20). This statement, is incorrect and is 
clearly not in accord with the record below. Appellant 
agrees that the question of statutory interpretation per 
se is a matter of law and so stated below (JA-120A). 
It was the Court which stated that it was a matter of 
law and not attorney for appellant. This is borne out in 
the record (JA-123A) where it is stated: 


Mr. CANTOR. I think the basic issue is in the 
last sentence you read—does not more than one 
primary examiner refer to the entire primary ex- 
aminer grade or higher or does it refer to primary 
examiner? That is the crux of the basic issue. (em- 
phasis added) 


It is clear from the above that appellant never agreed 
that the remaining issues were a matter of law. 


8. The Court below was requested (1) to determine the 
meaning of 35 U.S.C. 7, as set forth in appellant’s brief 
and (2) to determine whether the Patent Office complied 
with the requirements of 35 U.S.C. 7 as interpreted .by 
the Court. The question of compliance with 35 U.S.C. 7 
by the Patent Office is not a matter of law and requires 
facts. It is the entry of facts by discovery that appellee 
objected to. It is these facts—which are not of record— 
that appellee is not attempting, where necessary, to enter 
into this case (BA-20, 21), for the sole reason that dis- 
covery proceedings could not be taken. These facts must 
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: be determined unless this Court agrees with appellant’s 
: interpretation of Section 7, otherwise it cannot be deter- 
‘ mined whether the Board of Appeals complied with the 
requirements of the statute. 


i 9. The appellee has stated that the acting examiners- 
i in-chief are persons of competent legal knowledge and 
scientific ability and “appellant does not deny” this (BA- 
: 20). Appellant has never had an opportunity to admit or 
. deny these facts since he is unable to do so. Without 
proper discovery how can appellant state that these men 
: hold “degrees in law” or that these men are members of 
‘ the bar. These facts, in addition to many others, must be 
' known before it can be determined whether the Board 
' of Appeals in the case at bar conformed to the require- 
ments of 35 U.S.C. 7 and this can only be determined by 
answers to the interrogatories propounded and never 
answered. The statement of appellee that “A patent 
: classifier is a patent examiner plus—he has to be a patent 
examiner and, in addition to that, he has to be capable of 
i classifying patents and be familiar with all of the knowl- 
' edge, information and skills required for that additional 
function” (BA-21) is challenged. A patent classifier does 
not have to be a patent examiner and this is clearly shown 
‘ in the exhibit of appellee (JA-98A) which states that 
classification examiners are “normally” taken from the 
class of patent examiners. This does not mean that patent 
classifiers must be patent examiners or that they are 
patent examiners. 
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CONCLUSION 


For the reasons set forth above and for the reasons 
set forth in the conclusion of appellant’s brief it is re- 
spectfully submitted that the judgment below was in error 
and should be reversed. 


Jay M. CANTOR 


Attorney for Appellant 
JoHN E. LINDBERG, JR. 


Of Counsel: 


A. DoNHAM OWEN 
RoBert E. WICKERSHAM 


